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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



f 

re application of: ) 

) Application No: 10/635,873 

Alice H. Howe ) 

) Art Unit 3711 

TENNIS RACQUET EQUIPPED ) 

WITH A TENNIS BALL RETRIEVER ) Examiner: Raleigh W. Chiu 
Attorney Docket No.: MPH 03-13 ) Filing Date: 08/05/2003 

Commissioner for Patents and Trademarks 
BOX AF 

2900 Crystal Drive 
Arlington, V A 22202-3513 

APPELLANT'S AMENDED APPEAL BRIEF 

Appellant's Appeal Brief for the captioned Application is submitted herewith pursuant to 
the Notice of Appeal mailed on behalf of Appellant to the Assistant Commissioner for Patents on 
November 8, 2005. 

Real Party in Interest 

The Real Party in Interest is the Appellant, Alice H. Howe. 

Related Appeals and Interferences 

There are related appeals or interferences to this Appeal. The Board of Appeals and 
Interferences in Appeal No. 2004-2020, of Parent Application No. 09/655,743, reversed, injoto, 
the 35USC103(a) rejections then of record (Decision attached hereto as Exhibit I). 

Status of Claims 

Claims 1, 4, 6, 7, 9, 10 and 12 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over one of U.S. Patent Number 4, 834,393 (Feldi) or French Patent Number 2,594,037 
(Musslin) either in view of U.S. Patent Number 5,077,870 (Melbye et al., hereinafter Melbye), 
U.S. Patent Number 6,401,997 (Smerdon, Jr., hereinafter Smerdon) and applicant's admission of 
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prior art (AAPA). This final rejection differs from the claims on appeal in the parent application 
by the newly cited Smerdon. 

Claims 8, 1 1 and 13-15 stand finally rejected under 35 USC 103(a) as being unpatentable 
over Feldi, or Musslin, in view of Melbye, Smerdon and AAPA as applied above and further in 
view of U.S. Patent No. 4,993,712 (Urwin). The issues are essentially the same as the formerly 
appealed claims except for newly cited Smerdon 

Status of Amendments 

All amendments to the Claims had been duly entered by the Examiner prior to the final 
rejection and this Appeal. 

Summary of Invention 

Prior to Appellant's invention, there existed no ball retrieving attachment or method 
which would allow all major brands of tennis balls to be repetitively and effectively lifted and 
retrieved merely upon tangential contact. The prior art solutions included cupping the tennis ball 
(e.g. Urwin), use of metallic hooks or barbs (e.g. Ross), or a complete changing of the tennis ball 
covering to a non-conforming looped or hooked material pile (e.g. Feldi) cover so as to allow the 
ball (not a tennis ball by definition) to be retrieved by the paired hook and loop fastening system 
combination functioning in its intended form of usage. 

Tennis is a sport requiring the skillful dexterity and manipulation of a tennis racquet so as 
to impart the precise impacting speed, spin and positioning of the tennis racquet in an attempt to 
create a most difficult ball flight for the opposing player to return. Tennis racquets are 
accordingly engineered and designed to provide a perfectly balanced racquet (typically of 
graphite or composite construction) which allows the tennis player to precisely manipulate and 
position the tennis racquet to the exact strike zone for striking and returning the tennis ball. Any 
imbalance in the tennis racquet will be readily reflected in an errant or poor tennis ball flight. A 
tennis ball meets a standard of identity and, as taught by Feldi, must necessarily retain its nap 
cover to be useful in tennis play. The metallic hooks of Ross (MID-TEMP VELCRO stainless 
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steel mesh) as reported by Feldi and others were ineffective tennis ball retrievers and caused 
extensive damage to the tennis ball cover. 

The shot of the tennis ball player necessitates not only that the racquet be perfectly 
balanced, but also that any ball retriever attachment will not create any unbalanced weight (where 
fractions of an ounce is critical) or a design flow disrupting the aerodynamics of the racquet and 
its ability to slice through the air with a minimum of resistance without any appreciable air drag. 
These factors are essential in order for any tennis racquet to create desired ball impacting speed, 
spin upon the impacted ball, positioning of the racquet, the balance of the racquet, the touch, the 
weight of the racquet, and a host of other factors attributable to an effective striking of the tennis 
ball and tennis play. Appellant's invention preserves all of these attributes, while also providing 
a unique ability to engage and repetitively lift all major tennis ball brands merely by tangential 
contact without destroying the tennis ball cover. 

Appellant's claimed invention involves an unexpected discovery that an unknown tennis 
ball retrieving attachment 30 has a uniquely distinctive ability for engaging and lifting all major 
tennis ball brands upon tangential contact (claim 1, lines 2-3; claim 10, line 4; Figures 2B and 4; 
and page 5, lines 1-10) to provide an unexpected method of lifting and retrieving all major 
grounded tennis ball brands upon tangential contact. As pointed out in Appellant's background 
of the invention, the prior art had recognized early that hooked materials were incapable of 
tangentially hooking onto the nap of conventional tennis balls (e.g. see specification on page 1, 
line 5 thru page 4, line 10). The prior art had without success attempted (as reported by Ross, 
Feldi, Lamson, Urwin and Appellant) to use metal hook materials. The metallic hooked 
materials are inherently rigid, lack resiliency and memory and therefore are ineffective. 
Conversely, the plastic hooks lacked an inherent ability to tangentially hook and lift grounded 
tennis balls (e.g. see Feldi, Urwin, etc.). As a result, the prior art sought alternatives such as to 
graspingly cupping the tennis ball, (as taught by Urwin) or, alternatively, to completely replace 
the tennis ball cover with either the loop or hooked material of the paired hook and loop 
fastening system, as the cited Feldi patent teaches. Unfortunately these "solutions" often result 
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in altering the tennis equipment so that it no longer effectively functions in its intended manner 
or meets the standards of identity of required tennis equipment. 

The tennis ball retrieving attachment 30 is not only surprising capable upon tangential 
contact to lift all major brands, but will lift all major tennis ball T brands weighted four to six 
fold their original weight, as reported in Table 1, page 13 of Appellant's specification. This 
amazing capacity is unexpected since the prior art as evidenced by the art of record considered 
tangential lifting without damage to the tennis ball to be unfeasible (e.g. see appellant's 
background of the invention disclosure, Urwin and Feldi and also note the background of the 
invention of U.S Patent Number 6,652,397 Bl to Lamson, Col. 1, lines 65-67, and Col. 2, lines 
19-20). The Table 1, 2 and 3 findings on pages 13 and 14 of Appellant's specification further 
documents Appellant's unique and unexpected findings. 

Appellant's claims on appeal are more limited than those of the parent application 
appealed claims by replacing the word "comprising" with the words "consisting essentially of in 
independent claims 1 and 10. Appellant's claims are directed towards a unique tennis ball 
retrieving attachment 30 of unknown and unreported efficacy adhesively affixed to a shoulder 11 
of a tennis racket 1 in a tangential contacting ball retrieving position (such as illustrated in 
Figures 1, 2 A, 2B and 6; and described on page 5, lines 4-12; page 6, lines 21-25; page 7, lines 
19-20; page 8, lines 7-16) for repeatedly engaging and lifting a grounded tennis ball T simply 
upon tangential contact with the tennis ball T as shown in Appellant's Figures 2B and 4. The 
manner in which the tennis ball retrieving attachment 31 is positioned upon the tennis racquet 
shoulder 11 allows for only tangential contact with a grounded tennis ball T as illustrated via 
Figures 2B, 4 and 6-7 2B. Appellant's unique and unexpected discovery overcomes an old, 
perplexing unsolved problem. There existed no teachings of any known thermoplastic hooked 
material (a large genus) much less a ball retrieving attachment 30 equipped with a nylon 
monofilament hooked material 31 which could be attached to tennis racquet shoulder 11 and 
uniquely engage a tennis ball nap N simply upon tangential contact (see Fig. 2B), much less lift 
several fold the tennis ball weight, and even more unexpectedly (i.e. the invention as a whole) to 
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work with repetitive consistency upon all major tennis ball T brands, when, in fact, the prior art 
had repeatedly acknowledged its futility and sought a host of alternative modes to solve this 
perplexing problem. 

The distinctively different attachment 30 equipped with the unique (one of a known kind) 
claimed pre-shrunken nylon monofilament hooked material 31 is characterized by its uniquely 
distinct features as "having a series of preshrunken nylon monofilament hooks" 31 of a 
prescribed characterization for engaging and lifting the grounded tennis ball T upon tangential 
contact with the hooks 31. The unique attachment 30 is further defined by distinctive hooks 31 
of a prescribed physical characterizations (with reference to Figure 5) "as having an average 
monofilament diameter d greater than 8.0 ml and an average hook height of at least 1.70 mm." 
(e.g. see claim 1, lines 8-9, first three columns, Table 3, page 9, lines 6-17.) 

The method claims 10-15 similarly tightly define the distinctively unique ball retrieving 
attachment 30 as providing a strip of a hooked material 30 having a pressure sensitive adhesive 
33 applied to a resilient backing member equipped with a plurality of hooks 31 (claim 10, step a) 
of the very narrowly defined unique and distinctive hooked character (e.g. see page 9, line 5; 
page 10, line 10; Tables 2 and 3; and Figures 3-5) of: 

"an average monofilament diameter d of at least 8.0 mil," 

"an average hook height h of at least 1.85 mm," 

"an average hook width w of at least 1 .0 mm," 

"an average depth H d of at least 0.6mm," and 

"with the hooks 31 being of a spiral configuration and arranged in repetitive rows 
of at least 250 hooks per square inch as depicted in Figures 4 and 7; 

An integral part of the method claims involves the discovery and characterization of providing a 

tennis ball retrieving attachment 31 of an unknown tennis ball retrieving efficacy (clearly 

acknowledged by all of the relevant enabling prior art teachings) which allows for the unexpected 

tangential retrieval of all tennis balls. This Method of Claimed claims 10-15 including the step 

of applying the pressure sensitive strip 30 equipped with a narrowly defined, one-of-a-kind, 
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hooked preshrunken monofilament 31 (unknown for its compatibility and affinity to the nap N of 
a tennis ball T) to the outer peripheral rim 12 of the shoulder 11 of the tennis racquet 1 at the 
retrieving position so as to permit the distinctive nylon monofilament hooks 31 of the hooked 
material 30 to make the tangential contact with the grounded tennis ball T (claim 10, step b) are 
untaught and unsuggested by the art as clearly evident by all of the relevant and enabling 
teachings of the cited prior art. The method claims 10-15 distinctly require tangentially 
contacting the grounded tennis ball T (as shown in Figure 2B) with the unique and one-of-a-kind 
nylon monofilament hooks 31 so as to tangentially engage and hook a tennis ball T nap N (as 
illustrated in Figure 4) of the grounded tennis ball T onto said nylon monofilament hooks 31; 
then lifting the hooked tennis ball T engaged by the nylon monofilament hooks 31 with the 
tennis racquet 1; and retrieving the lifted tennis ball T from the strip." 

The unique tennis ball retrieving attachment 30 including the discovery of providing an 
attachment 30 fulfilling the necessary retrieving requirements and compatibility, the unexpected 
efficacy and comparative data illustrating what works and what does not work (e.g. see page 8, 
line 17 to page 16, line 12) including the comparative studies of Appellant's Example and an 
understanding as to the operable mechanics of the ball attachment 30 constitute solely 
Appellant's contribution to the art. 

Appellant discovered that a rare and specific tennis ball retrieving attachment 30 
equipped with a unique nylon monofilament hooked material 31 of a very precise dimensional 
structure with atypical compositional and physical characteristics which when applied as a tennis 
ball retrieving attachment to a tennis racquet shoulder 12 would have the unknown and 
unreported efficacy of repetitively retrieving all major tennis balls T upon tangential contact 
while all others failed. This unknown and unique retrieving attachment 30 could not only 
tangentially lift all major tennis ball brands, but could lift several fold (e.g. four to six times) its 
own weight (e.g. see Tables 1 and 2). The unexpected nature of this discovery is verified by the 
art of record (which clearly teaches the unfeasibility or futility of such an accomplishment), the 
comparative results as disclosed in Appellant's example and verified by Appellant's Affidavit of 
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Record in the parent application and Appeal Brief of Appeal No. 2004-2020. The discovery 
made by the Appellant is analogous to finding a "needle in the haystack" amongst an immense 
field of technology without any knowledge that such a needle existed and even more astounding, 
what could be accomplished by Appellant's unique invention. 

Appellant discovered that the preshrunken nylon monofilament hooked material 31 of the 
ball retrieving attachment 30 possessed highly specialized compositional and macroscopic 
physical characteristics which when attached to a tennis racquet 1, will effectively tangentially 
hook and lift all major brands of tennis balls. The uniquely distinctive attachment 30 (as 
illustrated by Appellant's Figure 5 shown in Table 3, page 4 and as claimed in all claims) 
uniquely penetrates the tennis ball nap N or pile, effectively hooks onto a sufficient number of 
pile N threads (as illustrated in figure 4) and then tenaciously retains the threads N in a uniquely 
cooperative inter-relationship as the tennis ball T is lifted off the ground (e.g. see specification 
page 8, line 17; page 10, line 10; and Tables 1-3 of pages 13 and 14.) The tennis player merely 
detaches or unfastens the tennis ball T from the attachment 30, thus eliminating the need to bend 
over and manually retrieve the ball from the ground. This represents a completely unexpected 
relationship since the construction of the typically relatively rigid loop component as 
commercially paired with claimed monofilament hooks 31 is unlike the soft, pliable and flexible 
fibrous character of the wool nap N of the tennis ball T. 

Appellant's uniquely different tennis ball attachment 30 exhibits upon tangential contact 
with a grounded tennis ball to lift about a capacity four-fold ball the normal weight of all major 
tennis ball brands, which is unexpectedly and astoundingly unique (e.g. see Tables 1 and 2, page 
14), with Appellant commenting on page 14, lines 30-31, that only the ball retrieving attachment 
30 as precisely claimed was capable of consistently hooking and lifting all major tennis ball 
brands. 
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Unlike changing the tennis ball to the paired hook and loop fastening system of Feldi or 
the grasping tennis ball retrieving attachment curved to increase contact and match a tennis ball 
curvature, such as taught by Urwin, Appellant had unexpectedly discovered a unique tennis ball 
retrieving attachment 30 which (unlike all others) would simply upon tangential contact 
tenaciously hook and lift any tennis ball pile N of the tennis ball T from the ground. All other 
hooked materials of a thermoplastic construction known to the Appellant which (pursuant to 
Appellant's discovery) failed to possess the precise hook depth H d , hook width w, hook height h, 
and hook diameter d were found to be incapable upon tangential contact to effectively engage 
and tenaciously lift all major brands of tennis balls. Prior to Appellant's invention, no one knew 
or recognized that such a tennis ball retrieving attachment 30 existed or that such a feat could be 
accomplished or what would be required to achieve such a phenomenal result in the face of 
consistent prior art teachings that it could not be done. 

Appellant's hooked material attachment represents a highly unique attachment 31 which 
was unexpectedly found (contrary to all learned teachings) to possess a uniquely different affinity 
to a tennis ball nap N. The claimed hooked materials 31 of Appellant's claimed ball retrieving 
attachment 30 are uniquely processed (e.g. see pages 8-16; Figure 5 and Table 3, page 14) so as 
to produce an unusually thicker monofilament hook 31 thickness (e.g. at least 8.5 mm in 
diameter), pre-shrunk so as to create unique dimensional stability and flatness so as to 
tenaciously retain the hooked fibrous pile N of tennis ball T and permit the tennis ball T to be 
repetitively lifted from the ground. These uniquely distinctive hooks 31 also have an unusually 
deeper than average hook depth (at least 0.65 mm) so as to permit deeper penetration of the 
hooks 31 so as to permit a more tenacious retention of fibrous pile N hooked by the hooks 31, the 
average hook width w of about 1.1 mm to about 1.3 mm allows more space for the pile fibers N 
to be hooked by the hooks 31. The average height of the hooks is also significantly greater (at 
least 1.85 mm) from all other tested hooks which reflects in its deeper penetration into the pile of 
tennis ball and greater quantum of fibrous pile N to be potentially hooked and retained by the 
hooks 31. The tennis ball retrieving attachment 30 must necessarily contain a sufficient number 
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of individual hooks 31 so as to effectively hook and lift all major brands of tennis balls T of a 
unique ball retrieving attachment 30. A tennis ball retrieving attachment 30 possessing a unique 
cooperative interrelationship between hook height h, hook diameter d, hook width w, hook depth 
H and the tennis ball nap N which allows the attachment 30 to engage and lift all major tennis 
balls T on tangential contact was Appellant's discovery alone. NO OTHER known ball 
retrieving attachment amongst a host of potentially different products possesses this unique 
capability. No other person, reference or patent disclosed, recognized or remotely contemplated 
the unique set of cooperative characteristics of a ball retrieving attachment 30 which would 
permit a tennis ball attachment 30 to tenaciously engage onto the tennis ball nap N and lift the 
tennis ball T upon tangential contact. 

The invention, as a whole, embodies the heretofore unachievable ability to repetitively 
engage (without fail) and retrieve all major tennis ball brands upon tangential contact with the 
tennis ball nap N with an attachment 30 attached to the shoulder 12 of a tennis racquet. This has 
not heretofore been reported, and was expressly regarded amongst the skilled artisans as 
impossible (as evident from the cited patents and Appellant's summary of prior art in her 
background of invention teachings), and therefore the attachment 30 and its use yields surprising 
and unexpected results. 

Issues 
I 

Whether Claims 1, 4, 6, 7, 9, 10 and 12 are patentable under 35USC103(a) over U.S. 
Patent Number 4,834,393 (Feldi) or French Patent Number 2,594,037 (Musslin) patents and 
either in view of U.S. Patent Number 5, 077,870 (Melbye), U.S. Patent Number 6,401,997 
(Smerdon) and Appellant's alleged admission of the prior art. 

II 

Whether Claims 8, 1 1 and 13-15 are patentable under 35USC103(a) over Feldi or 
Musslin in view of Melbye, Smerdon and Appellant's alleged admission of the prior art in further 
view of US Patent No. 4,993,712 of Urwin. 
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in 

Whether a. prima facie obviousness of the claimed invention of Appellant's claims 1, 4, 
6-15 may be established when the essential claimed limitations such as the unique 
interrelationship between the claimed pre-shrunken nylon monofilaments hooks and tennis ball 
nap of Appellant's claims 1, 4 and 6-15 are neither taught nor suggested by any of the cited 
patents relied upon in the 3 5USC 103(a) rejections? 

IV 

Whether in the Final rejection of appellant's claims 1, 4, 6-7, 9-10 and 12 the newly cited 
Smerdon when viewed in light of Feldi or Musslin as alternative primary references in further 
view of either Melbye, et al, Smerdon and appellant's alleged admission of the prior art 
suggestively provide sufficient basis under 3 5USC 103(a) to overturn the previous Board of 
Patent Appeals decision of reversing the 35USC103(a) rejections in toto under Appeal No. 2004- 
2020 of Appellant's parent application No. 09/655,743? 

V 

Whether in the final rejection of claims 8, 1 1 and 13-15 under 35USC103(a) as being 
unpatentable over Feldi, Smerdon and appellant's alleged admission of the prior art in further 
view of Urwin, the newly cited Smerdon provides a sufficient justification to reverse the Board 
of Appeals decision of Appeal No. 2004-2020 of appellant's parent application 09/655,743? 

VI 

Whether in the rejection of Appellant's claims 1, 4, and 6-15 equivalency may be 
presumed 3 5USC 103(a) when Appellant's specifications, claims and affidavit evidence, as well 
as the cited art, shows without contradictory proof that what the Examiner alleges to be 
equivalent is not equivalent? 

VII 

Whether in the rejection of Appellant's claims 1, 4, and 6-15 under the 35USC103(a) 
rejections, the doctrine of equivalency strictly resting upon the mating combinations of only 
paired hook and loop fastening systems as taught and intended for use by Feldi, Melbye and 
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Smerdon may be hypothetically extended without factual support to include only one component 
of the required paired two-component fastener system combination coupled with a further 
speculative equivalency conclusion of excluding and then replacing the loop fastener mate with 
an unknown and unrecognized alleged equivalent hook material of a tennis ball nap and then to 
further speculatively replace the hook material (apparently resting upon the equivalency of all 
hooked material) with a uniquely different tennis ball retrieving attachment equipped with a 
saliently different and unique hooked monofilament material so as to permit retrieval of all major 
brands of tennis balls with an unexpected efficacy? 

VIII 

Whether in the rejection of Appellant's claims 1, 4, and 6-15 under 35USC103(a) a 
primary reference (patent) or secondary reference (patent), or both, may be modified by isolated 
and unrelated patent teachings found in another patent to make a reference combination, which 
combination as applied in the 35 USC 103(a) rejections of Appellant's claims, renders either the 
primary or the secondary reference or both inoperative for their intended purpose and function? 

IX 

Whether in a 35USC103(a) rejection and analysis of Appellant's method claims 10-15, a 
prima facie case of obviousness may be deemed to exist when crucial claimed characteristics are 
neither taught nor remotely recognized by the art relied upon, the art relied upon in the 
35USC103(a) rejections contradicts the claimed embodiments of Appellant's invention, the art 
relied upon teaches oppositely from the claimed embodiments, there exists no motivation to 
direct the artisan in the direction of Appellant's claimed method claims 10-15, the claimed tennis 
racquet attachment and tennis ball affinity were unknown to possess the unexpected claimed 
efficacy as evidenced by the cited prior art teachings and the unknown claimed combination 
yielded unexpected results in light of explicit prior art teaching of record stating it could not be 
done? 
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X 

Whether the unexpected tennis ball retrieving attributes of the tennis racquet equipped 
with the tennis ball retrieving attachment renders claims 1, 4, and 6-9 and its method of use of 
claims 10-15 patentable over Feldi or Musslin French patent in view of Melbye and Smerdon and 
an alleged admission of the prior art by Appellant in her specification and in further view of U.S. 
Patent Number 4,993,712 (Urwin)? 

XI 

Whether Appellant's substantiated unexpected efficacy in tangentially lifting of all major 
tennis ball brands rebuts any prima facie case of alleged obviousness which may arise, if any, in 
the 35USC103(a) rejection of Appellant's claims 8, 1 1 and 13-15 as being unpatentable over 
Feldi or Musslin in view of Melbye, Smerdon and alleged Appellant's admission of the prior art 
in Appellant's specification in view of Urwin of the final rejection under 35 USC 103(a)? 

xn 

Whether the rejections of claims 1, 4, and 6-15 in the newly cited patent (Smerdon) which 
requires both a hook and loop fastener combination fastened a drinking tube outlet (loop) and a 
bicycle handlebar stem (via the hook) overcomes the teaching shortcomings of the 35USC103(a) 
rejections of the parent application appeal? 

XIII 

Whether a claimed invention which directly contradicts the prior art of teaching of record 
and yields an unexpected result in refutation of the prior teachings may be used as a template to 
formulate a basis for combining incongruous teachings in the 35 USC 103(a) rejections of 
appellant's claims 1, 4, and 6-15 and in formulating an alleged appellant's admission of the prior 
art? 

XIV 

Whether, in the rejection of all claims, a Patent Examiner may rely upon a host of 
factually unfounded technical assumptions such as all VELCRO fasteners are equivalent to all 
SCOTCHMATE and other hook and loop fasteners simply when described as "garment 
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fasteners", isolated teachings taken out of context and indiscriminately combined with unrelated 
teachings which at best discourage and direct the artisan away from what the alleged combined 
teachings teach, patent teachings explicitly teaching that hook materials are ineffective and 
cannot be used to tangentially engage and retrieve all major brands of tennis balls are 
meaningless 35USC103(a) patentability considerations, absence of hook species teachings, may 
be summarily disregarded and replaced by unfounded hypothetical and theoretical considerations 
or false premises such as major tennis events are played in "wet" (i.e. raining conditions) and 
therefore the "wet" conditions of the Smerdon watering tube outlet apply to the adhesive backing 
requirements of a ball retrieving attachment attached to a tennis racquet are sufficient to establish 
a species teaching, the conjoint use of both the hook and loop fastener combination of Smerdon 
applied to completely different substrates under entirely different conditions would apply to a 
tennis racquet, a skilled artisan fully appraised of the fact hooked fasteners are notoriously 
recognized as ineffective for retrieving grounded tennis balls would be ipso facto motivational^ 
captivated (because tennis tournaments are played in the rain) by an adhesive backing possessing 
"good, wet adhesion characteristics" so that the artisan would not seek any other reason to apply 
it to a tennis racquet when reportedly no useful purpose (other than a theoretical and abstract 
purpose) would be served thereby? 

XV 

Whether in appellant's method clams 10-15, there exists unobviousness to initially find 
contrary to all other art accepted teachings that a uniquely different hooked material had a unique 
affinity to a tennis ball nap so as to permit totally unexpected tangential retrieval of all major 
brands of tennis balls? 

XVI 

Whether, in the rejection of claims 1, 4, and 6-15, a species possessing an unknown and 
unexpectedly superior efficacy in retrieving tennis balls may be presumed from a genus teaching 
and disjoined species teaching of a hook and loop fastener combination which includes the hook 
species but no concern of its hook characteristic is sufficient to over come the prior Board of 
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Appeals decision. 

Grouping of Claims 
Group 1: Tennis ball racquet equipped with tennis ball attachment of Claims 1. 
Group 2: Tennis ball racquet equipped with a tennis ball attachment as defined by Claims 4, 6 
and 9, which claims of the group do not stand or fall together. 

Group 3: Tennis racquet equipped with an attachment of hooks having an average height of at 
least 1 .85 mm, average diameter of at least 8.25 mil, 250 hooks per square inch, average hook 
depth of at least 0.6 and "a rubber backing with a pressure sensitive adhesive for detachably 
mounting the attachment of the racquet" as prescribed by claims 6 and 9, which claims of the 
group do not stand or fall together. 

Group 4: The method of retrieving grounded tennis balls with a tennis ball equipped with a ball 
retrieving attachment attached along an outer peripheral edge of a shoulder of the tennis racquet 
as defined by method Claims 10-15, the claims of which do not stand or fall together. 
Group 5: The tennis ball attachment of Claim 8 and the method of retrieving a ground tennis 
ball of Claims 1 1 and 13-15, the claims of which do not stand or fall together. 

Argument (All Claims and All Issues) 
35USC103(aUFirst Rejection) 

The 35USC103(a) rejection of claims 1, 4, 6, 7, 9, 10 and 12 as unpatentable over U.S. 
Patent No. 4,834,393 to Feldi, or French Patent No. 2,594,037 to Musslin, and either in view of 
U.S. Patent No. 5,077,870 to Melbye, U.S. Patent No. 6,401,997 to Smerdon and appellant's 
admission of the prior art remains in error and should be reversed. 

3 5USC 103(a) - (Second Rejection) 

Similarly, the finally rejected claims 8,1 1 and 13-15 as being unpatentable over Feldi, 
Musslin, in view of Melbye, Smerdon and Appellant's admission of the prior art in his 
specification in view of the Urwin U.S. Patent No. 4993,712 under 35USC103(a) remains in 
error and should be reversed. 

The application on appeal is a continuation application of parent application number 

14 



10/635,873 



09/655,743. The issues on this appeal are essentially the same (except for the citation of the 
Smerdon patent) as those before the Board of Patent Appeals and Interferences (The Board) in 
Appeal Number 2004-2020 in which all of the Examiner's rejections of essentially the same 
claims were reversed in toto by the Board. The appealed claims herein are almost identical to 
those of the prior appeal except for that the more encompassing "comprising" wording of the 
parent application independent claims 1 and 10 are now restricted by "consisting essentially of 
wording of the appealed claims herein. After receiving the favorable ruling by the Board and not 
timely receiving the anticipated Notice of Allowance, upon inquiry appellant's attorney was 
informed that the Examining unit disagreed with the Board's opinion and would more than likely 
undertake a different prosecution approach in order to reject applicant's claims under 
35USC103(a). The two 35USC103(a) final rejections of this appeal are almost identical to the 
two previous 35USC103(a) final rejections of Appeal Number 2004-2020 except that a new 
reference Smerdon has now been cited as an alternative secondary reference to Melbye in the first 
office rejection and as part of a secondary reference combination with Melbye and appellant's 
alleged admission of the prior art in the second 35USC1 03(a) final rejection of record. 

The 35USC103(a) defects of the two alternative primary 35USC103(a) references (i.e. 
Feldi and Mussliri), at best, still provide no more than a generalized generic teaching that some 
hooked fastener should be used as the retrieving attachment (e.g. see page 5, lines 10-13) still 
remain the same as in the former appeal. Feldi and Musslin still lack "any teaching or 
suggestion that hook size (i.e. monofilament diameter, hook height, hook width, and hook 
depth) are of any particular concern therein" as astutely noted by the Board in the parent 
appeal. Similarly, the lack of concern or importance of hook size by Musslin remains 
unchanged. The immateriality of hook characterization and the generalized teachings that 
any hook or sticky material of Musslin and Feldi as held by the Board of Appeals in the 
parent appeal remains the same. 

In combining the cited Melbye with either Feldi or Musslin under the 35USC1 03(a) 
rejections there still exists a failure "to recognize that the fact that a claimed species or 
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subgenus is encompassed by a broadly disclosed prior art genus is not sufficient by itself to 
establish a prima facia case of obviousness, especially where, as here, the appellant has 
provided evidence indicating that the particular hook size of the hook material of the 
present invention is needed to provide sufficient hook tenacity, deeply penetrate the pile of 
a tennis ball and consistently held the ball after hooking and during lifting of the hooked 

ball from the ground". 

The newly cited Smerdon likewise neither mentions nor considers specific hook size and 
characterization to be of any concern in attaching a loop material enveloping a drinking or 
watering outlet to a hooked material secured to a bicycle handlebar stem so as to render the 
drinking tube readily accessible to the cyclist. Smerdon mentions that because the watering tube 
outlet may create wet conditions, a "hook and loop fasteners" having ... "a pressure sensitive 
adhesive backing in wet and warm conditions such as the 3M SJ3526 and SJ3527 industrial 
fasteners" works well in this application. Even though there exists a broad genus of hook and 
loop fasteners equipped with pressure sensitive adhesive backing suitable for application of a 
tennis racquet or other adhesive compounds, it has been incorrectly theorized that since the 
Wimbledon and U.S. Open matches are conducted under wet conditions (apparently meaning in 
the rain), the skilled artisan would apparently choose the SCOTCHMATE SJ3526 or SJ3527 
backing to overcome the "wet and hot" tournament match conditions, notwithstanding no other 
reason to justify the selection of a needle-in-a-haystack hook component amongst a very broad 
genus of hook and loop fasteners. 

There still exists an improper treatment of the patent teachings by the piecemeal selection 
of isolated patent phrases and use of a theorized conclusion (without the required proof that the 
artisan would inherently do so) to arrive at appellant's claimed invention by making random 
choice selections solely suggestively derived from appellant's own teachings an not the prior art. 
The fact that Urwin has "nothing therein which overcomes or provides for the deficiencies" ... of 
the prior art still remains (as noted in the parent appeal) upon this appeal. There exists no basis 
to overturn the Board of Patent Appeals and Interferences decisive holding in the parent 
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application appeal that: 

"we agree with appellant that in searching for an incentive for modifying the tennis 
racket of Feldi or Musslin the examiner has impermissibly drawn from appellant's 
own teachings regarding the deficiencies of the prior art and fallen victim to what 
our reviewing Court has called "the insidious effect of a hindsight syndrome 
wherein that which only the inventor has taught is used against its teacher." WJ- 
r.nr. & Associates, Inc. v- Oarlock. Inc. , 721 F.2d 1540, 1544, 220 USPQ 303, 313 
(Fed. Cir. 1983)." 

Appellant's attorney respectfully submits that the Smerdon patent does not overcome the 
prior defects of the former appeal and that both 35USC103(a) rejections still fail to fulfill the 
standards of patentability as commanded by Title 35, the M.P.E.P. guidelines as well as the 
established case law, and therefore should be reversed. 

The three basic elements needed to establish any prima fade case of obviousness (per 

M.P.E.P. 2142) are still lacking: 

a) there must exist suggestions or motivations to modify the references or combine 

reference teachings; 

b) there must be a reasonable expectation of success both as to application and 
. results; 

c) the prior art references when combined must suggestively teach all of the claimed 
limitations. 

Ap pellant's Claimed Invention as a Whole (Claims 1, 4, & 6-15 and All Issues) 
A major problem with the 35USC103(a) rejections of record rests upon a failure to 
examine the prior art, as a whole, as well as appellant's claimed invention, as a whole. This 
results in piecemeal examination of the prior art and appellant's claimed invention. Appellant's 
claimed invention, as a whole, provides many untaught features and unexpected results which 
heretofore were taught and believed to be impossible, which factors are the antithesis of 
obviousness. 1 The prior art is devoid any teachings that an unknown tennis ball attachment 30 (a 
highly specific species) equipped with uniquely and distinguishable pre-shrunken nylon 
monofilament hooks 31, when applied as a strip to the inwardly curving convex shoulder 12 
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(position which can only yield a single tangential contact site with tennis ball surface) of a tennis 
racquet 1 would have the unexpected cooperative affinity of being capable to repeatedly engage 
onto the nap N of the tennis ball T and repeatedly lift all of the major brands of tennis balls T 
without destroying the tennis ball cover. Appellant's discovery constitutes an unexpected result, 
especially when viewed over what was disparagingly taught by the art of record 2 as not feasible. 

Unlike all other tennis ball retrieving devices suggested by the prior art, the design and 
nature of Appellant's attachment 30 when used in combination with the streamlined design of a 
conventional tennis racquet 1 does not detract from the player's effective use of the tennis 
racquet 1. The strip or ball attachment 30 adhesively affixed to the shoulder 12 does not 
unbalance the tennis racquet 1 or create undue weight or drag upon the streamlined racquet 1. 
The attachment 30 (as claimed) allows the tennis player to use the racquet 1 as it was 
professionally designed. Unlike the bulky attachments of the prior art (e.g. see cupping the ball 
or grasping mechanism of Urwiri) which were regarded by all of the meritous and enabling 
patents (prior and after appellant's invention) as necessary in order to achieve any retrievability, a 
non-intrusive ball retrieving attachment 30 comprised of a thin strip of unique pre-shrunken 
nylon monofilament hooks 31 placed upon the racquet shoulder 12 allows for repetitive ball 
retrieval simply upon tangential contact (as illustrated in Appellant's figures 2B and 4) of the 
tennis ball nap N. 

All of Appellant's claims 1, 4, and 6-15 include highly specific claimed limitations of a 
very precisely defined tennis ball retrieving attachment 30 equipped with a one-of-a-kind hooked 
material 31 which, as disclosed in Appellant's specification and substantiated by Appellant's 
comparative test results of Appellant's example and the Rule 132 Affidavit of Record in the 
parent application serial no. 09/655,743 and the Appeal Brief appendix, reveals and proves the 
unique and totally unexpected efficacy of repetitively engaging and lifting all major tennis ball 
brands at a loaded weight capacity of 4-6 times the tennis ball weight. The hooks 31 allow a 
unique penetration of the tennis ball pile N, engagement and release of the pile N upon retrieval, 
a truly unique combination. 
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With particular reference to appellant's specification Figure 5, Claims 4, 6 and 9 
prescribe in greater specificity the unique pre-shrunken nylon monofilament hooked material 31 
of the unique attachment 30 defined as having: 

a) an average hook height h of at least 1 .85 mil; 

b) an average hook width w of at least 1 .0; and 

c) an average hook depth H d of at least 0.6. 

The discovery of a tennis ball retrieving attachment 30 possessing these attributes and the effect 
these attributes will have upon a material totally alien (i.e. a tennis ball nap N) without intended 
mating loop upon tangential contact so as to effectively lift all tennis balls, strictly constitutes 
Appellant's contribution amongst unbeknownst prior art teachings. The unexpected hooking and 
lifting affinity of Appellant's claimed attachment upon a grounded tennis ball is undisclosed and 
untaught by the art of record and accordingly constitutes Appellants sole contribution. 

There exists no teaching in the prior art which would remotely teach or suggest any 
method for tangentially hooking and lifting all major tennis ball brands with a ball retrieving 
attachment possessing those highly unique claimed embodiments (e.g. see figure 5) as defined in 
even more precisely the highly limited and precise monofilament hook material prerequisites as 
one having an average monofilament diameter characteristic of: 

a) at least 8.0 mil; 

b) an average hook height of at least 1 .85 mm; 

c) an average hook width of least 1 .0 mm; and 

d) an average hook depth of at least 0.6 mm 

with the hooks 31 being of a spiral configuration arranged in repetitive rows of at least 250 hooks 
per square inch as prescribed by independent method claims. The dependant combination claims 
4, 6 and 9 and method claims 10-15 define with greater specificity the uncommon and unique 
characteristics of a one-of-a-kind pre-shrunken nylon monofilament hooked material 31 species 
(undisclosed other than by a hook and loop fastener combination by any of the patents relied 
upon in the 35USC103(a) rejections of record) which because of the unique, atypical 
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compositional and structural characteristics of the hook material 31 tenaciously penetrate and 
hook onto all brands of tennis ball pile N and will allow all major brands of tennis balls T to be 
repetitively lifted without fail and thereby consistently retrieved without damage by the tennis 
player. The unique interrelationship between Appellant's ball retrieving attachment 30 and the 
tennis ball nap N constitutes an unknown relationship and unsuggested combination which 
yielded totally unexpected results. 7 The unexpected phenomena of engagement and hooking 
commences upon tangential contact of the tennis ball nap N. The uniquely different average 
hook height h, the average hook depth H d , the average hook diameter d 5 the average hook width 
w, coupled with the pre-shrunken nylon monofilament characterization, in combination with the 
spacial configuration arrangement in rows of at least 250 per square inch characterizes a uniquely 
distinctive cooperative interrelationship with the tennis ball nap N of all major brands which 
uniquely allows the hook material 31 to tenaciously and repeatedly engage the tennis ball nap N 
without fail, while attempts by all others consistently failed. None of the one-of-a-kind claimed 
prerequisites of the nylon monofilament hooked material 31 are disclosed by any of the patents 
relied upon the 35 USC 103(a) rejections of record. The amazing ability to tangentially lift four 
to six times a tennis ball's original weight is totally unexpected, especially when the very art 
relied upon the Examiner concludes that such hook materials especially the thermoplastic hook 
materials are unsuited for such a use. 

Appellant's method claims 10-15 are further directed to adhesively applying (i.e. step b) a 
unique tennis ball attachment 30 including a strip of hooked material 31 to the shoulder 12 (a 
shape non-conforming to the shape of a tennis ball) to a tennis racquet 2 which allows the tennis 
ball player upon tangential contact to engage onto the pile N of the tennis ball T and to permit the 
tennis ball T to be repetitively lifted by the ball retrieving attachment 30. Prior to Appellant's 
invention, none of the ball retrieving attachments were capable of producing such an unexpected 
result. 7 The unexpected results of Appellant's invention is part of the invention as a whole and is 
clearly elucidated in Appellant's specification, as well as being set forth in the Appellant's Rule 
132 Affidavit of Record in file of parent application serial no. 09/655,743 and the Appeal Brief 
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appendix thereto. 

Any proper 35USC103(a) rejection must necessarily flow from the prior art teaching as 
interpreted or understood by the ordinary artisan without any reliance upon Appellant's own 
teachings to provide the necessary guidance and motivation leading to the inventive concept. 
Unfortunately, the patents relied upon in the 35USC103(a) rejections of claims 1, 4, and 6-15 
have been simply randomly gleaned for isolated patent teachings, (taken completely out of the 
context in which the teachings are found) and then discordantly combined with each other (as an 
improper 35USC103 patent or reference combination) in a manner totally contradictory to the 
very patent teachings which are relied upon in making the 35USC 103(a) rejections of record. 1 
The rationale for combining the isolated patent teachings stems solely from Appellant's teachings 
and claimed subject matter which only in retrospect may be seen to bear some sort of semblance 
amongst otherwise clearly discordant prior art patent teachings 5 . This constitutes nothing more 
than hindsighted obviousness. 

The invention, as a whole, is indeed most unexpected as well evidenced by the very art 
relied upon in this appeal which resoundly teaches and suggests that what appellant has 
accomplished cannot be done. 

Factual Analysis and Evaluation of Cited Prior Art Teachings (All Issues and All Claims) 

In order to ascertain the relevant suggestive teaching of a cited patent and determine what, 
if any, motivation may be suggested thereby, it is necessary to first factually analyze what each of 
the respective patents teach and whether these teachings (when viewed as a whole, as well as the 
prior teachings as whole) may be properly relied upon (singularly and collectively) as suggestive 
teachings in a reference or patent teachings combination under a 3 5USC 103(a) rejection. Absent 
the necessary teachings and suggestions to combine the patent teachings, as a whole, there exists 
no motivation to combine the patent teachings 4 . 

Pursuant to this factual analysis, the attention of the Board of Appeals is accordingly and 
courteously directed towards the following: 
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Feldi Patent Facts (Relevant to All Issues and All Claims) 

1 . FACT - The Feldi ball gripper concept of "using the two components of VELCRO or any 
brand kook and loop fastening system" as taught in the Feldi abstract" means precisely 
that both the mating fastening hook and loop components must be used together in the 
Feldi ball retrieving fastener system. There is nothing in Feldi which teaches a hook 
component should be used or would work alone in the absence of the loop component of 
the fastener combination or fastening system. Feldi neither expressly teaches nor 
suggests equivalency between each and every hook amongst the host of known mating 
two-component hook and loop systems. Any equivalency as taught by Feldi exists solely 
in the hook and loop "fastener system" itself. The "system" (not the hook alone nor the 
loop alone) is the Feldi "fastening system". Feldi solely teaches the conjoint use of both 
the hook and loop fasteners together and does not in any form or manner suggest using a 
hook alone since, as taught by Feldi, the hook component does not work by itself (i.e. 
tangentially engage and lift a grounded tennis ball). Feldi does not establish any 
relationship of hook and loop fastening systems for an entirely different purpose and 
entirely different combination, and does not establish any equivalency between different 
materials'". 

2. FACT - The primary reference Feldi (in reference to U.S. Patent No. 3,874,666 to Ross) 
concludes that, a hook material (a stainless steel wire type... commercially available under 
the trademark MID-TEMP VELCRO) when affixed to the end of a tennis racket does not 
effectively pick up standard tennis ball with this system, in "the standard material"(i.e. 
meaning the ball covering) "is not compatible with the hook fastener system... that, the 
hooked material destroys the tennis ball covering." (e.g. see Col 1, lines 15-25)' 2 
Therefore, Appellant's claimed invention is totally unexpected in view of the Feldi 
teachings 7412 . 

3. FACT - The Feldi solution to the problem is to use the hook and loop fastening system 
in its intended cooperative manner by eliminating the conventional tennis ball pile or nap 
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covering and replacing the tennis ball pile covering with either the loop or hook 
component and then use the other fastening system component upon the racquet so that 
the hook and loop components effectively hook and fasten together as intended in the 
hook and loop fastening system (e.g. see Feldi abstract and claim). Both the mating hook 
and mating loop fastening system must be used together in Feldi. There is no suggestion, 
teaching or motivation by Feldi that the hooked component may be used separately apart 
from the mating loop component. Applying the Examiner's final rejection rationale, 
Feldi teaches that a VELCRO hook material does not work alone and therefore there exits 
no need to try it. 

4. FACT - Appellant's claims recite a ball retrieving attachment "for engaging and lifting a 
grounded tennis ball upon tangential contact with said tennis ball ... for engaging and 
lifting the grounded tennis ball upon tangential contact with said hooks", which 
constitutes the antithesis of what Feldi teaches and suggests to the ordinary artisan. 

5. FACT - The altered ball of Feldi is not a tennis ball (nylon hook or loop cover), since a 
tennis ball by standard of identity "must be covered with felt." Felt is notoriously known 
and defined as "a cloth or fabric made of wool, or of wool and fur or hair". Neither the 
hook component nor loop component of Feldi comprises wool. Therefore, the altered 
ball of Feldi is not a tennis ball and does not meet the claimed "tennis ball" requirements 
of Appellant's claims. 

6. The claimed cooperative elements of appellant's attachment claims 1, 4, 6-9 and 
appellant's method claims 10-15 are prefixed by the term "consisting essentially of (not 
"comprising") meaning these claims embrace only the basic and novel aspects of 
appellant's claimed invention (i.e. a highly specific hooked material of a unique 
characterization having an unexpectedly superior efficacy in the retrieval of major brands 
of tennis balls as recited) and therefore the claims preclude both the Feldi tennis racquet 
with the attached unworkable VELCRO hooks or the Feldi method of use which requires 
both the hook and loop fastener combination. 
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FACT - Feldi neither discloses nor remotely suggests "a ball retrieving attachment 
attached to a shoulder of the racquet in ball retrieving position" characterized as "a series 
of preshrunken nylon monofilament hooks... having a monofilament diameter great than 
8.0 mil and an average hook height of at least 1.70 mm." which upon tangential contact 
with the tennis ball felt cover engages the pile and thereupon allows the ball to be lifted 
thereby. Feldi states unequivocally that the hook components of the type as known and 
understood by Feldi do not work alone (e.g. see Col. 1, lines 15-24)'. 
FACT - Two significant and material claimed limitations (i.e. tennis ball) tangentially 
engaging and lifting a grounded tennis ball (i.e. wool pile) with a very unique narrowly 
defined tennis ball retrieving attachment equipped with precise hooked material (Claim 1 
diameter greater than 8.0 mil, average height at least 1.70 mm; Claim 10 diameter at least 
8.0 mil, average hook height at least 1.85 mm; average width at least 1.0 mm; and 
average depth at least .6 mm and at least 250 hooks per square inch of spiral 
configuration arranged in repetitive rows) are neither disclosed nor remotely 
contemplated by Feldi nor any of the other patents relied upon in the 35USC1 03(a) 
rejections of record. As noted in the Board of Appeals decision, the character of the hook 
component or loop component is of no concern to Feldi in that any hook and loop 
fastener system will work. 

FACT - Appellant's results are completely unexpected in light of Feldi 's prior art 
teaching that a Velcro hook material will not work and the need to completely alter or 
replace the tennis ball pile covering with a loop component covering or vice versa so that 
the two mating hook and loop components of the fastening system will then hook, loop 
and engage onto one another in the manner in which they were designed and intended to 
function.. 

FACT - The Feldi patent teachings as applied to the final rejection of appellant's claims 
1, 4, 6, 7 and 9-15 cannot be applied against appellant's claims without destroying the 
basic and novel teachings (i.e. replace wool pile covering with Velcro), as well as the 
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essence of the Feldi patent (i.e. the need for both the hook and the loop of the fastening 
system). 1 

1 1 . FACT - In combining the Feldi patent teachings with any other cited patents of the 
35USC 103(a) rejection, the essential Feldi teachings cannot be totally disregarded or 
omitted, namely, from an essential use of the two component hook and loop fastening 
system together which necessarily requires changing the tennis ball cover to either a hook 
or loop component as applied in the 35USC103(a) reference combination. The 
35USC103(a) rejections by the Examiner ipso facto render the Feldi teaching inoperable 
and unfit for its intended function and purpose if, in fact, the cover remains unchanged as 
must necessarily conclude in any reasonable interpretation of Feldi teaches to the ordinary 
artison. 1 

12. FICTION - The final rejection assumption that the Velcro hook and loop fastener 
combination material as defined and used by the Feldi is an equivalent to the narrowly 
defined hooked material as prescribed by Appellant's claims misstates the underlying 
premise (i.e. teachings and suggestions) that Feldi solely and essentially discloses the 
combination of both the mating hooked and mating looped components (a genus) used 
together and not separately. 10 

13. FACT - Feldi has no relevancy to a specially designed hook material by itself, Feldi 
prescribes only the combination of a mating hook component and mating loop component 
system which defines a genus without any concern to a particular hook character (species) 
except other than the genus fastening combination. 

14. FACT - Neither the ball retrieving attachment nor the hooked material as defined by 
Feldi perform the same function as Appellant's narrowly defined and uniquely different 
hooked material and, therefore, it cannot be regarded to be the equivalent to the claimed 
ball retrieving attachment or hooked material of Appellant's claims. 10 The mere fact that 
a product brand is called a SCOTCHMATE or VELCRO or any other brand name in 
defining a two component hook and loop system (e.g. genus) does not render the hook 
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and loop systems or the respective hook materials ipso facto equivalent to one another or 
embrace a species, since as shown by the Appellant's affidavit, Melbye et al mushroom 
type fasteners do not work as do not all the other generic hooked materials except the 
very limited, one-of-a-kind hooked attachment (species) as prescribed by appellant's 
claims 1, 4, and 6-1 0. 10 

15. FACT - Inherency cannot be presumed but must be proven by the prior art, not by 
Appellant's contribution, M.P.E.P. 21 12. 

16. FICTION - The final rejection implied assumption that the VELCRO hook material (a 
broad genus) as defined and used by the Feldi is an equivalent to the narrowly defined 
hooked material (a species) as prescribed by Applicant's claims is legally and factually 
wrong. If it were, it would work by itself. 

17. FICTION - The final rejection statement "it is old and well-known in the tennis art to 
pick up a standard tennis ball with a hook material affixed to the end of a tennis racquet 
(see Col. 1, line 15-25)" clearly misrepresents what both Feldi and Ross state was known 
in the tennis art up to and after appellant's patent application was filed. Appellant's 
claims are directed towards a highly specific one-of-a-kind "pre-shrunken nylon 
monofilament hooks" of a unique structure which possess unexpected efficacy in 
engaging a lifting all grounded major tennis ball brands from a tennis court. Feldi in Col. 
1, lines 15-25 refers to Figure 1 of U.S. Patent Number 3,874,666 to Ross which 
describes hooked patch 16 of "stainless steel wire type" . . . "commercially available 
under the trademark MID-TEMP VELCRO (e.g. see Ross, Col. 2, lines 11-18) which 
Feldi states clearly as being incompatible with the tennis ball cover and destroys the nap 
just upon a few retrievals. 

The following facts underlying the French Musslin Patent teachings are deemed relevant 
towards an ascertainment as to what it teaches as a whole, what motivation it may suggest to the 
ordinary artisan and the 35 USC 103(a) rejection of record. 
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Musslin Facts TA11 Issues and Claims) 

1 . FACT - The teachings of the Feldi patent (filed December 27, 1 987 and patented May 
30, 1989) and Urwin (patented February 19, 1991) summarize the technology and prior 
art as commonly understood by the ordinary artisan after the Musslin patent (registration 
date of 02/07/1986) was published and, therefore, Feldi and Urwin accurately summarize 
the state of the known art after the Musslin patent filing date (i.e. VELCRO or any other 
monofilament hooked material will not tangentially engage and effectively lift and 
retrieve tennis balls). This commonly accepted prior art understanding is in complete 
accord with Appellant's background of the invention disclosure as summarized in page 1 , 
line 5 - page 4, line 8, of appellant's application as well as an excellent summary as of the 
state of the prior art as of May 17, 2002, as ambly elucidated by William Lamson, in U.S. 
Patent Number 6,652,397B1 of Exhibit H. 

2. FACT - The Musslin patent fails to provide any tangible information as what constitutes 
a suitable cloth (wrapper) with hooks (including metal fastening threads) which may be 
utilized in the French patent. The specific size and character of the hook material other 
than its genus character is of no concern to Musslin. 

3. FACT - The Musslin patent all encompassing genus teachings fail to provide any 
enabling teachings (i.e. as prescribed by 35 U.S.C. 1 12) so as to enable anyone of 
ordinary skill to make and use a non-enabling catchy or sticky substance of the Musslin 
invention much less a unique and unknown tennis ball retrieving species. 

4. FACT - Both Urwin and Feldi (filed after Musslin, as well as the Lamson patent 
teachings ) teach that the hook component will not work upon tangential contact and 
accordingly there exists no other basis besides speculative innuendos to ascertain what 
Musslin had in mind other than an unlimited genus. 

5. FACT - Musslin neither discloses nor remotely teaches use or Applicant's claimed ball 
retrieving attachment (a species) "consisting essentially of a hooked fastener material 
having a series of pre-shrunken nylon monofilaments ... of ... "an average diameter 
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greater than 8.0 mil and an average hook height of at least 1 .70 mm (claims 1-9 ) or the 
method claim 10 limitation of an average: 

height of at least 1 .85 mm (also claims 4-8 and 10-15) 
diameter of at least 8.25 mil (also claims 4-8 and 1 0- 1 5) 
hook width of at least 1 .0 mm (claims 4-8 and 1 0- 1 5) 
depth of at least 0.6 (claims 4-8 and 10-15) 
at least 300 hooks per inch squared (claim 9) 
at least 250 hooks (claim 10) 
FACT - Musslin leaves the artisan completely in the dark as to what works and what does 
not work which in light of the Feldi teachings indicates Musslin is nothing more than a 
conceptual paper patent leaving the artisan to a myriad of fortuitous applications which, 
as taught by both Urwin and Feldi, don't work (without increasing significantly the 
surface area of contact or ball cover) as further substantiated by the Lamson patent 
critique of the prior art. 

FACT - Essential claimed elements of Applicant's claimed ball retrieving attachment and 
hooked material are neither relevant nor disclosed by Musslin. 

FACT - there exists a myriad of fastener combinations (a broad genus) involving a host 
of different hook and loop fastener combinations including different types of hooks and 
loops all of which are especially designed to function as paired units in paired systems. 
FACT - The all encompassing and non-enabling Musslin teachings that "forms, 
dimensions and positions of different elements, and the type of material used for hooks 
could vary within certain limits, without changing the general conception of the described 
invention" teaches nothing nor adds anything beyond the fact that no artisan knows what 
Musslin had in mind by the vague, indefinite and universal all encompassing (genus) 
teachings of Musslin, 

FACT - the paucity of the Musslin patent teachings is further evident the final rejection 
assumption that "'Musslin does not disclose the concept of covering the tennis balls with a 
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different material," therefore "the Musslin racquet is considered to be used with standard 
tennis balls" (one can only guess what Musslin had in mind). 

Analysis of Melbve Facts (All Issues and Claims) 
A factual analysis of the Melbye et al Patent teachings reveals the following facts: 

1 . FACT - The prior art teachings of Column 1 line 1 5-23 defining "widely used garment 
fasteners under the trademark VELCRO... and under the trademark SCOTCHMATE 
refers solely (as in Feldi and Smerdon) to combined use of the mating hook component 
and the mating loop component as fasteners which are designed to matingly engage and 
fasten together. These teachings have no relevancy to the individual garment fastener 
components or their separate use. The teachings of Melbye, et al as cited and relied upon 
in the final rejection simply means that the hook and loop components, when used 
together, serve as "garment fasteners." This is no different than the required "hook and 
Loop fastener system" of Feldi. To rely upon their inseparable teaching (hook and loop 
fastener systems or garment fasteners) to establish equivalency between all hook 
components is factually and legally wrong. 10 A genus disclosure does not define a species 
under 35USC103(a). 

2. FACT - The Melbye mushroom type hook strip is not a "hooked fastener material having 
a series of preshrunken nylon monofilament hooks... characterized as having a 
monofilament diameter greater that 8 mil and an average height of at least 1.70 mm.", as 
should be self evident by a comparison of Appellant's Figure 5 with the Melbye, et al 
Figure 2. Appellant's claimed hooked material is entirely different from the Melbye, et al 
mushroom type fasteners as clearly revealed by Melbye, et al, as well as Appellant's 
disclosure and the Rule 132 Affidavit of record in the parent application and Appeal 
Brief. 

3. FACT - The Melbye, et al mushroom type fastener is a blow molded (e.g. see Col 5, 
lines 35-50) processed under specialized conditions, preferably of a copolymer of 
polyethylene and polypropylene (e.g. see Col 5, lines 4-10), and not pre-shrunken nylon 
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monofilament hooks of a specific characterization as claimed by Appellant on file in the 
parent application and Appeal Brief. 

FACT - The Melbye et al mushroom type strip when applied as a hooked fastener does 
not work, as clearly evidenced by Appellant's Rule 132 Affidavit. 
FACT - The Melbye mushroom type strip (defined and shown as upstanding stems with a 
mushroom head - Col. 2, lines 48-50) is not an actual and obvious equivalent to the 
unique and distinctly monofilament nylon hook fastener materials as defined by 
Applicant's claim. (Equivalency must perform the same functional result.)"' 
FACT - Merely by reason that Melbye et al discloses a host of different types of garment 
fasteners (genus) sold under the different brand labels, including both the hook and loop 
fastening system and the mushroom type fasteners, does not mean that all hook and loop 
fasteners or mushroom type fasteners are the actual and obvious equivalent to one another 
as evidenced by Applicant's 132 Affidavit on file in the parent application serial no. 
09/655,743 and its Appeal Brief appendix. This is further self-evident by the 
procurement of the Melbye et al patent rights to mushroom-type hook strip claims 
predicated upon unique compositional and manufacturing conditions which reportedly 
yield fasteners of superior break force, shear strength and T-Peel properties. 
FACT - To apply Melbye as a 35USC103(a) reference as currently of record requires a 
total disregard of the essence of the Melbye patent, (i.e. replace the mushroom type 
fastener with an unrelated and completely different nylon monofilament hook component 
of totally different hook characteristics), and a hindsighted reliance upon Appellant's 
invention to reconstruct selective Melbye passages in a hypothetical meaning never 
intended by Melbye, et al. 

FACT - The Melbye et al Patent contains no suggestive teachings that its mushroom type 
fastener or any other "garment fastener" may function as a ball retriever for a tennis ball. 
FACT - Melbye teaches the enormity of the hook and loop fastener (a genus) art as it has 
developed throughout the last fifty years or more. Manufacturing and compositional 
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variations in the manufacture of the hook and loop fasteners leads to a myriad of different 
types of hook and loop fasteners, all of which have resulted in the spawning a multitude 
of manufacturing sites throughout the world processing a vast number of different types 
of commercially available worldwide hook and loop fasteners. 

FACT - Melbye teaches that there exists a vast array of different hook and loop fastener 
systems, that the processing and compositional characteristics of the starting raw 
materials may be diverse and that how these compositionally different materials and the 
manner in which these materials are actually processed will have a pronounced effect 
upon the ultimate characteristics of the manufactured hook and loop fastener product. 
Exemplary manufacturing and compositional characteristics for significantly altering the 
hook and loop fastener end product as taught by Melbye include: 

A) a vast array of different thermoplastic resins as mentioned by Melbye 
including the polyesters such as poly(ethylene terephthalate), polyamides 
such as nylon, poly(styrene-acrylonitrile), poly(acrylonitrile-butadiene- 
styrene), polyolefins such as polypropylene, and plasticized polyvinyl 
chloride, and a preferred thermoplastic resin is a random copolymer of 
polypropylene and polyethylene containing 4% polyethylene and having a 
melt flow index of 7.0, . . .". 

B) the temperature control (e.g. heating and cooling) during each stage of the 
thermoplastic resin processing (e.g. molten and solidifying in critically 
timed sequences) as utilized in the manufacture. 

C) the birefringence valve, if any, imparted to the hook and loop components 
during the manufacture. 

D) should injection molding, monofilament extrusion, vacuum or non- 
vacuum conditions, what size and characteristics should be created for the 
hooks and loops, should tension and what degree of tension be applied 
upon the hoop and loop filament formulation during the melt, the semi- 
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solid state and solidifying stages of the process etc. (all of which diverse 
factors are taught or suggested by Melbye as being important processing 
variables) be utilized in the manufacture of specific types of hook and loop 
fastener products? 

1 1 . FACT - Melbye discloses conventional hooked filaments are more prone to hook 
breakage than the Melbye mushroom type hook fasteners. 

12. FICTION - an equivalency or a species relationship exists between all hook and loop 
fasteners and the mere fact a hook and loop fastener combination is mentioned (e.g. 
garment fasteners) establishes then that any hook material is equivalent (i.e. actual and 
obvious equivalent) to any and all other hook materials of any hook and loop fastener 
combination or garment fastener. 

13. FACT - hook and loop fasteners (including garment fasteners) constitute chemical 
compositions in which genus and species distinctions are well engrained and cannot be 
viewed as mere mechanical elements simply by reason the two chemically different 
compounds may be classified as garment fasteners. 

Pursuant to the 35 USC 103(a) requirement of a resolution of factual background before 
resolving the obviousness legal issues, the following Smerdon Patent facts warrant careful 
consideration. 

Smerdon Facts (All Claims and All Issues) 

1 . FACT - the Smerdon patent does not pertain or remotely teach tangentially retrieving a 
tennis ball with a hooked material. 

2. FACT - Smerdon does not remotely teach or suggest that any hooked material may be 
used by itself in the absence of its intended fastening looped counterpart. 

3. FACT - There exists no teaching or suggestion in Smerdon (as with any of the cited 
patents) that the claimed pre-shrunken nylon monofilament hooks fulfilling one-of-a-kind 
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and uniquely different claimed characteristics would have the heretofore unknown and 
unexpected efficacy to tangentially engage and lift all ground major tennis ball brands 
from a tennis court without damaging the ball Smerdon has no concern whatsoever of 
the hook component or its character other than its usual intended function to fasten onto 
its mating loop component. 

4. FACT - There exists no reasonable expectation upon the basis of the Smerdon teachings 
that what had been generally recognized to be unfit for a specific purpose (tennis ball 
attachment) should be used simply by reason of an adhesive backing function (via 
theorized "wet" misdescription) for an unfit specific purpose to achieve an unexpected 
use and result. 

5. FICTION - The skilled artisan would fortuitously disregard the unfounded speculative 
suspicion (based upon innocuous teachings) of a need for an adhesive suitable for use in 
wet and warm conditions as a hook and loop fastener combination for a bicycle handlebar 
stem and water bottle drinking tube outlet applications of Smerdon, prompted by an 
inaccurate motivating or suggestive factor that the Wimbledon and the U.S. Open tennis 
events are notoriously conducted under "wet and warm conditions" (note that Wimbledon 
and U.S. Open matches are promptly cancelled upon wet and rainy conditions) then 
equate to "hot, wet and damp conditions" and to "hot and humid", all of which are then 
fortuitously equated to a specific hook and loop fastener (amongst a multitude of others) 
which maintains "good adhesion in wet and warm conditions" in which loop fastener 
component encompassing the wet water drinking tube outlet secures the "wet" watering 
tube outlet to handlebar stem via the hook and loop combination and then to selectively 
isolate a hook material from its loop component for no other reason than appellant solely 
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teaches the need to do so and thereby be motivated to solely use a hooked component 
from its loop mate even though such hooked materials were notoriously recognized to be 
unfit for that purpose (i.e. tangentially engaging and lifting a tennis ball) all of which in 
light of the prior art teachings would amount to nothing more than an exercise in futility, 
nonetheless the skilled artisan would undertake such a hypothetical task. 
FICTION - The artisan is taught and suggested to undertake an exercise of futility in 
light of prior art which notoriously recognizes a component to be unfit or unworkable (i.e. 
hook fasteners are unfit) simply by reason a hidden and non-engaging factor (i.e. an 
adhesive backing having no relevancy to the hook component other than its use with the 
mating loop) would allegedly render the unworkable workable. 

FICTION - The adhesive requirements involving a hook and loop fastener for a tennis 
racquet shoulder (most commonly of graphite or composite construction) can be regarded 
as the same or equivalent to those required by a handlebar stem (e.g. most commonly of a 
chrome plate and a often wet thermoplastic drinking tube outlet). 
FICTION - The Wimbledon and the U.S. Open are played in "wet" conditions (i.e. the 
same "wet" conditions as a watering tube outlet of Smerdon) when in fact it is notoriously 
recognized that the Wimbledon and U.S. Open are postponed by rain and wet conditions, 
all of which strained speculative extrapolations and conjectures forms the entire basis of 
the hind-sighted reconstruction of the prior art (including Smerdon) so as to bear some 
semblance to appellant's claimed invention. 
Urmn Facts (Claims 8, 1 1 and 13-15 and Issues II, V, VI, IX, X, XII, XIII, XTV, XV, XVI) 

FACT - Urwin does not disclose the essential embodiments of applicant's invention, nor 
does Urwin teach that one would ever succeed with a ball retriever of hooked material by 
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simply tangentially contacting, engaging and lifting a tennis ball with any hook material, 
let alone the uniquely defined ball retrieving attachment as precisely prescribed by 
Appellant's claims 1, 4 and 6-15. As in Feldi, Musslin, Smerdon and Melbye* the hook 
component is of no concern to Urwin (a genus disclosure) and there exists no 
recognization of appellant's unique hook. 

2. FACT - Urwin teaches precisely the opposite from Appellant's claimed "tangential 
contacting" by stating that "a strip which follows the contour of the head of the tennis ball 
racquet has a curve diametrically opposite to the curve of the tennis ball, meaning that 
only one small area of the strip can come in contact with the tennis ball making it very 
unlikely that the ball can be grasped securely enough to be picked up. " (e.g., see 
Column, 2, Lines 1-10). The words "unlikely that the ball can be grasped securely 
enough to be picked up" accurately summarizes the state of the prior art as it relates to 
thermoplastic hook materials prior to appellant's invention. 

3. FACT - Urwin states that the most appropriate place "where the apparatus provides a 
means to attempt to grasp the tennis ball and that is at the butt end of the handle of the 
tennis racquet." (Column 1, Lines 61-64). 

4. FACT - As stated throughout the Urwin Patent and as succinctly stated in Col 2, line 30, 
a key element of the Urwin invention constitutes: 

"A removable ball gripping member which is configured in an arcuate 
shape conformed to the shave of the ball which is bei n? retrieved, such 
as a tennis ball and which further comprises gripping means to grasp 
the surface of the ball " (emphasis added) 

as illustrated in Figure 6 of Urwin. In complete contrast to Urwin, Appellant's ball 

engaging and lifting strip attachment 30 follows a curve diametrically opposite to the 

curve of the tennis racquet shoulder 12 as illustrated in Appellant's Figures 2B and 4 so 

as to provide only a single tangential point of contact with the tennis ball T, which is a 

direct antithesis from Urwin 's cupping or accurate shape conforming to the shape of the 
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tennis ball teachings as illustrated by Urwin s s Figure 6. The contacting surface of a tennis 
ball T with Appellant's claimed ball retrieving attachment 30 is attached to the tennis 
racquet shoulder 12 at "a curve diametrically opposite to the curve of the tennis ball and 
Urwin 's ball conforming and cupping contact involve entirely different modes of 
operation, as is clearly illustrated by a comparison of Appellant's Figures 2B and 4 with 
Urwin 's Figure 6. 

5. FACT AND FICTION - Any reliance upon Col. 4, lines 8-13 of Urwin to reject claims 
8, 1 1 and 13-15 is wrong since the cup shaped ball retriever 10 of Figure 3 includes a 
base having a Velcro strip 24 which allows the removable cup shaped retriever 10 of a 
tennis ball curvature to be attached or detached to the Velcro strip 30 as referenced in 
Col. 4, lines 8-13. VELCRO strip 30 is not the ball retrieving ball gripper 10 of Urwin, 
This removable feature is the second key element of Urwin' s ball retriever which is a 
fastening means 24 for the ball gripping member attached to the racquet, preferably at the 
butt of the handle as shown in Urwin Figure 6. The VELCRO strip 24 of Figure 1 as 
taught and disclosed by Urwin does not pick up the ball, but serves only as a mount for 
ball gripper 10 of Urwin. If it did, the entire Urwin teachings would become 
meaningless. 

6. FACT - The essence of the patented invention of Urwin relies upon grasping the tennis 
ball surface within an "arcuate shape conformed to the shape of the ball" encompassing 
arcuate arm 16 and 18 by providing a cup shaped retriever 10 which envelopes over a 
large portion of the conforming tennis ball surface permits the tennis ball to be grasped 
and lifted thereby. These teachings are essential to Urwin and thus clearly lead the artisan 
away from Appellant's unique and unexpectedly superior claimed ball retrieving 
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attachment 12 and the method of its use of claims 10-15. 

7. FACT - The applicant's claimed invention of tangentially contacting, engaging and 
lifting of the tennis ball cover with the unique claimed tennis ball strip 30 upon the 
convex, non-conforming rounded surface of a tennis racquet shoulder 12 is completely 
contradictory to the ball encompassing and grasping teachings of Urwin. More 
surprisingly are the unexpected results of Appellant's claimed invention, especially when 
viewed in light of Urwin 's clear teachings that such an approach would make it very 
unlikely to effectively grasp and pick up the tennis ball. (e.g. see 2 above). 7 

8. FACT - Appellant's claimed invention relies upon entirely different principles and mode 
of operation and requirements from that disclosed by Urwin. (Cupping and grasping vs. 
tangential contacting and lifting.) 

9. FACT - The removable ball gripping member "configured in an arcuate shape conformed 
to the shape of the ball which is being retrieved" teachings of Urwin constitutes an 
essential embodiment and teaching of the Urwin patent. Accordingly, it would be 
impermissible when relying upon Urwin to completely disregard these basic and novel' 
Urwin teachings which, in fact, undermines the entire underlying rationale of the 
Examiner's position in the 35USC103 reference combination of the rejected claims 8, 11, 
and 13-15. A claimed invention which represents the antithesis of what the Urwin patent 
teaches constitutes a clear showing of unexpectedness and unobviousness. 

1 0. FACT - Appellant's tangential contacting completely contradicts the need for the ball 
conforming teachings of Urwin (part of the prior art as a whole) and therefore, Urwin 
clearly teaches, directs and motivates the artisan away from the unique embodiments of 
Appellant's claims 1, 4, 6-7, and 9-15 as well as claims 8, 11, and 13-15. 
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1 1 . FACT - The Urwin invention would be rendered inoperative (as taught by Urwiri) by the 
replacement of the ball conforming retainer with the non-conforming tangential 
contacting engaging and lifting embodiments of Appellant's claimed invention. 1 

12. FACT - Appellant's tangential contacting and lifting embodiments are totally unexpected 
in view of Urwin 's teachings. 12 

Since the 3 5USC 103(a) analysis requires an analysis of all the facts (including those 
which support the unobviousness), the aforementioned facts as taught by Urwin provides clear 
evidence of the unobviousness of the Appellant's claims 1, 4, 6 5 7 and 9-15 as well as those 
claims 8 5 11, 13-15. 

EQUIVALENCY FICTION (All Issues and All Claims) 
1 . FACT - The "garment fasteners" referred to in the prior art dissertation of Melbye et al 
and the "VELCRO or any other brand hook and loop system" mentioned in the Feldi 
Abstract pertain solely to paired and mating hook and loop fastening system of a two 
components system which cooperatively engage and hook together and requiring 
necessarily that the two interlocking components of the system be used. These Melbye 
teachings merely describe a cooperative relationship of "garment fasteners" of the hook 
and loop fastener system which bear no relationship whatsoever to anything other than 
"system" and have no relevancy to any hooked component standing by itself, much less a 
uniquely different hooking material. This does not establish equivalency (actual and 
obvious) between all hooked components apart from that conjoint use of both the hook 
and loop components as a fastening system (i.e. any mere relationship of the system does 
not extend to a dissection of the hook component from the loop system). It merely 
discloses that the hook and loop fastening system when used together serves as a garment 
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fastener. These teachings constitute a genus which as noted in the parent application 

appeal does not establish the required 35USC103(a) facts for a species. 

FACT - Appellant has never acquiesced or stated that the ball retrievers as disclosed by 

the prior art are the equivalents (actual and obvious) to appellant's tennis ball retriever 

attachment equipped with uniquely different hooked monofilaments of the highly 

specified structure and characteristics as prescribed by Appellant's claims. 

FACT - Appellant has never acquised that the hooked material of the appellant's ball 

retrieving attachment is equivalent to any other hooked material of any other hook and 

loop fastening system. The mere mentioning of a genus does not establish obviousness of 

a species possessing unexpected efficacy. 

FACT - Appellant's Rule 132 Affidavit of record in the parent application file and 
Appeal Brief appendix refutes, in total, the Examiner's unwarranted and unsubstantiated 
assertion that all tennis ball retrieving attachments of any hook and loop fastening system 
and that all hook components may be considered to be the actual and obvious equivalents 
to one another including Appellant's unique tennis ball retriever attachment.' 0 
FACT - Contrary to the Office Action's implication, there exists a host of different 
substances (a genus) which heretofore were recognized by the art of record as incapable 
of tangentially engaging and lifting a tennis ball therewith, and that pursuant to these 
prior art teachings, tennis ball lifting efficacy could only be effectively accomplished by 
eliminating the ineffective metal hooks, by increasing the contacting surface in a cup- 
wise or grasping fashion so as to provide sufficient grasping surface with the ball so as to 
permit the hook fasteners to lift the ball thereby (Urwin) or by changing the ball and 
retrieving racquet to the two component hook and loop fastening system (e.g. Feldi). 
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6. FACT - Equivalency is clearly refutiated by the cited art of record (including Melbye) 
which clearly states that the Velcro type fasteners (as applied generically) fabricated from 
thermoplastic resins as used and applied by the prior art were incapable of providing the 
unexpected tangential contacting engaging and lifting attributes of Appellant's unique 
ball retrieving attachment of appealed claims 1, 4, and 6-15. Consistent with the 
unequivocal prior art teachings that a hook component (as a genus) of the thermoplastic 
hook and loop fastening system itself is incapable of achieving Appellant's claimed 
result, the uniqueness of the Appellant's ball retrieving attachment (a species) equipped 
with precisely characterized pre-shrunken nylon monofilament hooks as claimed herein 
provides a totally new and unexpected result within an art background consistently 
believing that it could not be done. 

7. FACT - If none of the references of record have any concern or fail to disclose or define a 
unique ball retrieving attachment (a species) equipped with an undisclosed nylon 
monofilament hooked material attachment (as uniquely and distinctively claimed herein) 
which is uniquely and solely able upon tangential contact to lift all major tennis ball 
brands therewith with unexpected tenacity without destroying the tennis ball, there cannot 
be any equivalency or suggestive species teachings when, in fact, all of the references 
relied upon in the 35 USC 103(a) rejection fail to remotely disclose these unique claimed 
embodiments of Appellant's invention in sufficient detail so as to enable anyone of 
ordinary skill to make and use Appellant's unobvious invention. 

8. FACT - Equivalency cannot be predicated upon an unexpected and unique function 
totally absent from all other functions as relied upon in the 35 USC 103(a) rejection and 
alleged to be equivalent. 
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9. FACT - The stainless steel VELCRO MID TEMP hooks disclosed in Figure 1 as 
described and taught by U.S. Patent Number 3,874,666 to Ross (Col 2, lines 11-18) and 
taught as being unfit in Feldi (Col 1, lines 15-24) cannot be deemed equivalent to hook 
materials constructed of all thermoplastic resins (simply by reason of its VELCRO brand 
name, a genus) or even more remotely to the highly unique and distinctive claimed nylon 
monofilament hooked material (a species) of appellant's claims. 

1 0. FACT - Equivalency is not established for any and all hooked materials simply upon the 
basis of mentioning VELCRO and SCHOTCHMATE as garment fasteners when used 
together as taught by Melbye or as taught by Feldi when one component is used to 
completely alter the tennis ball cover and the other component is utilized as an 
attachment. 

1 1 . FACT - Equivalency of all hooked materials cannot be established simply upon the basis 
that the hooked material is part of VELCRO or SCHOTCHMATE fastener combinations 
or any other hook and loop combination since the evidence of record clearly shows that 
no equivalency can be legally presumed or exits therebetween by reason only the uniquely 
different and highly specific nylon monofilament hooked materials as prescribed by 
appellant's claims possess a uniquely different and distinctive unexpected efficacy. 

1 2. FACT - Equivalency cannot be established when only one unrecognized and highly 
unique material possess a unique and unexpected function amongst which none of the 
other materials amongst a vast and unlimited class of materials possess such a function 
and were notoriously recognized not to possess such a unique function. 

13. FACT - The playing conditions at the Wimbledon or the U.S. Open are not equivalent to 
the environmental conditions surrounding a wet watering tube secured to a bicycle 
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handlebar stem by a hook and loop fastener combination or even remotely as applied with 

a pressure sensitive adhesive backing to the stem and watering tube outlet. 
No Prima facie Case of Obviousness (All Issues and All Claims) 

Appellant respectfully submits that the art respectively relied upon in the 35USC103(a) 
rejections of Appellant's claims 1, 4, and 6-15 fails to establish a prima facie case of obviousness 
and especially when viewed within the context of the prior art, as a whole. The art of record 
clearly establishes an opposite conclusion, namely the unobviousness of the rejected claims. 
Even if the cited prior art were deemed sufficient to establish a prima facie obviousness, then the 
unexpected and astounding results of Appellant's claimed invention would clearly rebut any such 
prima facie case of obviousness. The essential suggestive nexus want between the genus and the 
species of the parent appeal still remains unchanged notwithstanding newly cited Smerdon. The 
same lack of concern of hook size or necessary understanding of any significance or 
interrelationship between a unique hook species (as opposed to the genus) and the woolen tennis 
ball pile remains untaught and of no concern to Smerdon. 

The prior art facts of record (i.e. the cited patent teachings relied upon in the 
35USC103(a) rejections) have been taken totally out of context in which they are found and 
combined (not because of what the prior art teaches) but rather solely by reason of Appellant's 
own unexpected and unknown teachings and discoveries. 8 Any prima facie case of obviousness 
under a 3 5USC 103(a) rejection requires at a minimum the existence of concrete facts (e.g. 
suggestive teachings of the unique hook) without resorting to speculative conclusions of untaught 
matters which only have any plausible meaning or rationale when viewed solely in light of an 
inventor's own discoveries or findings. The essential requirement of M.P.E.P 2142.03 that "to 
establish a prima facie case of obviousness, all of the claimed limitations must be taught or 
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suggested by the prior art" has been completely ignored as evidenced by the repetitive need to 
rely extensively rely upon appellant's own teachings as a critical nexus of the 3 5USC 103(a) 
rejections and genus teachings which provide no guidance towards the unique species. Even 
more astoundingly is the fact that the appellant has taken an approach which all of the enabling 
and authoritative references of record have clearly stated will not work. 

There exists no basis upon the cited art for an artisan to arbitrarily choose amongst a vast 
array of other hook and loop systems (a genus) a one-of-a-kind hooked fastener (a species) 
meeting the unique pre-shrunken nylon monofilament characterizations of claim 6 and further 
meeting the untaught and unsuggested claimed embodiments "of hooks mounted to a rubber 
backing with a pressure sensitive adhesive for detachably mounting the attachment to the 
shoulder of the racquet". There exists no art or plausible reason why this detachable tennis ball 
retrieving attachment should be deemed obvious. 

The method claims 10-15 involve a step (a) of providing a tennis ball retrieving 
attachment 31 meeting stringent claimed requirements completely undisclosed and untaught by 
the art of record. The method claims 10-15 require an unknown and unique interrelationship 
between a uniquely different pre-shrunken nylon monofilament hooks of an unique 
characterization having an unexpected cooperative interrelationship with the pile of a tennis ball 
to provide an unexpected efficacy in tangentially retrieving all major brands of tennis balls. 

It is an axiomatic legal requirement (essential to any prima facie case of obviousness) that 
any proper 35USC103(a) rejection must be solely predicated upon what is fairly taught and 
suggested, as a whole, by those references or patents which are relied upon in the 35USC103(a) 
rejection without resorting to an Appellant's own discoveries or teachings to provide crucial prior 
art teaching of claimed elements untaught and unsuggested by the prior art. 11 This basic patent 
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examining premise prevents a 35USC103(a) examination from falsely relying upon a hindsighted 
reconstruction of the prior art solely in view of Appellant's own discoveries and inventions to 
provide untaught and unsuggested matters. If the prior art fails to fairly teach or suggest what an 
Appellant has found (all claimed elements), then the final rejection lacks the necessary factual 
basis upon which to predicate a prima facie case of obviousness under 3 5USC 103(a). 
Appellant's own findings are not prior art teachings and there exists clear error under any 
disguise (including an alleged admission of equivalency) of relying upon Appellant's own 
findings and teachings as a basis for speculatively combining discordant patent or reference 
teachings under 35USC103(a). In applying each patent of the 35USC103(a) 5 a non-sequitor 
equivalency is essential in order to eliminate the loop component from the "garment fastener, 
VELCRO, SCOTCHMATE hook and loop fastener combination" as applied to Feldi, Smerdon 
and Melbye. Another crucial factual hiatus rests on speculative assumptions that since all 
garment fasteners of the hook and loop type are equivalent, it presumptively follows that all hook 
components of the garment fastener systems or of the hook and loop fastener are equivalent 
under 35USC103(a). A single unsupported allegation is deemed enough to establish a factually 
unwarranted and unsupported obviousness rejection. The final rejection of record rests upon a 
host of factually unsupported suspicions and interpretations which are neither supported nor 
technically accurate by the art of record. 

Appellant's invention relies upon uncontemplated and uniquely different claimed features 
which are neither taught, suggested, nor remotely contemplated by any of the prior art patents of 
record (i.e. Feldi, Melbye et al } Musslin, Smerdon and Urwin). There accordingly exists no facts 
or motivation for one of ordinary skill to be lead towards those essential and unique 
embodiments of Appellant's claimed invention. Both 35USC103(a) rejections clearly recognize 
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the failure of the cited patents to teach or suggest all of the claimed limitations as is essential for 
any prima facie case obviousness as prescribed by M.P.E.P 2143.03. The newly cited Smerdon 
teaches a combined hook and loop fastener combination used in an entirely different environment 
with Smerdon not even being applied for its hook teachings of itself but rather by reason of its 
innocuous adhesive backing teachings which bears no relevancy to any of the critical claimed 
tennis ball retrieving aspects of appellant's invention. Smerdon as applied in the two final 
rejections directly contradicts what the learned prior art concludes cannot be done. The final 
rejections accordingly must necessarily resort to Appellant's own teaching in order to provide a 
basis to initially select such randomly gleaned and discordant teachings from each of the patents 5 
and then improperly apply the doctrine of equivalency in which no basis for equivalency exists 
coupled with a mistakenly reliance upon an alleged admission of an art recognized equivalency 
(based on Appellant's own discoveries) 10 to make any sense whatsoever as to why such isolated 
and discordant patent teachings (as relied upon in the 35 USC 103(a) rejection) may bear some 
sort of semblance towards Appellant's claimed invention. This clearly constitutes insufficient 
proof for a prima facie case of obviousness. 

In evaluating the 35 USC 103(a) rejections it is important to avoid examining pitfalls of 
In re Wright - 9 USPO 2d 1649 (Fed. Cir. 1989) which sets forth a clear caveat against any 
"attempt to show a suggestion of the claimed invention" by "taking statements wholly out of 
context and giving them meanings they would not have had to one skilled in the art having no 
knowledge of Appellant's invention, or to anyone else who can read the specification with 
understanding." The correct factual analysis under 35USC 103(a), requires a proper assessment 
of all of the prior art teachings, including those which teach away and those which cannot be 
reconciled with the Examiner's erroneous findings of fact or unfounded speculative conclusions 
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of the final rejection. It is unrealistic, as was done herein, "to pick and choose from any one 
reference only so much of it as will support a given position, to the exclusion of other parts 
necessary to the full appreciation of what such reference fairly suggests to one of ordinary skill in 
the art" In re Lunsford 148 USPO 721 (CCPA). It is also grossly unfair to an appellant to 
confront multiple fabricated equivalency arguments or segment elements of a generic 
combination never intended to be used separately (which must by necessity rely solely upon what 
the appellant has taught) and then by pure speculation assume that because the Wimbledon and 
the U.S. Open are conducted in "wet conditions" (i.e. played in rain which they are not) to 
randomly glean an adhesive backing (bearing little if any relevancy to the essence of appellant's 
contribution and the status of the art as a whole as recognized by the ordinary artisan) which 
allegedly teaches an adhesive backing with good adhesion in "wet and warm" conditions for 
attachment of a wet watering tube to a bicycle handlebar stem using both the hook and loop 
fastener combination of Smerdon in combination with the genus garment fastener of a hook and 
loop fastener (Melbye) or the genus hook and loop fastener of Feldi all of which rest and depend 
upon the combined use (i.e. hook and loop) to achieve an undisclosed hook component species 
without any concern to hook size or character of the genus garment or fastener combination, all 
of which untaught fabrications allegedly provide the necessary factual findings for a 
35USC103(a) rejection. 

Melbye et al and French Musslin or Feldi Combinations 
Smerdon and French Musslin or Feldi and Melbye et al Combination 
(All Issues and All Claims) 
Feldi Teachings and Suggestions (All Claims - All Issues) 

Any examination of the Feldi teaching clearly reveals a complete lack of relevant 
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teachings suggestive of "a ball retrieving attachment attached to a shoulder of the racquet in a 
ball retrieving position" so as to provide single site of tangential contact with a tennis ball T, as 
illustrated in Appellant's figures, which attachment 30 as claimed comprises a series of 
monofilament hooks 31 having a diameter d greater than 8.0 mil and average hook height h of at 
least 1 .70 mil (claims 1-3) or even more remotely a monofilament hook characterized as having 
a diameter at least 8.0 mm and average hook height 1 .85 mm, an average width of 1 .0 mm, and 
an average hook depth of at least .6 mm and at least 250 hooks per square inch of spiral 
configuration arranged in repetitive rows (e.g. see Figure 5). Such crucial facts as they relate to a 
unique engagement and disengagement of a grounded tennis ball are neither disclosed nor 
remotely contemplated by Feldi nor by any other patent of record (i.e. Musslin, Melbye et al, 
Smerdon, or Urwiri). Turning more specifically towards those claims requiring an average hook 
height of at least 1 .85 mm , a hook width of at least 1 .0 mm, and an average hook depth of at 
least .6 mm (i.e. see claims 4-8 and 10-15), these saliently unique claimed features are also 
neither taught nor remotely contemplated by any references relied upon in the final rejections 
herein. The prior art teachings, as a whole and elaborated upon in appellant's specifications, 
clearly acknowledge what appellant has done cannot be done. 

Feldi exclusively teaches and uses the mating hook and loop fastening system 
combination of the "VELCRO or any brand hook and loop fastening system" without any 
concern of the hook component. This paired hook and loop fastening system combination (a 
genus) alone forms the essence of the Feldi invention and what Feldi fairly suggests and 
motivates the skilled artisan to do. When combined with any other patent teaching, it is clearly 
improper to deem Feldi as teaching or motivating a skilled artisan to use only the hooked 
component of the hook and loop fastening system since such an untaught use would destroy the 
essence of the Feldi patent teachings and render it inoperative for its intended use. 6 Feldi only 
teaches and motivates one of ordinary skill to use the hook and loop fastening system. Feldi 
clearly teaches the ineffectiveness and ball covering destruction via the prior arts futile attempts 
(e.g. Ross) to use matted steel hooks (VELCRO) to retrieve a grounded tennis ball. The reliance 
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of Feldi runs afoul with the prima facie case of obviousness requirements that if the Feldi 
teachings as applied in the combined patents renders the basic invention modified unsatisfactory 
for its intended purpose or changes the principle of operation of the Feldi patent or the change 
would render Feldi inoperative of M.P.E.P. 2142 (2100-99, Rev 1, Feb 2000). 

Appellant's claimed ball retrieving attachment 30 equipped with pre-shrunken nylon 
monofilament hooks 31 of a precise character uniquely distinguishes the claimed attachment 30 
from those known and unworkable tangential contacting tennis ball retrieving attachments (of 
which only the genus and no hook concern is taught) as notoriously reported by the art of record. 
Appellant's unknown tennis ball retrieving attachment 30 remained unknown until it was first 
unexpectedly discovered by Appellant. This clearly supports patentability of the claimed 
invention since "Obviousness cannot be predicated upon what is unknown", In re Spormann et al 
150 USPO 449. What is unknown cannot be deemed to be part of the prior art. The prior art of 
record overwhelmingly establishes the ineffectiveness of the hook component (genus) itself in 
any tangential retrieval system as clearly acknowledged by Feldi, Urwin and later verified by the 
detailed account of the prior art by Lamson H . The combination of the tennis ball retrieving 
attachment 30 as prescribed by Appellant's claim 9, defines a most highly specific and atypical 
pre-shrunken nylon monofilament characterized as having at least 300 hooks per square inch, an 
average hook height greater then 1 .90 mm, an average hook width ranging from about 1 . 1 mm to 
about 1 .3 mm, and an average hook depth ranging from .65 mm to about 0.75 mm and an 
average diameter of at least 8.25 mm (a species). These unique claimed characterizations relate 
to a tennis ball retrieving attachment 30 equipped with a most unusual and uncommon pre- 
shrunken nylon monofilament hooked material 31 uniquely (one-of-a-kind) distinguishable from 
all other known tennis ball attachments (generic or otherwise). The unexpected superior ball 
retrieving attributes as prescribed by appellant's claims were not known and remained 



H Exhibit H 
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unsuggested until discovered by Appellant. These findings and teachings belong solely to 
Appellant and not the prior art. 

Amongst the vast array of different paired hook and loop fastener systems (a genus of 
thousands), manufactured and distributed by numerous different manufacturers (hundreds) under 
a wide variety of different brand names, all other hooked materials (as known to the Appellant), 
failed to provide the uniquely different and patentably distinguishable claimed attributes or, more 
remotely, achieve the unexpected efficacy of the Appellant's claims 1, 4, and 6-15, including 
claim 9 herein. These uniquely different and distinguishable claimed attributes (in the absence of 
the Appellant's own teachings) remain totally untaught and uncontemplated by the cited art, 
which in conjunction with the unexpected results achieved by the Appellant's claimed invention 
clearly substantiates that the Appellant's claimed invention, as a whole, remains unsuggested and 
patentable over by the prior art on record. There does not exist any prior teachings of record 
which teach the need for a special hook in any tennis ball retrieving attachment much less 
appellant's. These facts directly refute the existence of any prima facie case of obviousness. 

The final rejection necessarily presupposes that these highly unique and unusual findings 
known only to Appellant, were obviously known to the ordinary artisan notwithstanding that the 
prior art patents separately and collectively teach precisely the opposite. An essential element of 
both 35 USC 103 rejections is the need to rely upon appellant's contribution which clearly 
contravenes the obviousness standard. In re Dance, 160 F.3d 1339, 48 USPQ2d 1635 (Fed. Cir. 
1998): 

"Obviousness can not be established by hindsight combination to produce the claimed 
invention... (I)t is the prior art itself, and not the applicant's achievement, that must 
establish the obviousness of the combination." 

It is rather astounding that the Feldi patent is deemed to motivate an artisan towards Appellant's 

claims when in fact Feldi clearly teaches that "a hooked VELCRO material when affixed to the 

end of a tennis ball racquet does not effectively pick up a standard tennis ball." Feldi further 

teaches that the pile of a tennis ball is incompatible with the conventional hook components of 
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the hook and loop fastening system. Feldi teaches to accomplish tangential retrieval you must 
change the attachment and ball nap to a paired hook and loop fastening system. The Feldi 
teachings directly contradict the underlying rationale of the final rejections (i.e. use a hook 
material alone) and what the Appellant has discovered. Reference to the Ross patent teachings 
indicates that an early "VELCRO" product was marketed under the trademark MID-TEMP 
VELCRO which, as stated by Ross, constitute "the hooks are of stainless steel wire". As clearly 
taught by Feldi, the Ross stainless steel hooks were not only incompatible and difficult to engage 
and retain a tennis ball nap (i.e. external wool nap covering) but that the stainless steel hooks 
once entangled in the nap would not release the entangled wool nap without destroying the cover. 
Appellant "may rely upon the fact that the prior art teaches the artisan not to do what the 
Appellant did and achieved unexpected results. This is the anthethesis of obviousness." In re 
Spormann et al 150 USPO 499 (CCPA). 

Contrary to the Examiner's assertion, the Feldi teachings (as a whole) suggest only using 
both the mating hook and mating loop components of the paired fastening system to engage onto 
one another. Feldi neither discloses nor contemplates the hook component alone nor even more 
remotely the highly unique ball retrieving attachment characteristics as taught and claimed only 
by the Appellant herein. Thus, the Feldi patent clearly teaches that conventional hooked 
components (including the no longer available MID-TEM VELCRO stainless steel hooks) will 
not work and will not tangentially engage the pile of a tennis ball with sufficient tenacity so as to 
enable the hooked component to tangentially lift the tennis ball from the ground while also 
allowing detachment from the hooks without destroying the wool nap of a tennis ball. When a 
patent clearly teaches what is alleged to be obvious in a 35USC103(a) rejection (e.g. use of a 
hooked material alone) is not functional or not workable, how then can it be presumed under 
35USC103 that the artisan of ordinary skill would seek a solution in an area in which the Feldi 
patentee teaches would amount to a mere exercise in futility? How can Feldi be regarded to 
suggest or motivate an artisan towards Appellant's claimed invention or that the Feldi teachings 
(as a whole) when combined with other patent teachings can be regarded to suggest and motivate 
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the artisan towards the sole use of a hooked component (of a genus) of the required hook and 
loop fastening system of a vast genus, much less a hooked component (a species) of a very 
unique character which yields the unexpected results of appellants claimed invention? Since 
Feldi teaches that the hooked component is incompatible with a tennis ball cover and that it will 
not effectively engage or lift the tennis ball and if engaged cannot be effectively disengaged 
without destroying the nap cover after a few times of use, why would it be obvious for an 
ordinary artisan to seek a solution to a problem which totally contradicts these explicit teachings 
of Feldi? Feldi directs and motivates the artisan to a solution (e.g. see Feldi Col. 1, lines 28 - 
Col. 2, line 2) which is totally contradictory and directionally opposite from the claimed 
embodiments of the Appellant's invention herein. 

As stated in the Feldi Abstract, the "ball gripper is a concept or idea using the two 
components of the VELCRO or any brand hook and loop fastening system." This constitutes no 
more than a genus teachings without any concern whatsoever to the hook character or the 
particular hook and loop system. The Feldi patent has no relevance to a hook component by 
itself, much less a most atypical hook component as prescribed by Appellant's claims 1, 4, and 6- 
15. References or patents when combined as a reference combination under 35USC103 may not 
be used in such a manner which totally negates what a patent or reference fairly teaches or 
suggests to the ordinary artisan as being essential or necessary. 

Since the hooked components do not effectively engage or lift tennis balls and after few 
retrievals will destroy the usefulness of the tennis ball covering, FeldVs inventive solution was to 
completely change the cover of the tennis ball (contrary to Appellant's invention) to either that 
hook or loop of the fastening system of any hook and loop fastener and then use the other mating 
component of the hook and loop combination so that the two-component fastener system (as 
consistently taught by the prior art) of changed ball and ball retriever would then effectively 
engage tangentially onto one another as intended. Since a tennis ball by standard of definition 
requires a wool pile or wool nap the proposal of Feldi would no longer meet the art of recognized 
definition of a tennis ball or the claimed embodiments of the appealed claims. The flexible, 
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pliable, and wooly fluffy character of the standard tennis ball would be completely altered to a 
relative rigid (e.g. nylon per Appellant's claim; or polyethylene and polypropylene of Melbye et 
al) inflexible looped or hooked material tennis ball covering which would no longer function in 
its intended manner, resulting in a substantial deviation in the performance of the tennis ball play. 
Since Feldi relies upon mating hook and loop system, the unique interaction of the hook 
component with the wooly pile is of no concern to Feldi. The ball's flight in air, air drag 
resistance, velocity, bounce, impacting character, rotational and spin features etc, are exemplary 
of these changes which would arise by replacing the conventional and standardized wool nap of 
all tennis balls with either the hook or loop or the Feldi hook and loop system. 

As shown by the art of record which as further taught by Feldi, a tennis ball is incapable 
of effective disengagement from a VELCRO MID-TEMP stainless steel hook without causing 
extensive damage to the ball covering "after just a few retrievals" (Feldi, Col 1, Lines 15-24), 
would be totally unfit for retrieving a tennis ball which by standard of definition requires a wool 
nap. The mating looped or hooked nap of Feldi' s proposed ball by Feldi would create a rigid 
loop or hook and not a flexible wool and therefore it is clearly not a tennis ball as required by 
appellant's claims. Thus the modified Feldi ball is ipso facto excluded by Appellant's claims. 
Inherency cannot be presumed under 35USC103(a), but must be factually proven. 2 

It should also be self-evident that the Feldi teachings would lead and motivate the 
ordinary artisan away from the unique and unexpected discovery of the Appellant's invention. 
The nature and character of the hook and loop fastening system is also of no concern to Feldi. It 
should also be abundantly clear that the generic Feldi teachings neither remotely teaches nor 
suggests the claimed embodiments of appellant's unique invention. Appellant has great 
difficulty in understanding the relevancy or how Feldi applies to the appellant's invention under 
the provisions of 35USC103(a). How can a primary reference (Feldi) be relied upon in a 
35USC 103(a) reference combination when in fact it teaches the futility of the unexpected 
discovery of the uniquely different claimed features of Appellant's claims? How can a primary 
reference (Feldi) which teaches the artisan away from an appellant's claimed invention be 
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regarded as providing those enabling suggestive and motivational teachings to direct an artisan 
towards an unknown invention when the essence of what is relied upon in the combined patent 
teachings under 35USC 103(a) completely contradicts the essence of Feldi 's teachings?. The 
Appellant has discovered an invention which Feldi teaches as impossible, and even more 
surprisingly, under circumstances which yielded completely unexpected results. Under these 
circumstances, as aptly pointed out by Judge Rich in the decision of In re Vaeck No 91-1 120 
(Fed. Cir. 1991): 

"Rejection of claimed subject matter as obvious under 35 USC 103 in view of 
combination of prior art references requires consideration of whether prior art would have 
suggested to those of ordinary skill in art that they should make claimed composition or 
device, or carry out claimed process, and whether prior art would also have revealed that 
such person would have reasonable expectation of success; both suggestion and 
reasonable expectation of success must be founded in prior art, not in applicant's 
disclosure." 

Fedli neither provides the motivation nor any reasonable expectation of success. Newly cited 
Smerdon neither recognizes any hook and loop use other than a combination fastener use nor 
need to modify Feldi and bears no meaningful relevance to either the claimed combination or the 
claimed method. 

It is of equally troubling concern under 3 5USC 103(a) that when the Feldi patent is 
combined with another patent or reference of record, those basic and novel features critical to an 
appreciation of Feldi patent teachings, as a whole, are summarily disregarded in the combined 
teachings (i.e. not considered a part of the combined teachings) with an end result yielding a 
hypothetical reference combination (combined teachings) which completely negates and destroys 
the essence of the Feldi teachings. 1 As pointed out in the cited Melbye patent, the ability of a 
hooked member to engage and disengage a loop material is complex. This is why the art 
consistently refers to a hook and loop fastener combination (a genus) in which both components 
are especially designed under highly specialized manufacture to be engaged and disengaged from 
one another. A common feature of all hook and loop fastening systems is that the fasteners are 
typically tailor made for paired use simply as a mating of a two-component fastening system 
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designed especially to cooperatively interlock and fasten together, as illustrated by Applicant's 
Figure 3. The paired hook and loop fastener systems are customarily sold as a paired 
combination and as such are neither designed nor intended for separate or unpaired use. The 
paired hook and loop fasteners are often provided as flexible strips with adhesive backings as 
shown in Figure 3 which allow the mating hook and loop combination to be placed upon a 
suitable substrate in an interfacing relationship. Appellant must ask why do all of the patents 
(including Feldi, Urwin, U.S. Patent Number 6,652, 397 Bl to Lamson with reference to Col. 1, 
lines 34-Col 3, line 14, which actually suggests using the adhesive backing of a hook and loop 
combination to engage the tennis ball) teach the ineffectiveness of all the prior attempts to 
tangentially engage and retrieve a tennis ball with all VECLRO type hook components (including 
SCOTCHMATE brands and all other hook and loop fastener brands) and all unanimously 
propose an alternative solution? 

What basis upon reference to an ineffective MID TEMP VELCRO stainless steel hook 
does there exist to extrapolate equivalency of all other fastener hooks of a large genus including 
the metal, mushroom type, all non-metal types such as and including polyesters such as 
poly(ethylene terephthalate), polyamides such as nylon, poly(styrene-acrylonitrile), 
poly(acrylonitrile-butadiene-styrene), polyolefms such as polypropylene, and plasticized 
polyvinyl chloride (e.g. see Melbye, Col 5, lines 1-8) coupled with the manufacturing variables 
such as size, cooling and drawing, height, width, depth, etc. to the claimed "series of pre- 
shrunken nylon monofilament hooks" of a very precise and narrowly defined hook width, hook 
depth, hook diameter and hook height as claimed by appellant and especially when viewed 
within the context of clear prior teachings explicated stating what appellant has done cannot be 
done? 

Feldi teaches as an essential embodiment of his invention that the cover of the tennis ball 
must necessarily be completely changed to one of the mating looped component or the mating 
hook component of the two-component VELCRO fastening system so that the hook and loop 
fastening systems is fulfilled. There exists no concern about the hook component except the 
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genus function to fasten onto is loop mate. Feldi clearly teaches replacing the tennis ball wool 
nap with the mating looped or hooked material with the other mating component on the tennis 
racquet which allows the mating "hook and loop fastening system" to work conjointly in their 
intended manner. Yet the Feldi patent as applied and relied upon in both of the 35USC103(a) 
rejections proposes a combined patent teachings (as applied) which disregards those essential 
embodiments of the Feldi teaching, as a whole, including those matters taught by Feldi, are 
absolutely necessary to its operability. "The issue of obviousness is not determined by what the 
references expressly state, but by what they would reasonably suggest to one of ordinary skill:", 
Ex Parte Berins 168 USPO 374. Contrary to the Examiner's assertion, Feldi does not teach 
using a hooked material alone but rather only as a conjoint use of both the mating hooked and 
looped fastening system. The manner in which Feldi has been applied in the 35 USC 103(a) 
rejection totally negates what the Feldi patent fairly teaches and suggest to the ordinary artisan. 
What the Examiner is suggesting is to forget about the changing nap of the tennis ball, forget the 
hook and loop attachment and tennis ball cover fastening system as taught by Feldi (i.e. the 
teachings as a whole) and then use only a hooked material which completely contradicts the Feldi 
teachings. Clearly this is not what Feldi teaches or motivates the ordinary artisan to do. There 
exists no basis in the prior art teachings to direct or motivate the skilled artisan to the claimed 
highly specific pre-shrunken nylon monofilament hook possessing a uniquely superior efficacy. 
The attempt to rely upon Feldi (as well Urwin, Smerdon and Melbye et al) cannot be reconciled 
with M.P.E.P. 2144.05 III which mandates that "a prima facie case of obviousness may be 
rebutted by a showing that the art in any material respect, teaches away from the claimed 
invention". In re Geisler, 1 16 F3d 1465 43 USPQ 1362 (Fed.Cir. 1997). The application of 
Feldi, Urwin and Smerdon as a reference combination deviates in a material aspect in that there 
exists no concern of hook size and the essence of these patent teachings and explicitly teach away 
from appellant's invention. Appellant did precisely the opposite of what Feldi suggests to the 
artisan. Appellant's invention relies upon an unknown tennis ball retrieving attachment 30 
(heretofore unknown to the artisan and the inventor) equipped with an unique and distinctly 
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different relationship hooked material which surprisingly via a unique inter-cooperative 
relationship with the standard tennis ball wool nap provides unexpectedly superior results 
heretofore totally uncontemplated and unknown to the artisan as evidenced by the Feldi 
teachings. The claimed attachment not only tangentially engage tennis balls with unexpected 
tenacity but also permits a disengagement without destroying the tennis ball nap. 

French Musslin Patent Teachings (All Claims - Both Rejections- All Issues) 
The French Musslin Patent is also relied upon as an alternative primary reference in the 
35 USC 103(a) of Claims 1, 4, 6, 7, 9,10 and 12 in paragraph 2 of the final rejection, as well as in 
the 35 USC 103(a) final rejection of claims 8, 1 1 and 13-15 of paragraph 3. The French Musslin 
patent teachings may neither be read in a vacuum nor be properly appraised under Section 103(a) 
without first being viewed in light of what the art, as a whole, deems to be the state of the art. 
Accordingly, the prior art teachings include the cited Feldi and Urwin patents, as well as prior art 
teachings of U.S. Patents Nos. 3,874,666 to Ross, 4,210,327 to Schubert, and 4,1 14,881 to 
Norton (e.g. see Appellant's Background of the Invention disclosure of page 1, line 18-page 3, 
line 21). Under 3 5USC 103(a), what the prior art actually and factually teaches and suggests to 
the ordinary artisan should never be replaced with factually unsupported and hypothetical 
considerations based upon isolated and incomplete conclusions or half truths which as applied 
contradict the combined patent teachings and represents false assumptions Typical of many 
foreign patents, the French Musslin patent teaches nothing in its brevity and embraces everything 
under the sun by its all inclusive "catching elements" or sticky elements terminology without 
even disclosing one useful catching element, while also failing to comply with the minimal 35 
USC 1 12 disclosure and enabling requirements of the U.S. Patent law. The French Musslin 
Patent vaguely refers to a cloth-like wrapper with hooks, including catching elements or hooks 
ranging from natural, artificial, synthetic or metallic catching elements which adhesively stick or 
hook onto the ball cloth envelope (e.g. see line 57 on page 1). These Musslin teachings embrace 
an immense group of endless catching elements (which may hook or adhesively stick) of a much 
greater magnitude than even the paired hook and loop fastening system of Feldi, so vast in all 
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encompassing teachings and so indefinite that the artisan is in essence taught nothing by Musslin. 
Not even one single example or mentioning of a workable ball retrieving attachment equipped 
with a specific and workable catching element is disclosed by Musslin, An ordinary artisan 
would be mystified as to what was meant by these vague and indefinite teachings of Musslin, 
much less the required enabling teachings of what is to be precisely used and how it is to be used. 
Musslin represents, at best, an experiment to try or test from an unlimited class of endless 
catching element materials. The specific nature and character of the hook as it relates to a tennis 
ball wool pile cover is of no concern to Musslin. The entire genus works according to Musslin. 
Accordingly, Musslin neither discloses nor suggests the unique claimed tennis ball retrieving 
attachment of Appellant's claims 1, 4, and 6-15, (known only to Appellant) much less the 
unexpected results. Any artisan seeking scientific solutions would certainly seek more concrete 
answers by looking to more meaningful prior art teachings such as Feldi, Urwin, Schubert, etc. 
Musslin provides no motivation or suggestive teachings towards Appellant's device or its 
unexpected use. The prima facie case of obviousness requirement of M.P.E.P. 2143.03 that all of 
the claimed limitations' 1 must be taught or suggested by the prior art is not met by the infinite 
Musslin teachings any more than any of the cited references of record. 

The appellant also wishes to refer the Board of Appeals attention to U.S. Patent No. 6, 
652, 397 Bl, to Lamson (see Exhibit H). Although the Lamson patent bears a subsequent filing 
date (May 1 7, 2002), the Lamson patent provides verifying evidence that the 35USC1 03(a) final 
rejections of record rest upon compounded speculative conclusions which at best contradict what 
was consistently known and taught by the prior art up to and after the date the appellant filed her 
parent application. The prior art knowledge as it relates to the use of VELCRO type hooks in any 
of the cited patents including Lamson does not deviate from appellant's position on this appeal 
and particularly the unrefutable fact that the hook materials (used in a broad sense) were 
notoriously recognized as ineffective for tangentially engaging and releasing the nap fibers of a 
tennis ball which is succinctly summarized in the Lamson Background of the Invention, as well 
as by Urwin, Feldi and appellant's specifications. The genus does not work and the species is 
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unknown. 

Musslin broadly refers to any effective material adhesively sticking onto the ball clothe 
envelop by which could conceivably mean using an adhesive material to stick to the tennis ball. 
One cannot draw any conclusions as to what Musslin may have had in mind since the Musslin 
teachings are so broad and indefinite (and discredited by the more subsequent learned art 
findings) that as the prior art has subsequently concluded (without dissent) that Musslin taught 
nothing. In order to illustrate how far fetched the Musslin patents may be imaginatively 
stretched, the use of the hook and loop fastener combination could embrace either the hook or the 
loop adhesively secured to racquet and then the hook and loop fastener are fastened together in a 
face to face relationship leaving the outwardly exposed pressure sensitive adhesive backing of 
the exposed hook or loop fastener backside to serve as a sticky adhesive to engage and retrieve a 
tennis ball as taught by Lamson. What other than unfounded speculation and abstract 
conclusions would remotely suggest a highly specific and unique ball attachment, when the very 
art relied upon by the Examiner (as a whole) teaches it cannot be done and the futility and 
ineffectiveness of such a proven unsuccessful endeavor (i.e. VELCRO and all other hook 
materials). 

Melbve et al (all issues) 
There clearly exists a glaring paucity of a meritous 35 USC 103(a) factual teaching which 
possibly, in combination with either Feldi or the French Musslin Patent would fairly teach and 
suggest all of the claimed embodiments of Appellant's invention. The Melbye et al patent has 
been combined with either Feldi or French Musslin patent teachings in both of the 35 USC 
103(a) rejections for allegedly teaching the equivalency of all hook components sold under the 
VELCRO or SCOTCHMATE Brands. Unfortunately, the Examiner makes the same error and 
oversight when relying upon the Melbye, et al teaching, as occurred with the Feldi analysis. The 
Examiner considers the Melbye et al paired hook and loop fastener teachings of Col 1, lines 15- 
23, as ipso facto applying to the hook components alone, without recognizing that the "garment 
fasteners" as taught by Melbye et al are the same paired "hooks and loop fasteners" as taught by 
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Feldi. Only the paired "hook and loop fastening system" serve as garment fasteners is taught by 
the combined Feldi and Melbye, et al and Smerdon teachings. The term "hook" of the hook and 
loop garment fasteners of Melbye means as intended a hook for hooking the mating loop of the 
garment fastener hook and loop combination. These patent teachings (including Melbye) are 
irrelevant to the separate and unpaired use of the either the hooked or looped component by 
itself. To isolate the hook component and declare equivalency between all hooks including all 
VELCRO and SCOTCHMATE hooks involves pure speculation. 

As recognized by the Board of Appeals in the parent application serial number 
09/655,743 appeal, the Melbye patent does not disclose appellant's unique species amongst its 
genus teachings. The Examiner's reliance upon the Melbye, et al Patent is also most mystifying 
for allegedly "showing that VELCRO and SCOTCHMATE are functional equivalents as hook- 
and loop fasteners" in an attempt to bridge the gap of the unknown. The appellant is not 
claiming in claims 1, 4, and 6-15 a two component "hook and loop fastener system" or "garment 
fastener" system as taught by either Feldi or Melbye et al The Examiner's reliance upon the 
Melbye et al Column 1, line 15-18 background teachings of "Widely used as garment fasteners 
are hook-and-loop fasteners such as currently marketed under the trademark VELCRO by Velcro 
U.S.A. Inc and under the trademark SCOTCHMATE by 3M Company" as a basis for 
establishing equivalency for all SCOTCHMATE and VELCRO products or more remotely in 
establishing equivalency for all hooked components from all hook and loop fastening system 
sources is thus clearly in error. The same error that existed in the parent application appeal 
which the Board of Appeals acknowledged. 

The equivalency rationale of the final rejection also fails to take into account a very 
important fact that the appellant is not claiming VELCRO or SCOTCHMATE generic garment 
fasteners (hook strip component and a mating nylon loop pile strip component) as "widely used 
in garment fasteners" as taught by Melbye et al It is only when both the hooked strip and looped 
strips are used together (not separately) is there any meaningful interpretation of the generic 
Melbye et al "garment fasteners" teachings. Melbye et al do not contemplate the loop material 

59 



10/635,873 



or strip by itself as a garment fastener. Similarly Melbye et al do not contemplate the hooked 
material by itself as a garment fastener, but only when the two mating hooked component and 
mating looped component system is combined in their intended manner and use will the two- 
component system serve as garment fastener as taught by Melbye et al as well as Feldi and 
Smerdon. Even more remotely, Melbye et al do not remotely suggest or contemplate anything 
about a tennis ball retrieving attachment. All that may be concluded from Melbye et al is that the 
significance of the hook component rests solely upon its intended relationship to its paired and 
mating loop component as a generic garment fastener and no more. 

It is accordingly equally plausible to construe the Feldi, Musslin, Urwin, and Smerdon as 
teaching the Lamson hook and loop fastener combination with the adhesive backing serving as 
the adhesively sticky material for engaging and retrieving applying exactly the same rationale as 
has been applied in the current final rejection. 

Smerdon 

Smerdon discloses a bicycle mounted liquid storage and delivery system having a hook 
and loop fasteners in which the "loop fastener material 9 is adhered around the circumference of 
the end of the beverage tube . . . preferably to overlap the ends of the loop section slightly, so that 
the adhesive bonds to the loop material, as well as, to the surface of the beverage tube" and the 
"hook fastener ... is adhered to the handlebar stem" (e.g. see Smerdon Col 11, lines 66-Col 12, 
line 13). Since the loop fastener is attached to the often "wet" outlet or drinking end of the 
watering tube, Smerdon teaches in Col 12, lines 5-17 that the "hook and loop fasteners should 
have a pressure sensitive adhesive backing that will maintain good adhesion in wet and warm 
conditions". Smerdon indicates the 3M SCOTCHMATE SJ3526 and SJ3527 as industrial 
fastener as being illustratively useful for this purpose. Please note that the loop material is 
adhesively wrapped and adhered onto the "wet" drinking or watering tube outlet, meaning 
outwardly projecting loops bonded to the adhesive backing of the SCHOTCHMATE SJ3526 or 
SJ3527 industrial loop fastener material and onto the "wet" outlet tube end. The nature of the 
hook component (as in all other cited patents) is of no concern other than its genus hook and loop 
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fastening function. 

In the application of Smerdon, it is interesting to note that Smerdon is being interrupted 
by selectively gleaning words and partial phrases from Smerdon (using appellant's invention as a 
template) which may have some bearing to appellant's claims while neglecting other disclosures 
meaningful to the overall teaching of Smerdon, Smerdon allegedly teaches that the 
SCOTCHMATE SJ 3526 and SJ3527 (disclosed as having pressure sensitive backings exhibiting 
good wet and warm adhesion) which in turn the Examiner speculatively interprets as rending it 
useful for racquet attachment to render the VELCRO type hook fastener useful. The Office 
Action further concludes that Smerdon teaches the use of both the generic hook and loop fastener 
as Feldi and Urwin, that the U.S. Open or Wimbledon matches are conducted in wet conditions 
(e.g. rain), that Melbye allegedly teaches the equivalency of VELCRO and SCOTCHMATE and 
therefore the collectively implied speculative conclusions (as applied in the final rejection) would 
render it obvious to use the Smerdon adhesive backing hook and loop upon a tennis racquet as 
taught by either Feldi or Musslin or Urwin. There also exist enumerable other hypothetical or 
fortuitous leaps to gap that which is unknown as evident by the Lamson solution which reveals 
that the final rejection relies upon a plurality of unfounded speculative conclusions to reach any 
obvious conclusions which can be fortuitously drawn from the same reference in any reference 
combination. The fact remains, however, that the prior art neither teaches nor suggests what 
hypothetical or postulated conclusions may be legally drawn from each reference and the manner 
in which such hypothetical and unfounded conclusions are to be combined in a manner to reach 
an ultimate conclusion completely contrary to what the references individually and collectively 
teach to the ordinary artisan. The exercise of hindsightedness is self-evident. 

The manner in which the French Musslin Patent has been relied upon as a primary 
35USC1 03 reference in the final rejection of appellant' s claims 1 , 4, 6, 7 and 9- 1 2 as combined 
with either Melbye et al, Smerdon and Appellant's admission of the prior art in her specifications 
is most puzzling. The Examiner apparently refers to FeldVs paired two-component hook and 
loop fastening system as grounds for establishing equivalency and then refers to "garment 
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fasteners" (i.e. hook and loop fasteners) as currently marketed under VELCRO and 
SCOTCHMATE brands referred by Melbye et al as garment fasteners as establishing a basis for 
equating the equivalency between all hook and loop fastener or a genus as well as all hooked 
materials (as a genus) and then without any other factual basis to arbitrarily conclude that all 
VELCRO and SCOTCHMATE brand hooked materials are equivalent to one another (i.e. 
unrecognized species) which is factually false and legally impressible under any 35USC 103(a) 
standards of admissible evidence. This alleged position is taken notwithstanding clear and 
unrefuted facts that the both Feldi, Melbye et al and Smerdon apply only two-component paired 
hook and loop fastening system as a fastener combination and as a paired genus system. Nothing 
in any of the cited patents would permit a series of a three step assumed equivalency involving a 
summarily disregard of an essential component (i.e. looped material) from the garment fastener 
function. Appellant's previous remarks above also apply with equal merit to the 35 USC 103 
combination of the French Musslin Patent, Smerdon, and the Melbye et al 

The entire basis for presupposing clearly unsuggested and untaught facts from the cited 
patents of record arises via the erroneous application of the doctrine equivalence relying upon 
matters clearly taught not to be equivalent (paired genus hook and loop fastening systems does 
not establish equivalency between all hooked materials for unlimited use with every conceivable 
fibrous or wired material) or rewriting and interpreting the cited patents to have a meaning 
different from what is taught. The term "hook and loop fastener" such as referred to as "garment 
fasteners" are generic teachings which necessarily include the loop for which the hook is 
specially designed to engage and disengage in the fastener combination. As taught in each of the 
enabling patents, the mating loop of a precise physical and compositional make-up is specially 
designed for paired hooking onto the specially designed and paired looping component and no 
more. The erroneous equivalency determination of the hook at the exclusion of the loop relies 
upon only half of the story. The equivalency theory (as applied) must necessarily conclude that 
the loop component of both the Melbye garment fasteners and Feldi hook and loop fastening 
system are immaterial components which can be eliminated as useless or inconsequential 
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considerations. This should be self-evident by the fact that what has been presumed to be 
equivalent does not function in the same manner nor does it produce the same result. There 
exists no factual basis for drawing such unfounded and erroneous conclusions as elucidated in Ex 
Parte Novel (PO Bd App - 158 USPQ 237), "the Examiner must provide proof to back upon his 
speculative assertions." The Office Action fails to take into account the existence of hundreds of 
different patents (e.g. see Melbye) relating to the manufacture and use of a host of different types 
of fastener systems, including those of a pedestal and mushroom type as well as those of a hook 
and loop fastening type. A host of different paired garment fasteners and paired hook and loop 
fastening systems are manufactured and distributed by scores of different manufacturing and 
distributing sources. Patents are consistently issued upon numerous patentable versions of such 
paired hook and loop fastener systems, their method of manufacture and their countless uses. 
Loops and hooks of the paired combination are consistently changed so as to better engage and 
fasten together. In addition, there exists a wide array of different manufacturers who produce 
different fastener system combinations under a host of different labels. A vast array of 
compositional (molecular and chemical composition), structural and functional properties arise 
by altering the host of different manufacturing conditions of their manufacture (e.g. as clearly 
shown by cited Melbye et al patent). The ultimate end product for hook and loop fasteners as 
referred to in Feldi and Smerdon are manufactured and sold for their intended end use as a paired 
"hook and loop fastening system." The vastness of the hook and loop fastener field should be 
self-evident by the fact there exists no teaching or suggestion of record directing or motivating 
the artisan towards a unique and unknown claimed ball retrieving attachment 30 of a highly 
specialized characteristic and which accomplishes an astonishing feat (tangentially contacting 
and lifting all major tennis ball brands) while all others (i.e. 35USC103 patents of record) said 
such a feat could not be achieved. There exists a multitude of adhesively backed hook and loop 
fasteners. What other than hindsighted reconstruction would lead the skilled artisan to 
fortuitously isolate the hook component of Smerdon and use it for an unfit purpose as taught by 
the art. Notwithstanding, the final rejections rest upon unsupported conclusions that the artisan 
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would readily recognize the obvious merit of the one-of-a-kind nylon monofilament hook 
attachment as claimed (amongst a vast number of other alternatives), when all of the other 
meritous, learned and comprehensive patent teachings (including subsequently filed Lamsori) 
clearly teach the futility of using any type of Velcro or other monofilament hook material 
(including SCOTCHMATE brands) for use to effectively tangentially retrieve grounded tennis 
balls. 

The Examiner is clearly in error by over simplifying the immense scope of the paired 
hook and loop fastening system and the paired garment fastening field and considering as a genus 
to ipso facto include inherently the claimed species. Even if we were to separate the hook 
component from its required loop mate, the field of technology still remains immense. A U.S. 
Patent and Trademark patent data base search of the "hook and loop fastener" reveals 521 5 hits 
covering a host of garment fasteners and a host of patents direct towards various different 
processor and a host of product variations to produce a host of different end products. This is 
exemplified by Melbye and U.S. Patent No. 4,910,062 which discloses "the art is replete with 
sheet materials that can be cut into smaller pieces to form portion of fasteners, and methods for 
making sheet materials." 

Is it not clearly patentable under 35USC103 to discover (amongst a vast genus teaching 
where hook character is of no concern) an unknown ball retrieving attachment (species) of an 
unknown ball retrieving function to produce an unknown and unexpected result which is 
acknowledged by the art of record as most astounding in view of clear 35USC103 patent 
teaching stating it cannot be done? The prior art solutions are diametrically opposed (e.g. change 
ball cover to the hook and loop fastening system, use a stiff stainless steel hook which cannot be 
disengaged from a tennis ball without tearing or removing the nap wool cover (e.g. as taught by 
FeldU Ross and Lamson, etc., or the Urwin cupped grasping retrieving attachment, etc.) to 
Appellant's unexpected discovery and results. The prior art has taught the futility of Appellant's 
solution to a long felt need, all of which provide further objective evidence of the patentability of 
the claimed method claims 10-15 herein. Obviousness cannot be predicated upon what was 
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heretofore unknown. The prior art rebuts any prima facie of obviousness by materially teaching 
away from the claimed invention (M.P.E.P 2100-107). 

Several noteworthy legal decisions are deemed to have a direct bearing upon the 
relevancy of the Musslin teachings in the reference combinations as relied upon in the 
35USC 103(a) rejections of record. Attention is directed towards In re Faye and Fox 147 USPQ 
47 (CCPA) which noted that: 

"The best one skilled in the art might glean from the prior art is that any conclusion about 
the operativeness of halogenated ethanes not disclosed therein would be based on pure 
speculation, and would be the subject of experimental testing. Many of these tests are of 
necessity 'routine' tests, yet they must be so guided and directed as to eliminate the areas 
of speculation. Our conclusion in In re Sprock, 49 CCPA 1039, 301 F.2d 686, 133 USPQ 
360, 364, seems particularly appropriate." "It seems to us, therefore, that substantial 
differences exist between the teachings of the prior art and the invention here claimed. 
The fact that appellants have found a limited class of materials among the necessarily 
large number of prior art materials is itself a factor to consider as evidence of 
unobviousness of the claimed invention. See In re Ruschig, 343 F.2d 965, 145 USPQ 
274." 

Similarly in Ex Parte Horst - 844 O.G. 1 168, The Board of Appeals held that: 

"The most we can say from the reference as the Examiner presents it, is that the worker of 
ordinary skill in the art would see some similarity between the action of the divalent 
forms of europium and manganese as activators. The Examiner, in effect, asks us to 
conclude that such worker would carry this similarity to the point of the obviousness 
demanded by the stature, as to each and every host material listed by the reference. This 
we cannot do, anymore than we can conclude from this type of evidence that the prior art 
recognizes that any known activator will activate any known host material..." 

The combination references as applied in the two 35USC103(a) rejections of record 

against Appellant's claims 1, 4, and 6-15 are closely related to the factual circumstances of Ex 

Parte Marinaccio 10 USPQ 2d. 1716 Board of Appeals (1989) which reversed the Examiner for 

failing to adequately explain why the skilled routineer in this art would have been motivated to 

use a particular filter medium specifically noted by one of the cited 103 references as being 

unacceptable by reason of its proneness to clogging. Marinaccio noted that no reference or 

combination of references appeared to teach or suggest a specific claimed modified organic 

polymeric skinless microporous hollow fiber filter membrane as required by the appealed claims. 
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The Board of Appeals observed that: 

"While we have no doubt that the skilled rountineer in this art could modify the prior art 
relied upon by the examiner and obtain the appealed process, the question of obviousness 
under 35 USC 103 is not what a routineer could have done, but what it would have "been 
obvious" for such a person to do. Ortho Kinetics Inc. v. Safety Travel Chairs, Inc., 806 
F.2d 1565, 1 USPQ 2d 1081 (Fed. Circ. 1986). The examiner has presented no 
supporting explanation or evidence why it would have been obvious to use the particular 
membrances of the appealed claims in appellants' particular type of filtration process. 
The decision of the examiner is reversed." 

The Examiner herein has presented no supporting evidence (except for highly speculative and 

technically inaccurate assertions) as to why it would have been obvious to use the particular type 

of claimed tennis ball retrieving attachment for its limited use of the appealed method claims 10- 

15 and the tennis racquet ball retrieving combination of claims 1, 4, 6-7 and 9. 

With particular reference to the vague and indefinite teachings of the cited Musslin 

patent, the Board of Appeals attention is also directed to In re Collins 174 USPQ 333 wherein 

Judge Rich concluded that: 

"Reference which merely describes a thing or a process without telling how to make it or 
carry it out does not support holding of anticipation unless a skilled artisan could take its 
teachings in combination with his own knowledge of the particular art and be in 
possession of the invention; such a reference does not support holding of obviousness 
unless there is some known or obvious way to make the thing or to carry out the process." 

As to the relevancy of Musslin non-enabling and unlimited teachings under 35USC 103(a) 

reliance is also placed upon well established legal precedence expressed by the following legal 

doctrine: 

"It seems to us, therefore, that substantial differences exist between the teachings of the 
prior art and the invention here claimed. The fact that appellants have found a limited 
class of materials among the necessarily large number of prior art materials is itself a 
factor to consider as evidence of unobviousness of the claimed invention. See In re 
Ruschig, CCPA, 343 F.2d 965, 145 USPQ 274." 

A patent such as Musslin which teaches a vast and indefinite class of materials without any more 

guidance falls within that lack of suggestion or motivation as elucidated in the Board of Appeals 

decision of Ex Parte Kuhn 132 USPQ 368 wherein the Board held that: 
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"The examiner's meticulous application of the Fikenstscher et al reference appears to at 
least establish that appellant is working within the broad field encompassed by this 
patent. Indeed by selecting specific items and conditions it might be possible to end up 
with a product similar to appellant's However, in absence of some directions or reasons 
for making such selection a very long experimental program might be required in order to 
arrive at such product. The present invention is quite specific... we are convinced that 
the reference had no appreciation. ...It therefore appears that appellant has made an 
invention within the general disclosure of Fikentscher et al and should be entitled to 
patent protection for his highly specific and limited contribution in line with such 
decisions as, for example; Becket v. Coe 1938 CD. 55, 495 O.G. 215, 98 F. 2d 332, 38 
USPQ 26; Ex Parte Frey, 90 USPQ 39, Ex Parte Rawlins, 88 USPQ 329." 

Equivalency Assertions (All Claims and All Issues) 

An assertion of equivalency in any 35USC103(a) rejection requires clear substantial 

evidence of actual and obvious equivalency between those materials alleged to be equivalent. A 

recognition of the existence of "garment fasteners" and "hook and loop fastening systems" bears 

no relevance to appellant's claimed tennis ball retrieving attachment 31. A mere relationship is 

insufficient evidence to establish the first leg of the obvious equivalency test. 10 Similarly, a mere 

mentioning of VELCRO or SCOTCHMATE does not by itself establish equivalency. If Musslin 

is referring to the stainless steel VELCRO AIR TEMP of Ross as clearly taught by Feldi to be 

ineffective, equivalency certainly does not exist between appellant's claimed unique nylon 

monofilament hook and the hook and loop combination of Mel bye or Feldi or Musslin or Urwin 

or Smerdon. Applicant is not claiming a VELCRO stainless steel MID TEMP ball gripper of 

Ross which as reported by Feldi was ineffective and all later patents would not release its grip 

and therefore, after just a few retrievals — the ball covering becomes fuzzy and no longer useful 

in normal play. The reliance upon a mere relationship simply by a genus association to establish 

equivalency becomes even more tenuous by the fact that the alleged mere relationship has been 

stretched from the taught paired relationship of "hook and loop fastening system" of "garment 

fasteners" to the claimed untaught hook component (subspecies) by itself. This speculative 

assertion has been erroneously postulated notwithstanding a showing of record of clear and 

distinctive differences in the compositional make-up, the physical characteristics, the nature and 

character of each mating loop and hook system and how each of the paired hook and loop 
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combination are especially designed to fasten together, as well as the various different manners 
in which they are manufactured and how they each individually function or perform. This mere 
relationship thereby becomes further strained by the Smerdon wrapping of a water drinking tube 
outlet with a SCOTCHMATE SJ3526 or SJ3527 loop component and placing the mating hook 
component upon a bicycle handlebar stem so as to allow securance of the drinking outlet to the 
bicycle stem. The Office Action relies upon the Smerdon SCOTCHMATE SJ3526 and SJ3527 
adhesive backing of a hook and loop fastener for fastening a watering tube to a bicycle handlebar 
stem to theorize that the skilled artisan would ipso facto attach the hook element alone by reason 
of U.S. Open and Wimbledon matches are conducted under "wet" meaning rainy conditions. 
This mere relationship issue as taught by all of the art relied upon for the equivalency assertions 
by the Examiner extends no further than the paired two-component "fastening system" 
combination as taught by Melbye, Smerdon and Feldi. The patenting of the mushroom type 
fasteners of Melbye et al made under specially designed manufacturing conditions to provide a 
unique mushroom type fastener as patented by Melbye et al provides clear evidence of the vast 
array of hook and loop fastener differences which may be accomplished simply by altering the 
starting chemical material and the processing conditions under which the chemical end products 
(e.g. hook and loop fasteners) are manufactured. As previously mentioned, a vast amount of 
patent literature exists upon the manufacture of different types of hook and loop fastener systems, 
and an even greater body of art exists upon the divergent uses of these fastener systems. 

The fact that the specially manufactured paired mating hooked component and looped 
component are specially designed to cooperatively interrelate, engage and fasten onto one 
another as taught by Melbye, and are not to be used or function independently is verified by Feldi 
as well as Smerdon. Feldi clearly states that the hooked component is ineffective for tangentially 
engaging a conventional tennis ball wool nap so as to allow the tennis ball to be repeatedly lifted. 
It is not surprising (especially in view of the prior art teachings of record, as well as, the 
appellant's summary of the prior art teachings in the Background of the Invention teaching on 
page 1-4 of her specification confirmed by the subsequently filed Lamson patent) that Feldi 
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found that only when the mating VELCRO loop and hook fastening system was used conjointly 
(as the system specifically intended by the manufacturers) would there then exist the essential 
mating combination for engaging and lifting a ball. The modified loop covered ball with the 
mating hooked component upon the tennis racquet, or vise versa, works only when used in 
combination as a paired "hook and loop fastening system" as clearly taught and suggested by 
Feldi, Melbye and Smerdon. It is therefore important to recognize that neither Feldi nor Melbye 
et al nor Smerdon suggest or teach the use only of a hooked component outside the fastening 
system but rather only the use of both the mating hook and mating loop components or fastening 
system together as a "garment fastener" or as the "ball grasper" or as hook and loop fastener 
combination for fastening a drinking tube outlet to a bicycle handlebar stem. Any extrapolation 
of either Melbye et al, or Feldi or Smerdon to teach or suggest solely the use of a hooked material 
without its paired mating companion contradicts what these patent actually teach to the artisan 
and rests purely upon speculative and unsubstantiated suspicions unsupported in law and fact. 
The Feldi, Melbye and Smerdon all teach the need to use both the hook and loop fastener 
combination. To further illustrate the conjecture involved by applying Smerdon in the final 
rejections, it may be concluded that Smerdon teaches SCOTCHMATE SJ3526 or SJ3527 loop 
fasteners having adhesive backing which may be arbitrarily assumed to be suitable for attachment 
to the tennis racquet shoulder and it may therefore conclude that it would have been obvious to 
attach the mating SJ 3526 or SJ3527 hook and loops together leaving the adhesive layer to 
provide the sticky adhesive as taught by both Musslin and Lamson. This purely speculative 
application of the same reference relying upon the same rationale relies solely upon hindsighted 
reconstruction to provide the underlying rationale for making the reference combination under 
35USC 103(a) and substantiates inherency cannot be presumed. 

There exists a host of fabric fasteners produced by a host of divergent processes leading 
to a myriad of different fabric fastener systems, all of which are especially adapted to be used 
conjointly to provide the paired fastener system. It is within this vast mosaic of prior art 
teachings in the face of explicit patent teachings consistently concluding that what Appellant has 
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accomplished cannot be done coupled with suggestive teachings involving diametrically opposed 
solutions, that Appellant discovered an amazing tennis ball retrieving attachment (an isolated 
species) which, when used upon a tennis racquet to retrieve a tennis ball, yielded truly astounding 
results. All of the later patents acknowledging the early work reported and patented by Ross 
(1975) conclude that all of the non-metal hooked materials (e.g. see Feldi, Urwin, Lamson, 
Schubert, etc.) are incapable of tangentially engaging and lifting a grounded tennis ball and that 
the Ross stainless steel hook did not effectively work in a number of ways (e.g. see Feldi and 
Lamson), Appellant's invention, as a whole, including the prior art teachings away from 
Appellant's invention and totally unexpected results represent an unobvious invention under any 
patentability standard. 

The prior art teachings relied upon in the allegedly establishing the groundwork for 
equivalency in the final rejection precariously rest upon the Melbye et al at Column 1 lines 15-22 
of the "widely used garment fasteners are hook-and-hoop fasteners... currently market under the 
trademark VELCRO .... and SCOTCHMATE and the Feldi abstract teaching of "using the two 
components of the VELCRO or any brand hook and loop systems... using these two components 
in any form or manner to retrieve a tennis ball" and the Smerdon SJ3526 or SJ3527 adhesive 
backing for fastening a "wet" watering tube to a bicycle handlebar stem relying upon the hook 
and loop fastening combination. Relying exclusively upon these inapposite and innocuous 
teachings taken out of the context in which they are found, the Office Action again conveniently 
overlooks the fact that these isolated teachings only have relevancy to Melbye et al, Smerdon and 
Feldi when only both the paired hook and loop fastening system are used together. This is the 
paired system in which the paired hook and loop are intended to be used as "garment fasteners" 
as taught by both Melbye et al and Feldi. The manner in which Smerdon has been applied 
against appellant's claims bears a similarity to In Re Bausch & Lomb, Inc. v Barnes- 
Hind/Hydrocurve, Inc., 796 F.2d 443, 230 USPQ 416 (Fed. Cir. 1986): 

"A single line in a prior art reference should not be taken out of context and relied upon 
with the benefit of hindsight to show obviousness." 
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Contrary to these very explicit paired hook and loop fastening system teachings of 
Smerdon, Feldi and Melbye et al, the Examiner in the final rejection has carefully dissected from 
the hook component (from the necessary and essential paired component hook and loop system), 
isolated the hook component as the actual and obvious equivalent to all hook and loop fasteners 
and applied the "wet" adhesive backing of the Smerdon loop to the Feldi or Musslin racquet to 
overcome the problems of wet or rained out U. S. Open or Wimbledon matches, solely based 
upon Smerdon teachings of adhesively attaching the SJ3526 or SJ3527 loop component to a 
watering tube outlet to permit its fastening to hook component attached to a bicycle handlebar 
stem, and presumptively jumped to the non-sequestur conclusion that these teachings establish an 
art recognized equivalency (apparently as the alleged nexus of the genus to the species) between 
the ever conceivable hook of every conceivable hook of all hook and loop fastener systems 
irrespective of their manufacture and inexpective of their diverse shape, characterization, 
composition and function. A myriad of different types of paired hook and loop fastener systems 
produced by a host of manufacturing conditions and compositional differences which are 
designed to yield different types of hook and loop fastener systems exist. To isolate any mating 
hook from its mating loop of the paired fastening system is analogous to having a marriage 
without the bride. 

Melbye et al and Smerdon in the French Musslin or Feldi Combination (All claims and Issues) 
The combination of Melbye, et al with either the French Musslin patent or Feldi rests 
upon erroneous interpretation of the Melbye, et al background of the invention teachings and a 
complete disregard to what Melbye, et al actually teaches about hook and loop fastener systems. 
Melbye, et al discloses a mushroom fastener which fastens together by wedging and interlocking 
the mushroom heads together as shown in the Melbye et al Figure 2. Any combination of Feldi 
and Melbye et al under 35 USC 103(a) must necessarily rely upon the "garment fastener" or two 
component hook and loop fastening system combination of a mating hooked component and a 
mating looped material and no more. The hook component of the Melbye "garment fastener" is 
especially designed to hook onto its loop component and thus provide the notorious hook and 
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loop fastener which Melbye refers to as "garment fasteners". Melbye et al allegedly discloses a 
SCOTCHMATE product as a garment fastener but also teaches VELCRO as another illustrative 
hook and loop fastener (i.e. garment fasteners). There exists no concern of hook size or type 
(species) as it pertains to interlocking onto an alien non-loop component such as a tennis ball pile 
by Melbye. The Melbye et al teachings are primarily directed towards a specially designed and 
configured mushroom-type fastener system of two matching pedestalled mushroom headed 
fasteners (stems with a mushroom head) in which at least three units are required to interlock 
with one another or fasten together as shown in figure 2 of Melbye, et al. In direct contradiction 
to the Examiner's position that equivalency may be inherently presumed upon the basis of a mere 
relationship, the mushroom type fasteners of Melbye, et al are taught as reportedly provide 
superior and patentable interlocking fastening properties when used as a paired combination of 
three or more interfacing and interlocking heads, as disclosed in Melbye y et al figure 2. The 
interlocking mushroom head system of Melbye, et al is obviously substantially different in 
structure and function from the uniquely distinctive, monofilament hooks as claimed herein by 
the Appellant. This may be seen by comparing Figure 2 of Melbye et al with Appellant's 
Figures 4 and 5. As taught in Col. 4, lines 1 1-48 of Melbye, et al 9 even amongst the mushroom 
type fasteners there exists a broad spectrum of fastening properties, all of which contradict the 
underlying rationale that all hook components may be presumed to be the actual and obvious 
equivalents of one another. The composition, physical characteristics, such as break force, shear 
strength, T-Peel and manufacture are taught by Melbye, et al were deemed to be patentably and 
functionally distinguishable from all other fastener systems, as evident by the issuance of the 
Melbye et al patent claims thereto. It is important to recognize that Melbye et al extol the 
uniqueness and patentability of their mushroom fasteners over all other hook and loop fasteners 
including all other mushroom type fasteners. Much of these differences in birefringence and 
functional properties is accomplished by the unique processing conditions by which they are 
made. If such functional differences exist amongst the fastening systems of Melbye et al, it is 
illogical (without any supportive art proof) to assume that all hook materials as a genus 
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irrespective to their manufacturers or compositional make-up are equivalent to one another. If, 
after more than three decades (i.e. since Ross of 1972), the art was unable to discover any hook 
material capable of tangentially engaging, lifting, and releasing a grounded tennis ball amongst a 
myriad of known hook and loop fasteners, how can it be possible to conclude that all hook and 
loop fasteners (a genus) are equivalent to one another when, in fact, none worked until 
appellant's unexpected and unobvious inventive contribution? How, simply upon an isolated 
teaching of a good adhesive backing for a "wet" watering tube of Smerdon, can it be concluded 
that the ordinary artisan would summarily disregard an overwhelming body of contrary prior art 
teachings, and the ordinary artisan would be motivated by a false or misguided understanding 
that because U.S. Open and Wimbledon match plays are conducted in wet conditions would ipso 
facto apply the hook component to a tennis racquet in order to achieve a result which the prior art 
teaches is at best ineffective? The term "wet" as misapplied in the final rejections provides the 
entire rationale for seizing upon the good adhesion under "wet and warm" conditions of a 
SCOTCHMATE SJ3526 or SJ3527 and therefore would by the most fortuitous and illogical 
extrapolation of the prior art teachings to conclude the SJ3526 should be used in Musslin or 
FeldL To reach such a far fetched and most fortuitous conclusion must involve placing blinders 
upon the skilled artisan so as to forget what the prior art, as a whole, actually teaches. The same 
want of teaching the unique monofilament hooked material noted by the Board of Appeals in the 
parent application appeal still remains untaught and unsuggested by the prior art. 

The mere fact that the two hook and loop components serve as a hook and loop fastening 
system as a genus has no relevancy whatsoever as to the issue of an unknown tennis ball 
retrieving attachment, or more remotely, as to whether or not the claimed unique pre-shrunken 
nylon hooks of highly specific hook diameter, hook length, hook depth, hook width, spirally 
arranged in repetitive rows in prescribed numbers as claimed can be deemed to be equivalent to 
all other known hooks including the Melbye et al mushroom type fasteners or would be 
suggestive of a hook species when the hook character is of no concern. 

It is accordingly most important to understand that when Melbye et al refers to the 
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VELCRO and SCOTCHMATE hook and loop garment fasteners in Col., lines 15-23, 
Melbye et al refers only to the conjoint use of both the mating hooked and mating loop 
components as "garment fasteners". The Melbye et al Patent teachings cannot be construed as 
meaning all SCOTCHMATE hooked materials and all VELCRO hooked materials are equivalent 
to one another. Both the mating hook component and the mating looped component are required 
to provide the paired "garment fastener" use, as taught by Melbye et al The Examiner's reliance 
upon Melbye et al for allegedly establishing equivalency between all fastener combinations as 
well as the individual hook components of all "garment fasteners" including all VELCRO and 
SCOTCHMATE products is thus clearly in error. 

Appellant 's Alleged Admission of Equivalency (All Issues and All Claims) 
It is not surprising that the 35USC103 rejections must rely upon appellant's own 
teachings or an erroneous position of appellant's alleged admission of equivalency or a mere 
tangential relationship to appellant's claimed invention for establishing facts which remain 
undisclosed and untaught by the art of record. None of the patents relied upon in the 
35USC 103(a) rejections suggest or teach equivalency between all hook components of the 
various different combinations of fastening systems. The Examiner has been consistently 
challenged by the complete lack of factual evidence which allegedly shows or proves that 
equivalency exists amongst all known hook components other than its use in a paired hook and 
loop fastening combination. There exists no such showing and accordingly the Office Action 
relies upon an alleged admission of equivalency to supply facts clearly untaught by the prior art. 
Merely because the hook and loop fastening system when used together will serve as a garment 
fastener (Melbye et al), fasten a drinking water tube to a bicycle handlebar stem when used in 
their intended manner as a fastener (Smerdon) or as a ball grasper (Feldi) when used as specially 
designed to matingly adapted to hook and loop together (i.e. the "fastening system") does not 
establish equivalency or a material relationship for anything other than the combined paired hook 
and loop fastening system. This does not establish a basis for arbitrarily selecting one component 
of the hook and loop combination and using the hook component in an entirely different 
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relationship from the cited patent teachings or in unrelated combination for an entirely different 
purpose. The fact that it is common practice to equip both the hook and loop components (as a 
genus) with a pressure sensitive adhesive bears no relationship to the hook and loop hooking and 
looping efficacy or any equivalency therebetween (.e. suggestive of the species). The ineffective 
hooks of FeldU Musslin, Urwin, Ross, Schubert, Lamson, etc., would still remain ineffective as 
clearly taught by the art of record. None of the cited art expresses any concern about hook size 
and character or more remotely what is required to effectively interrelate or uniquely matingly 
engage a tennis ball pile. 

There exists no basis for alleging that the appellant has admitted the equivalency of her 
tennis ball retrieving attachment with all other ball retriever attachments. Appellant's Rule 132 
Affidavit of Record on file in the parent application serial number 09/655,743 appeal brief, the 
tabulated comparative test results of Appellant's specifications, the teachings of the prior art 
relied upon in the final rejection and Appellant's teachings in her specifications clearly 
substantiates that the hook component (apart from the hook and loop two component system) are 
neither the actual or obvious equivalent to one another, nor do they function alone in 
substantially the same manner to produce substantially the same results. A comparison between 
appellant's specification Figure 4 and Figure 4 of Melbye et al clearly reveals this fact. 

In order for equivalency to exist there must exist actual and obvious equivalency between 
that which is alleged to be equivalent. 10 As shown above, a mere relationship does not establish 
that two different elements are the obvious equivalent. The second leg of equivalency is the need 
to establish actual equivalency. An integral part of any equivalency position is that the alleged 
equivalents must necessarily function in the same manner to produce the same or substantially 
the same result. 10 Appellant tested Melbye et al and compared it with the claimed embodiments 
of appellant's invention which test results as attested in Appellant's Rule 132 Affidavit on file in 
the parent application clearly state and show that the mushroom shaped component, (without its 
mating strip component of the Melbye et al Patent) was totally incapable of engaging and lifting a 
tennis ball. The Melbye et al fastener is obviously not an equivalent to the unique and highly 

75 



10/635,873 



specific monofilament preshrunken nylon hooks as uniquely narrowly defined by appellant's 
appealed claims 1, 4, and 6-15. If an alleged equivalent is incapable of yielding an equivalent 
function, equivalency cannot exist. How can the Office Action in view of unrefuted and clear 
evidence whatsoever showing non-equivalency between hooked materials maintain without any 
substantiating evidence that all hooked materials are equivalent? Actual and obvious 
equivalency legally means performing in substantially the same manner to yield substantially the 
same result. One performs (appellant's discovery) and the others (Melbye et al, Musslin, Feldi, 
Urwin) does not perform. Equivalency does not exist. Appellant also tested a host of other 
monofilament hooked materials and reported selective test results of the best and, as reported in 
appellant's specification, found that such an alleged equivalency does not, in fact, exist amongst 
a host of other hooked components. 

Appellant is entitled to rely upon the very art cited by the examiner in both 35USC 103(a) 
rejections clearly reveals that equivalency does not exist (i.e. Feldi and Urwin) conclude that 
hook component cannot accomplish what appellant's claimed invention of claims 1, 4, and 6-15 
accomplish. Although the appellant studied the efficacy of various different hook components 
amongst the host of available sources and consistent with these prior art teachings (see Feldi, 
Urwin, etc), none of those other hook components performed in substantially the same manner 
(i.e. tangential engagement) to produce substantially the same result (i.e. reportedly lift 4-6 times 
own weight for all major brand tennis balls) as the claimed subject matter of appellant's claims 1, 
4, 6-9 and 10-15. Appellant's comparative example tests the tennis ball retrieving efficacy of 
various different hook component types and clearly shows that the nylon monofilament hooked 
material of Appellant's claimed attachment (claims 1, 4, 6, 7, 8 and 9-15) is neither the actual nor 
the obvious equivalent to any other hooked material. If appellant admitted the equivalence of her 
ball retrieving attachment to known attachments, then why would she ever file a patent 
application claiming a unique tennis ball retrieving attachment of unexpected efficacy and its use 
to tangentially contact and retrieve all tennis balls. There accordingly exists no factual or legal 
bases as required under 35 USC 103(a) to rely upon Appellant's alleged admission of the prior 
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art in the cited Feldi or Musslin and either in view of Melbye and Smerdon against appellant's 
claims 1, 4, 6-8, and 9-15. 

As evidenced by the necessity of both Final Rejections to speculative infer certain 
matters 1 1 (clearly untaught by the prior art by relying the Appellant's findings as an alleged 
admission of equivalency), the final rejection is falsely predicated upon the use of Appellant's 
teachings to establish those untaught claimed embodiments of her invention. At the time of her 
invention, there existed no prior art teachings, no suggestions or no motivations which would 
guide or enable the Appellant to create the unique claimed embodiments of her invention. Only 
through her unexpected discovery of a unique tennis ball retrieving attachment 30 equipped with 
a highly specific hooked material 31 (of prescribed compositional and physical attributes) 
possessing a unique tennis ball nap N interrelationship and affinity for tangentially engaging and 
releasing (notwithstanding prior art clearly discouraging and leading her away from the claimed 
embodiments of her invention) was the Appellant able to accomplish the unique unexpected and 
unobvious attributes of her claimed invention herein. 

An untaught, non-sequitur doctrine of equivalents based upon a mistaken alleged 
admission against interest and relying upon appellant's own teachings as prior art forms the 
entire basis for attempting to read undisclosed and untaught claimed limitations into the prior art 
teachings of record. Silence of the prior art is not a proper substitute for adequate facts from 
which conclusions of obviousness may justifiably follow. 

Appellant's Discoveries are Untamht Previously as held by the Board of Appeals 

(All issues and All Claims) 

The compositional (preshrunken monofilaments hooks of claim 1 , lines 6-7 and claim 4, 
lines 8-9; and disclosure page 8, line 17; page 9, line 17; and page 11, lines 8-12) and structural 
characteristics of the hooked materials 31 (e.g. average hook height h, width w, depth H,, and 
diameter d of the monofilament hook 31) were unexpectedly found by the inventor to have a 
direct and unique bearing upon the efficacy of an unique and untaught attachment 30 equipped 
with a monofilament hooked material 31 which effectively retrieves tennis balls T upon 
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tangential contact. As mentioned, this is a one-of-a-kind ball retrieving attachment 30 which was 
solely discovered from an unusual source by Appellant and solely found to possess a totally 
unexpected affinity for engaging and holding onto a nap N of a tennis ball T and then allow for 
repeated disengagement without destroying the tennis ball nap N so as to permit prolonged use of 
both the tennis ball 1 and attachment 30. The ability to penetrate the nap N, to cooperatively 
engage the nap N upon tangential contact, and maintain its hooking structure so as to repetitively 
lift all major brands of tennis balls T represents an unexpected result discovered by appellant 
over what has been taught and suggested by the prior art of record. What could not be done as 
repeatedly reported by the cited art can now be done with the unexpected claimed embodiments 
of appellant's claims 1,4, and 6-15. 

All of the findings reported in Appellant's example including those of Tables 1,2 and 3 
represent Appellant's own discoveries and findings. The unexpected discovery of the claimed 
attachment 30 equipped with the unique monofilament hooks 31 exhibit a four fold or greater 
tenacity over its closest rival of which all involve findings exclusively discovered and made by 
Appellant. The unexpected discovery that the claimed does not destroy the wool nap N upon 
repeated use represents appellant's exclusive discovery. The claimed monofilament hook 31 
characterizations and measurements and the understanding of the interrelationship with the tennis 
ball nap N are Appellant's findings and not the prior art. 

There would exist no need for Appellant to file her patent application if she deemed her 
ball retrieving attachment 30 to be equivalent to those known ball retrieving devices of the prior 
art. Throughout Appellant's specifications the uniqueness and unexpected efficacy of this one- 
of-a-kind hooked material has been stressed by Appellant (e.g. see Appellant's specification page 
8, line 17; page 10, line example; and Tables 1-3 reports, page 15, line 12; page 16, line 12). As 
discovered by Appellant, as shown in her example, and as verified in Appellant's Rule 132 
Affidavit in the parent application file, only one ball retrieving attachment 30 as discovered by 
Appellant and equipped with only one highly specialized hooked material 31 (as only claimed in 
all of the appealed claims) met these unique claimed prerequisites and only one attachment 30 
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was capable upon tangential contact to repeatedly hook and lift all of the major tennis ball 
brands. As may be observed, only this unique hooked material 31 customarily manufactured and 
adapted for paired use as a fastener combination with its mating loop strip L (as shown in 
Figures 3 ) for totally different industrial applications (i.e. as a hook and loop fastener system) 
fulfills these most stringent and uncommon claimed requirements of Appellant's claims. The 
tabulated and reported results beginning on page 15, line 12 of Appellant's Specifications attests 
to the uniqueness and superiority of the monofilament hooked fastener as prescribed by 
Appellant's Claims 1, 4, and 6-15 and particularly of Claims 4, 6-9 and 10-15. These unknown 
facts are disclosures of Appellant; not of the prior art. 

Figure 2B and the partial cross sectional view of Figure 4 depict the unique tangential 
contact as claimed in all claims and engagement of the spirally pre-shrunken nylon aligned 
monofilament 31 hooks of the hooked material upon the tennis ball nap N. The spiral 
configuration of the monofilament hooks is illustrated in particular by Figures 3 and 4. Figure 4 
is an enlarged view depicting the tangential engagement of the nylon monofilament hooks with 
the tennis ball nap or pile N. Figure 5 is an enlarged depiction of the pre-shrunken monofilament 
hook 31 showing in detail the hook height (h), the hook depth H d and the hook width w and hook 
diameter d, all of which play an integral part in the unique cooperative interrelationship between 
the highly specific and uncommon pre-shrunken monofilament hooked material claimed herein 
and the nap N of the tennis ball T were discovered solely by Appellant. 

The presumed obviousness conclusion remains totally unwarranted and unsubstantiated 
by the facts of record and the 35USC103(a) rejections rest solely upon Appellant's own teachings 
to guide the ordinary artisan through a mosaic of discordant patent teachings. Appellant has 
difficulty in rectifying the reliance of Appellant's own teachings (an alleged admission of prior 
art equivalency) with the decision of In re Aufhauser 158 USPQ which held: 

"While, as above pointed out, wax-polyetyylene blends were known to the art, and while 
it was also known to the art that wax or polyethylene could be irradiated individually, the 
specific issue before us is whether irradiating a blend of wax and polyethylene, as taught 
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by appellant, for the purpose of preventing separation of the wax and polyethylene 
components was obvious from the disclosures of the prior art. The fundamental error of 
the board and the examiner seems to us to have arisen from their analysis of the art as if it 
contained the knowledge of appellant's invention. In other words, they proceeded to 
combine the prior art as if appellant's invention was included therein as a part of the 
knowledge possessed by one of ordinary skill in the art. Such an analysis does not 
comport with that required by Graham v. John Deere Co., supra. Instead, here as in 
United States v. Adams, 383 U.S. 39, 148 USPQ 479 (1966), what appellant had done 
was to observe an existing problem in the art which had not been solved by the prior art 
and then to combine individually old concepts to solve that problem." 

The prior art, as a whole, and Appellant's claimed invention, as a whole, have not been duly 

assessed and evaluated as required under the Deere decision. The fact that the claimed invention 

was unknown and yielded truly unexpected results without receiving any consideration under 

35USC1 03(a); and these facts alone should be acknowledged as being enough to rebut any prima 

facie case of obviousness. 

Paragraph 3 - 35 USC 103 Rejection 

^Claims 8, IK and 13-15 and Issues IL BL V-XVD 
In paragraph 3 of the final rejection, claims 8,1 1 and 13-15 stand finally rejected under 
35 USC 103(a) as being unpatentable over Feldi, or Musslin in view of Melbye et al s Smerdon, 
and Appellant's admission to the prior art in her specifications as applied above in view of the 
Urwin Patent. For reasons pointed out, the newly cited Smerdon patent does not alter the 
conclusion that Smerdon does not correct the failings of the appealed parent application 
rejections. 

The paragraph 3 final rejection relies upon the same combination of patents and 
appellant's alleged admission as paragraph 2 of the final rejection above except for the addition 
of Urwin as a 3 5USC 103(a) reference and thus the above arguments apply with equal merit to 
this 35USC103(a) rejection. 

The wording of the aforementioned rejection of claims 8, 1 1 and 13-15 apparently 
concludes that when all of the cited patent teachings are somehow mystically gleaned by 
randomly selecting isolated and discordant passages from each of the cited patents while 
necessarily relying upon Appellant's claims and disclosure as a template for determining what 
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should be hindsightedly selected, then by fortuitously combining these randomly chosen passages 
in a manner taken out of the context in which they are found (singularly and collectively) and 
then by compounding the lack of prior art teachings by a reliance upon an alleged admission 
against interest by Appellant (relying upon Appellant's claims as a template) to bridge an art gap 
totally lacking and untaught from these randomly gleaned teachings to mystically create an 
alleged prima facie case of obviousness. This constitutes nothing more than hindsighted 
reconstruction of prior art in reliance solely upon Appellant's own teachings to establish those 
clearly untaught and unsuggested facts always necessarily needed in order to establish any proper 
prima facie case of obviousness under 3 5USC 103(a). All of the cited prior art unequivocally 
recognized that what was taught by the earlier patents (e.g. Ross, Musslin, etc.) was ineffective 
and as taught by FeldU Urwin and Lamson, that the hook components of the hook and loop 
fastener combination are ineffective for use in tangentially retrieving a grounded tennis ball from 
a tennis court. 

The Examiner additionally relies upon the Urwin Patent in the final rejection of claims 8, 
1 1 and 13-15 for allegedly showing it would be obvious to position Appellant's unique tennis 
ball retrieving attachment "anywhere along the outer surface of the racquet frame". References 
or patents, when combined with one another, must take into account what the references (i.e. the 
patents), singularly and collectively, as a whole, fairly teach and suggest to one of ordinary skill. 
A skilled artisan does not read the Urwin patent in a vacuum for isolated passages which in view 
of another isolated patent passage, may bear some obscure relationship towards Appellant's 
claimed invention, but rather skilled artisans are motivated for that what meaning any of the cited 
patents as a whole may suggest or teach to one of ordinary skill. 1,4 What is essential to the 
operation and function of the Urwin patent cannot be dismissed as unnecessary teachings when 
Urwin is combined with other patents in a 35USC1 03(a) rejection. 1 When Urwin teaches 
something that cannot be done without enveloping and grasping the ball, such patent teachings in 
a reference combination under 35USC103(a) cannot be deemed to suggest and motivate an 
artisan towards a tangential contacting and engaging tennis ball retriever. 12 Artisans are not 
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motivated by randomly gleaned, obscure and isolated passages which are not only discordant 
with what the patent itself teaches, but also discordant with those teachings of another patent 
with which these discordant passages have been combined for 35USC1 02(a) purposes. The final 
rejection accordingly fails to take into account the fact that the Urwin teachings, as a whole. 
Urwin actually reinforces Appellant's position that it would be unobvious to use Appellant's 
unique and unknown tennis ball retrieving attachment 30 in the manner in which it is used to 
tangentially contact and engage a tennis ball so as to permit the repetitive retrieval of all major 
tennis ball brands. Not only does appellant's claimed attachment 30 retrieve all tennis balls but 
also 4-6 fold the tennis ball's weight. 7 All of this has been unexpectedly discovered by appellant 
without destroying the tennis ball nap or adversely affecting the delicate play and balance of the 
tennis racquet. 

What motivation (without any knowledge of Appellant's invention) arises to one of 
ordinary skill having knowledge of the Urwin patent teachings as a whole to remotely perceive, 
much less discover, the claimed tangential tennis ball retrieving embodiments of Appellant's 
claims 8, 1 1 and 13-15? The Urwin motivation is that no hooked material by itself can 
tangentially engage and lift a tennis ball, but if you change the ball retrieving attachment to "an 
arcuate tennis ball grasper of a contour mating onto the contour or curve of the tennis ball", then 
you can effectively lift the tennis ball. Urwin clearly directs and motivates the artisan away 12 
from the unknown discovery of a uniquely different tennis ball retrieving attachment used in an 
entirely different manner from which Urwin teaches to achieve a totally unexpected end result all 
of which represents under all existing patent standards an unobvious invention. 7 The use and 
reliance upon Urwin in the 35 USC 103(a) rejection based upon Feldi (same teaching away 
problem) or Musslin in combination with Melbye et al is clearly in error since it destroys the 
essence of the Urwin teachings, as well as rendering Urwin unfit for its intended purpose.' The 
Urwin patent combination, as applied, destroys the mode of operation and entire underlying 
purpose of the Urwin patent teachings. 

The mere fact that Urwin uses a paired hook and loop fastening system to attach the 
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"arcuate frame having a concave interior surface configuration in similar shape to arc on the 
spherical surface of a tennis ball" (e.g. see Urwin Col. 5, lines 37-39) has no relevancy under 
35 USC 103(a) to Appellant's claims 8, 1 1 and 13-15 or the establishment of grounds for a prima 
facie case of obviousness herein. The gripping means (30 and 40) attached at a one o'clock 
position and butt end of the racquet are not designed for direct tennis ball contact, but rather 
provides a paired hook and loop fastening system which allows the butt end gripping member 10 
to be removably attached to the racquet from the gripping means. What motivation does the 
Urwin teachings, as a whole, have towards the establishment of a prima facie case of 
obviousness? How does Appellant's claimed tangential tennis ball retrieving attachment 30 in 
any form or manner relate to the essential graspingly grip the tennis ball as required by Urwin? 
Contrary to the Examiner's position, the Urwin teachings, in conjunction with either Feldi, or 
Musslin and Melbye, et al and Smerdon provide clear evidence of the absence of any prima facie 
case of obviousness. Both Feldi and Urwin conclude that what Appellant's claims as her 
invention (tangential contact and retrieval) cannot be done. An appellant is "entitled to rely on 
the fact that the most specific teaching cited by the examiner, uncontradicted by the art of record, 
led away from what appellant claimed." 11 Musslin leaves the artisan with nothing but a vast 
number of different types of unidentified materials falling within its all encompassing teachings 
device. Musslin thus fails to provide any guidance whatsoever and is totally negated by the more 
current teachings of both Feldi and Urwin, Melbye, et al fails to provide any guidance or 
motivation by disclosing an inapposite mushroom type fastening system (which is saliently 
different and also DOES NOT WORK) coupled with teachings disclosing that a broad array of 
diversified products with differing hook and loop fastening system combinations may be 
produced by varying the processing conditions of manufacture (e.g. molecular orientation by 
cooling of col. 3, lines 23-26, 40-52, and col. 5, lines 1-7. Example 1: Tables 1 and 1 1 etc. as 
taught by Melbye et al). Melbye, et al teach and contradict the essence of the Examiner's 
unsupported conclusion that equivalency may be arbitrarily assumed by reason that the paired 
hook and loop fastening systems are manufactured and designed to fasten together. Even 
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amongst the hook mushroom type fasteners of Melbye et al, substantial differences arise by 
reason of manufacturing conditions, molecular orientation, structure and chemical composition. 
Equivalency may not be presumed or established upon the basis of a mere relationship or 
appellant's own findings. Lastly, the claimed unexpected results of Appellant's invention could 
not be predicted from the prior art teachings, as a whole, which collectively taught Appellant's 
claims 8, 1 1 and 13-15 could not be done. 647 

Urwin has been relied upon for allegedly teaching that the hook and loop fasteners may 
be placed anywhere along the outer surface of the racquet frame. Appellant is not claiming a ball 
retrieving attachment comprised of a paired hook and loop fastener system (genus or any hook 
material) placed upon a shoulder of a tennis racquet. Appellant's claims 8, 1 1 and 13-15 limited 
by the words "consisting essentially of are directed towards a unique and unknown ball 
retrieving attachment in the form of a strip adhesively attached to an outer surface of a tennis 
racquet and its use, which because of its uniqueness, including the claimed monofilament hook 
structure, possesses a unique undisclosed and unknown ability simply upon tangential contact to 
engage the nap and to lift repetitively all major brands of tennis balls. Urwin cannot do this and 
clearly requires a cumbersome, protruding ball grasping attachment which follows the contour of 
the tennis ball cover so as to envelope the ball, as opposed to the claimed "tangentially contacting 
the grounded" tennis ball. In contrast to Appellant's claims 8,1 1 and 13-15 of a ball retrieving 
strip attached to the shoulder of the tennis racquet in a streamlined fashion from a nine o'clock 
position to about a three o'clock position, Urwin attaches a bulky, protruding ball shaped 
gripping member 10 to the tennis racquet using the hook and loop gripping means 30, 40, 24 and 
26 so as to removably attach and detach the ball gripper 10 from the racquet. The most 
appropriate position for not interfering with tennis play is at the butt end of the Urwin handle as 
shown in Urwin Figure 6. Any other cumbersome and unbalanced placement upon the racquet 
would adversely effect the play of the more avid and talented tennis player. Urwin also teaches 
in col. 4, lines 11-13 "that the location just offset from the top provides the most effective 
location for using the tennis racquet", (i.e. at one o'clock as shown in Urwin Figure 1). It is not 
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surprising that Urwin 's ball gripper 10 includes removable hook and loop attaching means (30, 
40, 24 and 26) so that it may be easily removed during tennis play. In complete contrast to 
Urwin's enveloping of the tennis ball, the claimed strip of Appellant's claims 8, 1 1 and 13-15 
allows for only tangential contact between the attachment and the tennis ball as claimed. The 
claimed strip applied and following the contour of the tennis racquet shoulder only permits 
tangential contact while also allowing the tennis racquet in tennis play to aerodynamically slice 
through the air without hindering or adversely affecting play. Smerdon adds nothing for the want 
of suggestive teachings of concern to unique hook size and characterization and its relationship 
to a tennis ball pile. 

Method Claims 10-15 - Patentability (All Issues) 
The method claims 10-15 provide a method for retrieving a grounded tennis ball T with a 
tennis racquet 2 equipped with a unique ball retrieving attachment 30 attached along an outer 
peripheral edge of a shoulder 12 of the tennis racquet 2 with the hooked material positioned (e.g. 
see Figures 1 ,2A, 2B, 6 & 7) thereupon at a retrieving position for tangentially engaging and 
lifting a grounded tennis ball T upon tangential contact therewith, (see Figures 2B & 4) 

The initial unknown step (claim 10) of providing as a tennis ball retrieving attachment 30 
a strip of a hooked material 31 having a pressure sensitive adhesive 33 applied to a resilient 
backing member 32 equipped with a plurality of pre-shrunken nylon monofilament hooks 31 of 
an average monofilament diameter d of at least 8.0 mil, an average hook height h of at least 1.85 
mm, an average hook width w of at least 1.0 mm, and an average hook depth H d of at least 0.6 
mm, with the hooks being of a spiral configuration arranged in repetitive rows of at least 250 
hooks per square inch claims a narrowly defined and unique pre-shrunken nylon hooks 31 which 
when applied to the outer peripheral edge 12 of the tennis racquet's shoulder 11 at the retrieving 
position of step (b) so as to unexpectedly allow the uniquely distinctive ball retrieving 
attachment 30 including monofilament hooks 31 of the strip 30 upon tangential contact with the 
grounded tennis ball T (as shown in Figures 2B) to engage onto the tennis ball nap N to 
consistently lift the hooked tennis ball nap N ( as shown in Figures 2B & 4) to a ball retrieving 

85 



10/635,873 



position involve a completely unknown steps of a tennis ball retrieving method. The unique 
engaging and disengaging characteristics of the unique pre-shrunken nylon monofilament 
attachment were unknown and deemed by the prior art to be impossible. These essential 
prerequisites, as claimed, were unknown. The hook and loop fastening art constitutes an 
immense body of art embracing a multitude of chemically diverse fastener system. The fact that 
the tangentially engaged tennis ball T may then be lifted and easily retrieved (without fail) from 
the strip without stooping or bending involves the unknown. An important aspect of Appellant's 
invention rests upon a uniquely different attachment 30 of monofilament hooks 31 characterized 
by a narrowly defined strip of monofilament hooks 31 possessing uncommonly different 
characteristics and capabilities from all others (i.e. the genus). There exists an extraordinary and 
uncommonly different cooperative interrelationship between the tennis ball of nap N of a 
standard tennis ball T and Appellant's claimed tennis ball attachment 30 which permit the 
claimed unexpected superior efficacy of Appellant's invention to be achieved. The 
unobviousness of the claimed method of providing an uncommon tennis ball retrieving 
attachment 30 having saliently different structural characteristics (i.e. diameter, height, width, 
hook depth) and that these saliently different and unique characteristics yielded a unique and 
unexpected result heretofore unknown and untaught is clearly evident from the cited patents of 
record. The method claims 10-15 require the discovery of an uncommon and unknown tennis ball 
retrieving attachment 30 with a unique ability to tenaciously engage a tennis ball nap and retrieve 
all tennis balls by tangential contact therewith. 

The final rejection of appellant's method claims 10-15 presupposes that the skilled artisan 
would be motivated upon the basis of the cited patents to equip a tennis racquet with an unknown 
tennis ball attachment (unknown to have an unexpected and unique affinity to a tennis ball nap) 
comprised of a strip of a saliently different claimed hooked material structure from what is 
disclosed in any of the combined patent teachings by applying the pressure sensitive strip of the 
ball retrieving attachment 10 to the outer peripheral edge of the shoulder of the tennis racquet, 
then by "tangentially contacting the tennis ball", so as to engage and hook the wool nap of the 
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grounded tennis ball onto the nylon monofilament hooked material, a tennis player would then be 
able to repetitively engage, lift and consistently retrieve all brands of tennis balls thereby. There 
exists no motivation to discover such an unknown tennis ball retrieving attachment amongst a 
vast array of different hook and loop fastener much less effectively use such a device or to 
remotely comprehend that what the prior art says cannot be done, can be done. Assuming 
arguendo that a prima facie case of obviousness exists, the unexpected results, especially in light 
of prior teachings (e.g. see Feldi, Lamson and Urwiri) saying it cannot be done with the genus 
hook material provides an unrefuted and clear rebuttal of any such prima facie case of 
obviousness. 

How can an undisclosed and untaught ball retrieving attachment be presumed to be 
known when the collective teachings (i.e. Urwin, Feldi, Musslin, Smerdon and Melbye, et at) of 
the combined patents (as acknowledged and verified by Lamson) fail to teach the untaught and 
essential embodiments of such tennis ball retrieving attachment exists? 11 How can a tangential 
contacting ball lifting attachment be presumed to be obvious when, in fact, the very art which is 
relied upon for the assumed "prima facie case of obviousness" teaches 12 that you cannot 
effectively retrieve tennis balls upon tangential contact and that your choices are to either alter 
the tennis ball retrieving attachment to the curvature of the tennis ball surface (Urwiri) or 
completely change the tennis ball cover to a hook and loop fastening system (e.g. Feldi), and 
especially in view that none of the cited patents bear any relevancy to the unknown tennis ball 
retrieving attachment of Appellant's claims 10-15? As aptly held in the decision of In re Dow 
Chemical Co. 837 F.2d469, 5 UPSQ2d 1529 (Fed.Cir. 1988): 

"Recognition of need, and difficulties encountered by those skilled in the field, are 
classical indicia of unobviousness." 

If no one knows of the tennis ball retrieving attachment as prescribed by Appellant's 
method claims 10-15, how can it be presumed obvious to discover the unknown and use the 
unknown tennis ball retrieving attachment in the methodology as prescribed by Appellant's 
method claims 10-15? Is it obvious to use an unknown ball retrieving attachment to achieve 
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unexpected ball retrieving results in the face of prior art teachings which collectively teach it 
cannot be done? 

These facts herein are reminiscent of In re Buehler - 185 USPQ 781 in which the CCPA 
noted that: 

"Appellant's claimed method, however, involves doing what Clark tries to avoid.... 
Appellant has invented a method... when the prior art (Clark) strongly suggests that such 
method would produce.... unacceptable results. This is the very antithesis of 
obviousness... .The prior art.. .does not teach or even hint at appellant's discovery..." 

Lezal Support of Unobviousness Conclusion (All Rejections, All Claims and All Issues) 

The final rejection Appellant's claims 1, 4 and 6-15 is flawed by a failure to follow the 

M.P.E.P. guidelines, the statutory requirements, and established case law coupled with the 

absence of several crucial elements which are necessarily essential to establish any valid rejection 

claims or prima facie case of obviousness involving a combination of references under 

35USC1 03(a). The final rejection (as pointed out in previous response by Appellant) fails to 

follow those obviousness guidelines as clearly established by the Manual of Patent Examination 

and Procedures . These unfollowed guidelines include: 

1 . A failure to take in consideration Appellant's claimed invention, as a whole, 
including all the claimed elements of the invention, as well as the unique and 
unexpected results that have been achieved as a result of the Appellant's 
unobvious invention. 

2. A failure to provide the necessary factual background (including all the claimed 
elements) in support of a valid prima facie case of obviousness. 

3. A failure to appraise and properly evaluate the individual and collective patent 
teachings of record as a whole, including those patents relied upon in the 

35 USC 103(a) rejections. 

4. A failure to apply the appropriate legal standards and considerations in concluding 
that all of Appellant's rejected claims are obvious under 35USC103(a). 

A necessary prerequisite in establishing prima facie case obviousness in any claimed invention 

requires that all the claimed limitations must be suggested or taught by the prior art (e.g. see 

M.P.E.P. 214303.03 In re: Royka, 490 F.2D 981,18/0USPQ/58,(CCPA/1974) without any 
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reliance upon Appellant's findings to supply matters untaught by the prior art: 

"All of the disclosures in a reference must be evaluated for what they fairly teach one or 

ordinary skill in the art when all of the disclosures in a reference are considered, the 

overall suggestion to emerge from the prior art reference may be contrary to that which 
might appear from an isolated portion of the reference." In re hanger et al 9 1 75 USPQ 
169. 

Equally important is to recognize that the claimed invention includes not only those 
claimed embodiments recited in the claim, but also the unexpected results which are achieved or 
provided by an invention (i.e. the invention as a whole). 7 Appellant's claims clearly point out 
and distinctly claim that the invention relies upon a unique and unknown tennis ball retrieving 
attachment equipped with a highly unique and distinctive characterization of a one-of-a-kind 
hooking material which is capable merely upon tangential contact with a tennis ball nap to 
engage and lift repetitively all major brands of tennis balls without damaging the tennis ball. 
This is truly an unexpected and untaught result which, in light of the very art relied upon in the 
final rejection, could not be accomplished. 

The primary reference (Feldi) and a necessary secondary reference (Urwiri) in the 
35USC103(a) rejection of claims 8, 1 1 and 13-15 clearly teaches that what the Appellant has 
accomplished cannot be accomplished in the manner in which it was accomplished. Even if it 
were deemed that sufficient facts existed upon the basis of the combined patent teachings to 
establish a prima facie case of obviousness, then the unexpected results of the Appellant's 
invention (especially in light of the patent teachings which very explicitly say that what 
Appellant has accomplished cannot be done) constitutes more than sufficient grounds to override 
any such prima facie case that might have existed. 

In the 35USC 103(a) rejections of record, there exist no teaching of a tennis ball retrieving 
attachment equipped with a very narrowly defined, specific and unique different hooked material. 
Neither Feldi nor Musslin nor Melbye et al nor Urwin nor Smerdon in the 3 5USC 103(a) rejection 
of claims 1, 4 and 6-15 disclose or remotely contemplate an attachment meeting such unusual 
claimed prerequisite elements. The finding of such a tennis ball retrieving attachment and 
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characterization all involve unexpected findings solely known to appellant. Urwin as applied in 
combination with Feldi or Musslin and Melbye et al in the final 35 USC1 03(a) rejection of 
claims 8 5 1 1, and 13-15 recognizes the complete paucity of the prior art in disclosing or 
suggesting this essential claimed embodiment of appellants tennis ball retrieving attachment and 
even more unexpectedly its unexpected efficacy in retrieving tennis balls via tangential contact, 
engagement and lifting of a tennis ball nap. The requirements and the unexpected results solely 
involve contributions by appellant of matters neither known or expected upon the basis of the 
cited prior art teachings (i.e. Feldi, Musslin, Melbye et al, Smerdon and Urwin). 

The final rejection fails not only to provide the necessary factual background to support a 
valid 35USC103(a) rejection, but also fails to properly evaluate what the individual teachings of 
the patent of record, as a whole, fairly teach and suggest to the artisan of ordinary skill, as well as 
what the collective or combined teachings of the cited patents (as a whole) may be deemed to 
fairly teach and suggest to an ordinary artisan. The whole thrust of the Examiner's position rests 
in an attempt to establish that the claimed unique and distinctive monofilament nylon ball 
retrieving attachment unexpectedly discovered by Appellant was known to the art by relying 
primarily upon three patents {Feldi, Melbye et al and Smerdon), each of which fail to teach what 
the Examiner alleges they teach, much less the erroneous factual conclusions that all hooked 
materials (irrespective of their structure, their chemical composition, their molecular character, 
their method of manufacture, etc.) may legally be regarded as equivalents. The manner in which 
prior art teachings have been gleaned for discordant teachings flies directly in the face of a long 
established case law that: 

"A necessary corollary is that all words in the claim must be meaningfully considered 
before judging the patentability of any given claim against the prior art (e.g. see in re: 
Wilson 165 USPQ 494 CCPA1970)." 

Feldi and Melbye et al do not provide any factual or legal grounds for the equivalency position as 

relied upon in the final rejection of Appellant's claims. 10 As pointed above, the claimed ball 

retrieving attachment bears no equivalent relationship to the hook and loop garment fastener of 
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Urwin or the paired hook and loop fastening system of Feldi or the SCHOTCHAMTE SJ3526 or 
SJ3527 of Smerdon. 

The Examiner's equivalency position simply rests upon a gleaning of the patent literature 
as a means for establishing a relationship between the cited art and the undisclosed claimed 
embodiments of Appellant's claimed tennis ball retrieving attachment. Broad indescript words 
and phrases such as the paired "hook and loop fastening system" of Feldi, the "garment 
fasteners" of Melbye et al, and the paired VELCRO and SCOTCHMATE hook and loop 
fasteners, the Smerdon good "wet and hot adhesive backing" teachings of SCOTCHMATE S J 
3526 or SJ3527 have all been gleaned from the cited patents (irrespective of the fact that the 
patents' teachings are inapposite to appellant's claims) or fabricated without facts (e.g. the wet 
Wimbledon or U.S. Open tennis events) in an attempt to establish a mere relationship. Any 
attempt to establish equivalency or bridge the genus to the unique species just because of a 
known relationship (even though they don't work, such as in Melbye et al, Urwin and Feldi, or 
relate to an assumed but false fact cannot be legally reconciled with the well established legal 
doctrine: 

"...A mere known relationship between acetals and esters as disclosed by the isolated 
portion of Enk upon which the board relied is insufficient to support the rejection. As 
distinguished from a disclosure of equivalents, the disclosure of a known relationship 
does nothing more than teach that it would have been obvious to try, which is insufficient 
under section 103. In re Lindell, 55 CCPA 707, 385 F.2d 453, 155 USPQ 521 (1967). 
Many compounds have a known relationship but are not equivalents for substitution in 
different reactions. A mere relationship is an insufficient basis for the necessary 
predictability of success to sustain a rejection under section 103." See In re Naylor 54 
CCPA 902, 369 F.2d 765, 152 USPQ 106 (1966) and In re Mercier - 185 USPQ 774. 

As also stated in ex parte Price et al 150 USPQ 467 (P.O.B of App. - 1966): 

"The examiner states that oxygen and sulfur are regarded as equivalent in this art. This is 
always an attractive generality but we are not convinced that it disposes of the instant 
issue of obviousness. The secondary references do not convince us that the particular 
substitution involved here would be obvious." 

Even more importantly, the whole equivalency argument by the Examiner rests totally upon what 
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is only known to Appellant (alleged admission of equivalency). This is legally inappropriate as 
firmly established in the decision In re Ruff (1958 45 Cust & Pat App (Pat) 1037,256 F2d 590, 
118USPQ 340 which stated: 

"To rely on equivalents known only to applicant to establish obviousness is to assume 
that his disclosure is part of prior art; this is contradictory to SEC 35 USCS 103 wherein 
test laid down is whether difference between what is claimed and prior art would have 
been obvious to one of ordinary skill in art at time invention was made. Actual 
equivalence is not enough to justify refusal of patent on one member of group when 
another member is in prior art; equivalence must be disclosed in prior art or be obvious 
within terms of SEC 35 USCS 103." 

The equivalency standard requires not only that obviousness equivalency exists but also 
that they must be the actual equivalents to one another. The "test of actual equivalency is 
whether substituted element operates in substantially same way to produce substantially same 
result as element replaced" In re Shaffer 108 USPQ 326 (CCPA 1956). None of the patents or 
references relied upon by the Examiner disclose appellant's claimed tennis ball retrieving 
attachment and the method of its use. The disclosed ball retrievers of the prior art all fail to meet 
this standard of "operating in substantially some way to produce substantially some result as 
element replaced." None of the cited elements produce appellant's claimed results. Equivalency 
accordingly does not exist. The prior art teaches precisely opposite from what the final rejection 
presumes to be equivalent. 

The In re Shaffer decision also has a direct bearing upon the obviousness conclusion by 
its holding: 

"Although references may be combined to show that claim is unpatentable, they may not 
be combined indiscriminately; criterion to determine whether prior art suggests doing 
what applicant did; when references are combined to negate patentability, it should also 
be considered whether one skilled in art with references before him could have made 
combination of elements claimed without exercise of invention; it is not enough for valid 
rejection to view prior art in retrospect once applicant's disclosure is known." 

The Examiner's analysis of the prior art hinges upon the alleged fact that Feldi teaches 

that all hooked materials of VELCRO or any other brand are equivalent. Unfortunately, the 

correct factual analysis of those Feldi "VELCRO" or any other brand hook and loop fastening 
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system teachings (as clearly understood by the ordinary artisan and plain language of Feldi) 
involves the paired and mating two-component fastening system, namely, a paired hook 
component and a paired loop component of the mating fastening system which are specially 
manufactured and adapted to engage and fasten onto one another. The hook alone is not the 
paired hook and loop "fastening system", nor is the loop alone the paired "hook and loop 
fastening system". This is a far cry from saying that all of the hooks of any hook and loop 
fastening system may be legally and factually deemed to be an obvious equivalent and an actual 
equivalent to one another. The patent law does not permit the hypothetical extension of teachings 
of genus to species, much less actual and obvious equivalency, to embrace subject matter which 
is clearly not taught by a reference. When Feldi talks in terms of a "fastening system", Feldi is 
not referring only to the hook, but rather only to the combination of a "hook and fastening 
system" as a genus which are specifically designed and used to fasten together. These Feldi 
teachings have no relevancy to a very unique one-of-a-kind nylon monofilament hooked material 
of Appellant's claimed and unknown ball retrieving attachment. Nothing in Feldi suggest any 
hook material will provide the claimed combination let alone the unique claimed hooked material 
combination. The mating hook and loop fastening system of Feldi is neither Appellant's 
unknown claimed ball retrieving attachment, nor does it provide the unexpected and untaught 
efficacy upon tangential contact with a tennis ball so as to superbly and uniquely engage and 
repetitively lift all brands of tennis balls thereby. Thus, it should be self evident that Feldi 
provides no factual basis, guidance or motivation whatsoever for the alleged equivalency 
between what is taught by Feldi and what has been solely and uniquely discovered by the 
Appellant. The law clearly establishes that knowledge known only to a patent applicant cannot 
be used or imputed under USC 103(a) as knowledge known by the ordinary artisan. Equivalency 
cannot be based upon what is known only to a patent applicant. 

The two 35USC103(a) final rejections are accordingly based upon a host of unfounded or 
untaught assumptions (for which proof has demanded by verified support) which when 
collectively combined using appellant's claims as a template allegedly teach appellant's claimed 
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invention. Including amongst these erroneous assumptions are: 

1) All hook components of all hook and loop garment fasteners are equivalent to one 
another. 

2) All VELCRO and all SCHOTCHMATE hook and loop fasteners are equivalent to 
one another. 

3) The application or use of a hook fastener adhered to the side of the handlebar stem 
and a loop fastener around the circumference of a watering tube as a hook and 
loop combination suggests the sole use of the hook component by adhering it onto 
the shoulder of a tennis racquet notoriously known to be different in construction 
from chrome handlebar stems and plastic or rubber construction of water tubes. 

4) The false allegations and assumption that the Wimbledon and the U.S. Open are 
played in "hot, wet and damp conditions" when in fact the events are cancelled 
when wet such as by rain for safety and other reasons. 

5) By initially falsely assuming the Wimbledon and U.S. Open are played in wet 
conditions and then assuming that the "good adhesion in wet and warm 
conditions" for the hook and loop fastening together of handlebar stem and 
drinking tube outlet of Smerdon would igso facto lead the ordinary artisan to 
apply to a tennis racquet of an inherently different construction and used under 
entirely different conditions. 

6) The loop component as well as the hook component of the hook and loop 
combination of Smerdon may be summarily dismissed as a meaningless element 
other than it genus hook and loop fastener system in the same manner the Melbye 
and Feldi patent have been applied in the 35USC103(a) rejections. 

7) The ordinary artisan in light of clear teachings of the cited statutory that the hook 
component is ineffective to tangentially engage and lift a grounded tennis ball 
would select, amongst a host of others, Smerdon. 
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8) The ordinary artisan would ipso facto do something which directly contradicts the 
prior art. 

9) The ordinary artisan is guided by abstract, theoretical and abstract considerations, 
prone to undertake an exercise in futility, prone to indiscriminately change the 
structure of the most learned patent teachings when no practical considerations to 
promote the progress of useful arts or are of use to society are manifest thereby, to 
derive a unique species form a vast genus (e.g. see In re Fay 146 USPQ 47, 
(1965), In re Stemniski, 170 USPQ 343, (1971) and In re Tubrusky.). 

1 0) Obviousness in structure and the invention as a whole may be presumed when 
there exists upon the basis of the prior art teaching or no useful purpose to be 
served by such a theoretical modification of the prior art devices. 

1 1) The essential and functional elements of appellant's claims may be negated by 
back door considerations (i.e. good adhesive character for bicycle handlebar stem) 
which bears no practical considerations to the contrary patent teachings (hook will 
not effectively work) and the unexpected efficacy of the claimed invention. 

12) The unexpected efficacy of appellant's one-of-a-kind unique may be presumed or 
assumed to exist upon the basis of ineffective and contrary prior art teachings 
which clearly teach to the contrary. 

1 3) A mere unrelated relationship amongst a vast field of almost unlimited choices 
does not provide grounds to dissect a mating combination and use the dissected 
component for an entirely different purpose. 

The Patent Office Board of Appeals in the decision of ex parte Tannaka et al 
174USPQ38 (1971) involved a final rejection lacking any disclosure or suggestion of a claimed 
modification which was properly reversed by the ?3oard on the grounds that: 

"There existed no "prima facie case of obviousness "since there is no suggestion in the 
prior art that such a result could be accomplished by so modifying prior art devices...", 
"...none of the references alone or when taken in combination suggest the missing feature 
of appellant's claimed invention." 
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The same speculative assumption arises by the reliance upon the "Widely used garment 
fasteners" are hook and loop fasteners such as currently marketed under the trademark VELCRO 
by VELCRO U.S.A., Inc. and under the trademark SCOTCHMATE by 3M Company" of 
Melbye, et al These Melbye, et al teachings bear no relevancy whatsoever to the claimed 
embodiments of the Appellant's unique and unknown tennis ball retrieving attachment. As 
pointed out above, the paired hook and loop components of "garment fasteners" oi Melbye, et al 
or the "fastening system" of Feldi when utilized together in the manner intended by the 
manufacture will then serve as "garment fasteners". This does not in any form or manner mean, 
suggest, or teach that you can use a hook from any fastening system and apply it to any and every 
type of material known to mankind. Both of the randomly gleaned Melbye et al and the Feldi 
teachings relied upon by the Examiner pertain only to a fastener combination or "fastening 
system" which relies upon both the paired hooked and looped component as especially paired 
and designed by their respective manufactures to function (as sold and distributed) as a fastening 
system by cooperatively fastening onto one another. In the same manner recognizing that there 
existed no mention or disclosure whatsoever of the claimed hook element and its unique 
function, the Examiner scanned the search field for a mere mentioning of SCOTCHMATE 
SJ3526 in an inapposite patent setting and indiscriminately combined the disjointed teachings 
with another inapposite patent teachings solely by reason of appellant's discovery providing 
meaning to an otherwise indescript teaching. Such teachings do not in any form or manner direct 
or motivate the artisan towards the uniquely different claimed embodiments of Appellant's 
heretofore unknown ball attachment which has distinctively different characteristics from what is 
taught by the patents (singularly and collectively) and which has the solitary ability upon 
tangential contact to uniquely engage and lift all brands of tennis balls without damage. Within 
this context, the Board's attention is directed towards In Re Meinhardt and Shuman 1 50USPQ54 
(CCPA, 1966) which held: 

"35USC103 requires the court to evaluate the claimed subject matter as a whole against 
teachings of the prior art references of record; references are evaluated by ascertaining 
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facts disclosed therein as a whole; it is it is impermissible to first ascertain factually what 
Applicant did and then view prior art in such a manner as to select from random facts of 
that art only those which may be modified and then utilized to reconstruct Appellant's 
invention from such prior art." 

This is precisely the approach taken in the reliance upon the hook and loop fastening system and 

hook and loop garment fastener of Melbye, et al, Smerdon and Feldi in the final rejection. There 

exists no art whatsoever which would remotely lead or suggest to the ordinary artisan those 

unknown embodiments of the very highly specific and unique tennis ball retrieving attachment of 

Appellant's claimed invention and its use or even more remotely any anticipation whatsoever 

that such clearly unexpected results would be achieved as claimed in Appellant's claims 1, 4, and 

6-15. The 35 USC 103(a) rejections of Appellant's claims 1 5 4, and 6-15 accordingly cannot be 

reconciled with In Re Warner 54CCPA/1628 3 154USPQ173 (1967) which held: 

"Rejection based on section 103 clearly must rest on a factual basis and these facts must 
be interpreted without hindsight reconstruction of the invention from the prior art. In 
making this evaluation all facts must be considered. The Patent Office has the initial duty 
of supplying the factual basis for its rejection. It may not because it may doubt the 
invention is patentable, resort to speculation, unfounded assumptions or hindsighted 
reconstruction to supply deficiencies in its factual basis." 

There exist no basis (other than hindsight) to foresee or remotely anticipate that a unique, one-of- 
a-kind hook element (amongst a host of others) would effectively engage and lift all major tennis 
ball brands and disengage all major tennis balls upon repeated performance without causing 
damage and therefore overcome long established problems in a manner which contradicts the 
prior art teachings relied upon in the 35USC 103(a) rejection. The Lamson patent reiterates the 
futility of attempting to use the hook component of the hook and loop fastener combination while 
suggesting instead, the use of the adhesive backing to retrieve the tennis balls. 

An analogous situation involving the leading away teachings of the cited patents of record 
herein may be found in the Tenth Circuit Court of Appeals decision of Staley Manufacturing vs. 
Harvest Brand, Inc. 171 USPQ/795 (1971), in which the Tenth Circuit held: 

"That although all elements were old and known in the prior art, their combination was 
patentable since it overcame all the problems and went against the teachings of the prior 
art." 
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Another oft cited Court of Customs Patent Appeals decision of In Re Wesslau 147/USPQ/391 
(1965) directly reflects upon the facts and legal considerations herein in which decision the 
CCPA concluded that: 

"It is impermissible within the framework of section 103 to choose from any one 
reference only so much as it would support a given position to the exclusion of the other 
parts necessary to a full appreciation what that reference fairly suggest of ordinary skilled 
in the art." 

Appellant "may rely on the fact that the most specific teachings cited by the Examiner, 
uncontradicted by the art of record, lead away from what applicant claims", (e.g. In re Lundsford 
148 USPD 721 (CCPA 1966). A full appreciation of Feldi requires both the hook and loop 
fastening system as the only manner in which tangential engagement and lifting between the 
tennis ball and the attachment will occur. A full appreciation of Urwin teaches that you must use 
an attachment which graspingly surrounds the tennis ball since tangential contact will not work. 
Melbye, et al teaches mushroom type fasteners. Musslin teaches nothing about Appellant's 
unknown claimed tennis ball retrieving attachment which all of the enabling and subsequent 
patent teachings acknowledge. Musslin attaches no concern to hook size and character. Smerdon 
has been applied in a vacuum with complete disregard to the conjoint use of a SCOTCHMATE 
SJ3526 for a different purpose in completely different environment with distorted 
unsubstantiated assertions and speculative innuendos being relied upon to force the combination 
of Smerdon with the remaining 35USC 103(a) reference combination. Smerdon has no concern 
about hook size or character. The essence of the cited teachings cannot be disregarded in any 
rejection of Appellant's claims 1, 4, and 6-15 since the cited patents collectively teach the futility 
and unexpectedness of the claimed embodiments of Appellant's claims 1, 4, and 6-15. 

The present final rejection relies extensively upon piece meal disassembly and 
examination of the prior art solely in light of Appellant's contribution and a reconstruction of 
disjointed pieces, totally in light of Appellant's own invention, to fabricate an alleged prima facie 
case of obviousness. Feldi involves the use of a two component fastening system which includes 
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both the hook component and the loop component. The Feldi ball cover is changed necessarily so 
that it either contains the paired hook component or the paired loop component and the mating 
opposite of the "hook and loop fastening system" for the tennis racquet so that there exists 
mutual cooperative engagement for the "ball gripper" concept. Both the "hook and loop" of the 
"fastening system" are required in order to fulfill the "ball gripper" concept or idea of Feldi. The 
same defect exists in the application of the garment fasteners identified as "hook and loop 
fasteners " marketed under VELCRO and SCOTCHMATE trademarks and "mushroom-type 
fasteners" of Melbye, et al The decision of In Re Pye and Peterson 143 USPQ 426 provides 
guidance as to the issue of properly combining references under 35 USC 103 by holding that: 

"While, as an abstract proposition, it might be possible to select certain statements from 
references and mechanically combine them with other references to arrive at Applicant's 
claimed combination, there is no basis for making such a combination; neither reference 
is directed to the problem solved by Applicant's invention. Only Applicant's 
specification suggests any reason for combining teaching of prior art, but use of such 
suggestion is improper under 35 USC 103." 

Wherein does Feldi, Musslin, Smerdon or Urwin have any reference to the problem solved by 

appellant. What within the immense field of hook and loop fasteners would lead an ordinary 

artisan to a one-of-a-kind hook component except for unfounded conjecture based solely upon 

appellant's own teachings to the unique cooperative interrelationship between a tennis ball nap 

and a solitary and unique claimed hooked material attachment? What meaning and relevancy 

does an adhesive backing of a hook and loop fastener have upon the efficacy of a hook 

component to effectively tangentially engage and disengage the nap of all tennis ball brands? 

Recognizing that there exists no disclosure of Appellant's claimed tennis ball attachment, 

reference is also made to Shaffer USPQ326 (CCPA1956) which held that: 

"Although references can be combined to show that a claim is unpatentable they may not 
be combined indiscriminately. Criterion to determine whether the combination is proper 
is whether the prior art suggest what the appellant did. None of the references suggest 
what the Appellant has done here." 
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There is no suggestion in the cited prior art whatsoever to first discover and then utilize a totally 
undisclosed and untaught one-of-a-kind tennis ball retrieving attachment (unknown) in the 
manner as taught and claimed by the Appellant herein, and even more astoundingly, to 
accomplish what could not be accomplished. The indiscriminate use of Smerdon is evident first 
of all by the irrelevancy of the adhesive backing teachings to a tennis racquet retrieval problem, 
the need to hypothetically stretch the U.S. Open and Wimbledon to unplayable conditions to 
hypothesis the "hot and wet" playing conditions met the adhesive backing requirements of a wet 
drinking tube outlet all in light of teachings which teach the ineffectiveness of any hook 
component. With a striking similarity to these facts, In re Fristsch USPQ1261 Federal Circuit 
1992, held that: 

"It is impermissible to use a claimed invention as an instruction manual or a template to 
piece together teachings of a prior art so that the claimed invention is rendered obvious 
and unpatentable." 

As to the applications of the Urwin patent, the Smerdon patent, the Melbye et al patent, 
and the Feldi patent in the 35 USC 103(a) rejections of record, the Board's attention is also 
courteously directed to the decision Ex Parte McKay 147USPQ220(1965) which the United 
States Patent Office Board of Appeals held: 

"Claims are not rejected for obviousness merely because the various portions of 
applicant's concepts are found amongst the references since the references do not suggest 
the applicant's arrangement of elements, absent applicant's disclosure; specific element 
of one reference has pertinency to element to the remaining references only after 
applicant's disclosure, not that the prior art made the relationship obvious." 

There exists a long line of cases which hold that references or patents cannot be properly 

combined under 35USC 103(a) if the omission of a required processing step or element from the 

cited patent would clearly contradict the patent teaching objective, or if the combined teachings 

renders the patented device or patented method useless or inoperative for its intended function 

and purpose, or if the combined teachings destroy the essence of the patent teachings relied upon, 

then there exists no basis under 3 5USC 103(a) for combining the patent teachings (e.g. see Ex 

Parte Hartmann 188 USPQ 366, Ex Parte Weber 154 USPQ 491, Ex Parte Sternau 155 USPC 
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733, etc.). The proposed combination renders Feldi, Musslin, Smerdon and Urwin inoperable for 
their intended function and purpose. If a patent states an element is essential to the operation of a 
process or a function of a device, a combination of references relying in part upon such patent 
teachings cannot dismiss such essential teachings as immaterial and then propose (under the 
guise of the combined teaching) an untaught device or method completely contradictory to what 
the patent teaches. These well established standards for combining references are well 
summarized in the Ex Parte Sternau holding which held that: 

"References may not be combined since there is nothing in their disclosure that would 
teach the combination or reason for it; moreover, combination would destroy the 
apparatus of one reference for its invented purpose." 

You cannot apply either Melbye, Feldi or Urwin without destroying the essence of the teachings 

by removing essential operative elements with striking similarity to appellant's rejected claims 1, 

4, and 6-15, the Board of Appeals In Ex parte Shepard et al 188 USPQ, the Board rejected the 

Examiner's position by holding: 

"... such modification by substitution is untenable absent some direction... Further more, 
the resulting structure would render material element of the Goetz et al system useless... 
In short, there is neither support in the prior art for the claimed limitations nor suggestion 
to combine references. 

Any reference combination based upon Feldi, Melbye et al, Smerdon or Urwin is 
necessarily in non-compliance with the guidelines of 2143.02 M.P.E.P. by its requirement that: 

"If proposed modification would render the prior art invention being modified 
unsatisfactory for its untended purpose, then there is no suggestion or motivation to make 
the proposed modification. In re Gordon, 733 F.2d 900, 221 USPQ 1 125 (Fed. Cir. 
1984)." 

By the same token, there exists a non-compliance with the 2143.03 M.P.E.P. guidelines (e.g. see 
MPEP 2100-99, Feb. 2000) and directive: 

"that if the proposed modification or combination of the prior art would change the 
principle of operation of the prior art invention being modified, then the teachings of the 
references are not sufficient to render the claims prima facie obvious. In re Ratti, 270 
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F.2d 810, 123 USPQ 349 (CCPA 1959)." 
How can Feldi be used alone or a primary reference (both rejections) or combined with Urwin or 
combined with Smerdon without rendering these patents unfit for their intended purpose or 
inoperable. 

The final rejection presupposes that amongst the vast number of paired hook and loop 
fastening systems (the genus), that the prior art would be drawn as a magnet towards the sole use 
of a one-of-a-kind hooked fastener component (the species) without its customary paired mating 
loop component for a use which as taught by the art it was not designed and consistently taught 
as ineffective (e.g. Lamson, Feldi and Urwin) with an unanticipated discovery in light of patent 
teachings extolling its ineffectiveness of an unknown tennis ball attachment unexpectedly 
possessing four to six fold efficacy in tenaciously engaging and lifting all tennis balls. The 
unique nylon monofilament was found to possess a uniquely different capability of resiliency 
penetrating the tennis ball nap engage the nap fibers with its unique characteristics (e.g. hook 
width, hook depth, hook height, monofilament size, and number of hooks per square inch) while 
also allowing the tennis ball to be retrieved without destroying the tennis ball cover or nap. An 
unknown feat which relies upon very specific and limited embodiments for its unexpected 
fulfillment. 

The M.P.E.P. guidelines of Section 2143.02 requires that in order to modify or combine 
references for 35 USC 103(a) purposes, "there exists a need for a predictability of success and 
that evidence showing no reasonable expectation of success fully supports Appellant's position 
that the claimed invention is unobvious, In re Rinehart 187 USPQ 143 (CCPA 1976)". Under 35 
USC 103, the rejections of appellant's claims herein, both the "predictability of success" and 
appellant's claims 1, 4, and 6-15 have "achieved more than a combination which any or all of the 
prior art reference suggested, expressed or by reasonable expectation" In re Sernakez 702 F.2d 
994 USPQ 1 (Fed. Cir. 1983). 

There exists nothing of record as clearly acknowledged by Feldi, Urwin, Musslin, and 
Smerdon as substantiated by Lamson to reasonable predict any success in using the one-of-a-kind 
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nylon monofilament hook component, to tangentially engage and disengage the nap of all major 
tennis ball brands or even more remotely the uniqueness and the unexpected superiority by which 
it accomplishes this most unexpected feat. There also exists a long line of cases which stand for 
the legal conclusion that even if the references were deemed to establish a prima facie case of 
obviousness, any such a prima facie case is overcome if there is of record a showing unexpected 
results. This is succinctly pointed out n re Orfeo and Murphy 9169 USPQ 487, which held that: 

"even though the claimed invention involves the use of a known compound in a known 
process, it is still unobvious to one of ordinary skill in the art because of the new and 
unexpected results and effects achieved." 

With striking similarity to Appellant's invention as it relates to Musslin et al and the other cited 

patents, it is also interesting to note that the Court of Customs and Patent Appeals In Re Russell 

169USPQ426 (CCPA1971 ) held that: 

"Even though a part of Applicant's range of proportions and ingredients are suggested 
by broad teachings of reference, if applicant can establish his relevantly narrow range 
yield unexpected superiority results as against broad references ranges as a whole, 
applicants will have established unobviousness of their claimed invention." 

Appellant's rule 132 Affidavit of Record on file in the parent application serial number 

09/655,743, as well as the tabulated exemplary results of Appellant's specifications clearly 

indicate that the uniquely different tennis ball retrieving attachment as claimed (claims 1, 4, and 

6-15) by the Appellant herein yields unexpected results. These unexpected results are further 

substantiated by a prior art which clearly teaches that Appellant's claimed results cannot be 

achieved and cannot be accomplished in the manner as claimed and achieved by the Appellant 

herein. The prior art as reported as late as the Lamson Patent filing date supports the 

unexpectedness of Appellant's claims 1, 4, and 6-15. If the results are more than would be 

expected, then the results would not be suggested by the art and therefore are unobvious. 

The Examiner's reliance upon the hook and loop fasteners of Melbye, et al to extend to 

the unique, one-of-a-kind preshrunken monofilament hook of a highly specific and narrowly 

defined characteristics and to show that VELCRO and SCOTCHMATE are functionally 
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equivalent as hook-and-look fasteners misses the whole point of the claimed invention. What 
relevancy does a paired hook and loop fastener system have to Applicant's claims? Applicant is 
not claiming a paired hook and loop fastener system combination of either VELCRO or 
SCOTCHMATE. It is meaningless within the context of either Appellant's claims or the 
meaning to the ordinary artisan that VELCRO and SCOTCHMATE are known as paired hook 
and loop fasteners or garment fasteners. The raw fact is that Appellant is not claiming a paired 
hook and loop fastener combination, but a unique and unknown tennis ball retrieving attachment 
30. Yes, Feldi does disclose and use a paired hook and loop fastening system and uses this 
combination to allow either the paired hook or loop covered ball (not a tennis ball) to be picked 
up with the racquet having the other mating or paired hook or loop component for engaging onto 
the newly covered hook or loop covered ball. Both paired elements are required by Feldi (i.e. 
neither the hook nor loop alone) to allow for the engagement and lifting of a ball with the hook 
and loop combination. The hook will not work by itself, as clearly taught by Feldi It is only 
when the paired hook and loop fasteners are used together will it work. Feldi clearly establishes 
that no equivalency may be established by the non-equivalency hook and loop fastener teachings 
of Feldi towards Appellant's monofilament hook which all by itself as opposed to all other non- 
working monofilaments imparts the unique ability to repeatedly tangentially engage and lift all 
major brands of tennis balls. Feldi clearly teaches the non-equivalency of all hook and loop 
fasteners from Appellant's claimed monofilament hook. 

The obviousness conclusion that, "given Melbye 's teachings 1 Col, lines 15-18, the 
SCOTCHMATE is a known hook and loop fastening system, it would be obvious to substitute a 
SCOTCHMATE fastener for the VELCRO one", means precisely what is stated by Feldi, namely 
to use the paired hook and loop fastening system is its entirety, (i.e. both and no more) the paired 
hook and loop fastening system. The Examiner wishes without any concrete or factual evidence 
to speculatively extend these explicit teachings beyond their intended meaning to include an 
uncontemplated use by an undisclosed and unknown tennis ball retrieving attachment possessing 
astounding unexpected efficacy. 
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The application of the Smerdon patent against the appealed claims involves nothing more 
than a data base search for a patent disclosing a SCOTCHMATE SJ3526 and a hindsighted 
reconstruction of the Smerdon patent teachings which is not only in discord with Smerdon but in 
discord with the remaining patent technology of the 35USC103(a) patent combination. Smerdon 
teaches the use of both the hook and loop combination to secure a plastic water tube outlet to a 
bicycle handlebar stem. Smerdon teaches that the loop fastener is adhered around the 
circumference of the end of the drinking tube with the loop ends overlapped slightly to ensure for 
a more peel resisted attachment (e.g. see Col 12, lines 3-8). The hook component which engages 
and secures the loop component and the end of the plastic drinking tube is attached to the 
handlebar stem. Smerdon 's teachings that "the beverage tube is secured to the handlebar stem by 
hook and loop fastening means" reveals Smerdon neither contemplated using only the hook 
component nor any concern of the hook size or character or a wool nap. 

The Office Action without factual support assumes that there exists no difference in the 
adhesion of a hook and loop fastener to a plastic water tubing outlet or a bicycle handlebar stem 
(typically of chrome) as taught by Smerdon in contrast to a shoulder of tennis racquet (typically 
of graphite or composite structure). The Office Action further falsely assumed that the "wet and 
warm conditions" at the end of the plastic watering tube of Smerdon (e.g. see Col 12, lines 1-29) 
would somehow prompt the ordinary artisan to conjure up a most wild imaginative thought that 
the U.S. Open and Wimbledon "are outdoor events that are played in wet and warm conditions", 
and the presumed "wet and warm conditions" of the U.S. Open and Wimbledon may be ipso 
facto be equated to the "wet and warm conditions" of the Smerdon loop fastener backing. This 
rationale is purely speculative and involves a distortion of the fact that neither the U.S. Open or 
Wimbledon are played in wet (i.e. rain) conditions since those matches are canceled in rain for 
safety reasons. 

Even if one were to follow the strained and speculative rationale of how the Smerdon 
patent has been applied against appellant's claims, how would the Smerdon patent teachings be 
applied when combined with the remaining cited patents? Urwin and Feldi (as well as Lamson 
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and all other teachings) teach the ineffectiveness of hook material for use to tangentially engage 
and retrieve all major brands of tennis balls from the tennis court. Smerdon teaches the need to 
use both the hook and loop fastener combination which renders it more logical to apply the 
combined hook and loop fastener combination of Feldi to Smerdon, Why in light of clear 
teachings saying it cannot be done, what teachings, what suggestions, what motivation, what 
reasonable prediction of success, other than appellant's own teachings would suggest using only, 
amongst many, appellant's highly specific and unique claimed hook material. The subsequently 
issued Lamson patent uses both the hook and loop fastener combination (clearly states that hook 
alone will not work) with the adhesive backing serving to engage and retrieve grounded tennis 
balls. 

There exists no reasonable expectation from the cited art teachings to remotely anticipate 
that a one-of-a-kind pre-shrunken nylon monofilament hooked material could effectively 
tangentially engage and disengage all major brands of tennis balls or even more remotely, the 
unexpected efficacy whereby the claimed combination accomplishes this totally unexpected feat. 
There exists no indeductive rationale for combining the prior art references to lead one to 
appellant's unobvious invention. Only via hindsighted reconstruction of the prior art strictly in 
view of appellant's teachings does it become possible to remotely phantom therefrom the 
unobviousness of appellant's claimed invention. 

Appellant throughout her specification has expressly stressed the uniqueness of her own 
ball retrieving attachment, how it is patentably distinguishable from all other possibilities (e.g. 
see page 5, line 1 through page 6, line 4; page 9 line 1 through page 10, line 4; page 11, etc.) and 
how it yields unexpectedly superior ball retrieving results over all other hooked materials (e.g. 
see Tables 1-3 and the test results of one reported on pages 15 and 16.) Absent Appellant's own 
teachings, there exists no plausible reason or motivation to direct the ordinary artisan towards the 
unique claimed embodiments (e.g. the isolation of a unique hook from loop, use of it in 
conjunction with an alien substance such as a tennis ball, and discovery of unexpected efficacy) 
of Appellant's invention. What is disclosed and claimed by Appellant is unknown. These 
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factors by themselves should be sufficient to rebut any prima facie case of obviousness and most 
certainly when viewed within the context of the Appellant's unexpected results in the light of 
prior art teachings disclosing the futility of Appellant's unexpected discoveries. 

The final rejection must necessarily rely upon a plurality of "factual falsehoods" which 
may not be properly drawn from the cited patents individually or collectively such as: 

1) Required VELCRO tennis ball cover with a mating racquet attached hook and 
loop component to overcome VELCRO or any other hook material inherent unfitness may be 
deduced to mean using a VELCRO hook material for an unfit use as taught by Feldi. 

2) Alternatively, an early vague and non-enabling patent of unlimited breadth with 
vague and indefinite terms such as "catching elements made of smooth layers full of retention 
and natural, artificial or even metallic fastening threads, meaning any effective material sticking 
on the ball clothe envelope" may be read in a vacuum and interpreted as providing reasonable 
motivation for the artisan to rely upon a tennis racquet equipped with the unfit and ineffective 
VELCRO of Feldi or Melbye. 

3) The Melbye hook and loop . . . "garment fasteners". . . marketed under the 
VELCRO by Velcro, USA, and SCOTCHMATE by 3M Co. establishes: 

A) all hook and loop garment fasteners are equivalent to one another, 

B) garment fasteners are not a hook and loop fastener combination and therefore the 
hook component functions independent of its mating loop as a "garment fastener", 
VELCRO or SCOTCHMATE garment fastener combinations, all of which leads 
one to the conclusion that all hook components are equivalent. 

4) The metallic VELCRO AIRTEMP stainless steel hooks of Ross (taught by Feldi 
as ineffective) are equivalent to all other VELCRO hooks including the mushroom type of 
Melbye as well as all others manufactured from thermoplastic resins. 

5) All SCOTCHMATE and VELCRO hook and loop fasteners as well as the hook 
fasteners by themselves are equivalent to one another and therefore appellant's claimed pre- 
shrunken nylon monofilament hook of a uniquely different structure may be deemed equivalent 
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to: 

A) all metallic fastener hooks, . 

B) all mushroom hooks, 

C) all poly(styrene-acrylonitrile) fastener hooks 

D) all poly(acryl nitrite-butadiene-styrene) fasteners hooks 

E) all polyethylene hooks and all poly-propylene hooks including the preferred 
copolymerized ethylene (4%) and propylene of Melbye notwithstanding Melbye's 
clear teachings to the contrary. 

6) Knowledgeable of the aforementioned the Smerdon loop "wet and warm" 
adhesive backing teachings for a wet watering tube outlet would direct an artisan as an expertly 
aimed arrow to target upon SCOTCHMATE SJ3526 for use upon tennis racquet to tangentially 
engage all tennis balls when all the meritous patents of record clearly teaches that the unfitness of 
such a use. 

7) Assumes that amongst all of the fastener combinations manufactured under the 
SCOTCHMATE trademark that SCOTCHMATE brand solely embraces the SCOTCHMATE SJ 
3526 industrial fasteners at the exclusion of scores of other SCOTCHMATE fasteners. 

8) The Wimbledon and the U.S. Open "are outdoor events that are played in wet and 
warm conditions" (actually cancelled with wet) which conditions equate to "wet and warm" 
watering tube outlet conditions which equates to the good wet adhesive backing of 
SCOTCHMATE SJ3526, which equates to teaching the placement of SJ3526 with the hooks 
outwardly upon a tennis racquet shoulder, which equates to eliminating the Feldi loop ball 
covering, which equates to the eliminating as to method claims 10-15 the required Urwin cup, 
which equates to all garment fasteners being equivalent, which equates to all hook fasteners as 
"garment fasteners" being equivalent without the paired loop component, which equates all hook 
components irrespective of composition and structure to be equivalent, which equates to all hook 
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fasteners as possessing appellant's claimed unique characteristics with the inoperative or 
ineffective hook fasteners of the cited prior art teachings to the unique SJ3526 because appellant 
alone discovered its unexpected efficacy, equates the ineffective and inoperable prior art 
teachings to appellant's unique and unexpected results, all of which "equates" reflect a reliance 
upon a host of unfounded speculative considerations for basing the 35USC 103(a) rejections of 
record. 

The final rejection fails (as in the parent application appeal) to apply the 35USC 103(a) 
standards as commanded by the MPEP and the well-established case law in order to provide a 
fair and unbiased examination of appellant's application. The 35USC 103(a) final rejections 
clearly: 

1) fail to recognize the actual factual background of the prior art as existed at the 
time of the effective filing date of appellant's application; 

2) fail to properly assess what each patent fairly teaches and suggest to the ordinary 

artisan; 

3) fail to resist the hind-sighted temptation of isolating solitary and secluded partial 
elements or component parts of a cooperative combination from each patent relied upon under 
the 35USC 103(a) rejections and then to apply each of the partial elements or subcomponent parts 
in a manner completely out of context in which the partial elements or subcomponent are found 
in the respective patent teachings (including the cooperative combination of components parts 
essential to a realistic appropriation of what each patent actually teaches to the artisan); 

4) scans and interprets each patent as a glossary or as a computerized word term data 
search for any partial element or partial term having some sort of implied or assumed relationship 
to the claimed "nylon monofilament hooks" while totally disregarding the cooperative 
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relationship or context within which such partial elements or terms are found and combined with 
other patents; 

5) modifies or eliminates crucial components or essential cooperative component 
combinations taught by the respective cited patentees so as to destroy the basic and novel 
teachings of the patent or render the patent teachings inoperable for its intended purpose; 

6) fails to appraise and accredit the patent teachings, as a whole, so that when each of 
the cited patentees teach or disclose the use of specially manufactured mating hook fastener and 
loop fastener combinations designed specifically to mate and fasten together that such teachings 
do not extend to the use of the hook fastener by itself but only apply to the specifically designed 
and tailor-made mating loop fastener as taught by each respective patentees; 

7) fails to acknowledge the indisputable fact that the field of hook and loop fasteners 
encompasses a broad array of diverse fasteners, produced by a host of manufacturers involving a 
myriad of physical and chemical processing procedures which can dramatically change the 
function and character individually of the hook component and the loop component as well as the 
fastening interplay between the tailor made hook and loop fastener combination and their 
intended use as mating fastening partners; 

8) fails to understand that when a cited patent teaches and suggest the conjoint use of 
fastener combination such as the Smerdon teachings of a combined use of SJ3526 
SCTOCHMATE for fastening together a water tubing to a bicycle handle bar stem that Smerdon 
does not teach that only the hook fastening unit should be used by itself or upon an entirely 
different substrate such as a tennis racquet; 

9) fails to accept that the doctrine of equivalents does not apply to the one-of-a-kind 
nylon monofilament hook material precisely defined and claimed to possess undisputable and 
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unexpectedly unique retrieving characteristics saliently distinctive from all other hooked 
materials which heretofore were notoriously recognized and acknowledged by all of the enabling 
patents of record as ineffective for use to tangentially retrieve all major brands of grounded tennis 
balls; 

10) fails to acknowledge that when the patent literature clearly teaches the inability or 
inoperability of the hooked materials to effectively retrieve grounded tennis balls and the fact that 
appellant had discovered a unique and one-of-a-kind hooked material exhibiting unexpectedly 
superior efficacy which unique efficacy cannot be presumed to be suggested or expected, all of 
which represents the antithesis of obviousness under any 3 5USC 103(a) standard; 

1 1) fails to acknowledge that there exists no expectation upon a fair reading of the 
prior art, as a whole, to expect any hooked material amongst a host of hook fasteners (without an 
extrinsic aid or knowledge) would possess an outstanding ability upon tangential contact to not 
only retrieve all major tennis ball brands but an unexpected capacity to lift a four fold weight of 
the tennis ball; 

12) fails to appreciate that if the art teaches the futility of well established and known 
finding (i.e. hooked materials are ineffective to tangentially engage and retrieve grounded tennis 
balls) and that if one discovers an unexpectedly superior efficacy by doing something the prior 
art consistently teaches cannot be done, there then exists, under any patentability standards, an 
unobvious invention; 

13) fails to accurately recognize (legally and factually) that equivalency does not exist 
between alleged equivalent materials which are actually different in structure, composition and 
function. 
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14) applies indiscriminate mechanical standards to chemically and compositionally 
different cooperative components and sub component parts (e.g. specially chemically processed 
thermoplastic hook and loop fasteners) without acknowledging as clearly taught by the art of 
record that such compositional differences and processing variations negate any generalized 
conclusion that all hook and loop fasteners, irrespective of compositional make-up, are the actual 
and obvious equivalent to one another without giving due credit to the art of record, appellant's 
specification and documented attestations refuting any such unsubstantiated factual or legal 
conclusion. 

15) fails to recognize spurious factual allegations or assumptions (challenged by 
appellant) which necessarily rely upon unwarranted extensions or reading into the individual 
patents undisclosed and untaught matters in an attempt to hindsightedly reconstruct each of the 
individual patent teachings so as to recreate the prior art teachings in a form so as to bear some 
sort of semblance towards the embodiments of appellant's claims 1, 4, and 6-15. 

16) fails to recognize that amongst the host of commercially available hook and loop 
fasteners comprising scores of different types of hook and loop fasteners of various different 
materials of polymeric construction including a host of variations in VELCRO and 
SCOTCHMATE fasteners as well as a host of other globally and domestically available 
variations, there existed no appreciation of the unique and critical claimed prerequisites of a 
hooked material "derived from pre-shrunken nylon monofilaments so as impart sufficient rigidity 
to the individual hooks to permit the hooks to penetrate the pile N, hook the pile loops N and 
retain sufficient rigidity to maintain the hooks 31 in a hooking position and lift the tennis ball T", 
"pre-shrunken to provide dimensional stability and flatness so as to tenaciously retain the fibrous 
pile of the tennis ball and permit it to be lifted from the ground", " an average height higher in 
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height that those which do not work in the invention". . . (at least 1 .7mm claims 1 and 7-8 , an 
particularly effective at least 1.85mm, claims 4 and 9-15), "so as to permit deeper penetration of 
the hooks so as to more tenaciously retain fibrous pile in the hooks", a wider than average width 
... (at least 1 .0mm of claims 1 , 4, 6-8, 10-1 1), an average hook width ranging from about 1.1 mm 
to about 1.3 mm of claims 9 and 12-15) "to allow more space for pile fibers hooked by the 
hooks", a deeper hook depth (at least 0.6mm of claims 1, 4, 6-8, 10 and 11, ranges from about 
0.65mm to about 0.75mm of claims 9 and 12-15) to effect more deeper penetration into the pile 
and a greater quantum of fibrous pile to be potentially hooked and retrieved by the hook", 
"average diameter of greater than 8.0 mil" (claims 1 and 7-11) "at least 8.25 mil" (claims 4, 6 
and 12-15) to provide sufficient hook tenacity to retain hook 31 integrity and hold the tennis ball 
after hooking and during lifting" the cooperative interrelationship between the uniquely critical 
prerequisites of a pre-shrunken nylon monofilament such as the "height of the hook in 
combination with thicker diameter appropriately allows the hook to more deeply penetrate . . . and 
more effectively hook" the pile N, the wider hook dimension in cooperative combination with 
hook height and diameter . . . permits more individual fibers ... to be hooked and lifted", "at least 
250 hooks per square inch with the series being an arrangement of repetitive rows of the hooks" 
of claims 4, 6, "at least 300 hooks per square inch" of claim 9, "hooks being of a spiral 
configuration arranged in repetitive rows of at least 250 hooks per square inch (claims 10-15) 
only disclosed and discovered by appellant to provide a combination of a tennis racquet and 
tennis racquet possessing unexpected efficacy in tangentially engaging, lifting and retrieving a 
grounded tennis ball which heretofore was collectively recognized by all of the learned and 
enabling patents of record as not being possible with "hooked materials of a polymeric 
construction (i.e. fabric hooks), all of which is disclosed in appellant's application and in the 
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claimed substance of appealed claims 1, 4, and 6-15. 

The entire thrust of the final rejection necessarily rests upon the common premise that all 
hooked materials or sub-element parts of a hook and loop combination are the actual and obvious 
equivalent to one another and therefore it may be legally be concluded that any hooked material 
will effectively serve to tangentially lift any tennis ball irrespective of what the patent teachings 
of record teach and therefore the unique claimed characteristics of applicant's monofilament 
element is an immaterial claimed limitation. This is precisely what Feldi, Musslin, Urwin, 
Melbye and Smerdon teach. If the hook size and characteristics were of concern, why was it 
necessary for Feldi to solve the inability of the hooked material by themselves (e.g. the hooked 
material of the VELCRO hook and loop fastening system) and thereby cover the tennis ball with 
the modified VELCRO loop fastener so that any hook material would then effectively engage and 
lift the modified tennis ball? Why was it necessary for Urwin to create a cup to cup the tennis 
ball so that it could then engage and lift the tennis ball from a grounded position? When Urwin 
mentions hook type VELCRO members, why was it necessary to create a cup so that the 
ineffective VELCRO hook member could then encompass more of tennis ball surface and 
thereby lift a grounded tennis ball? Why does the cited Musslin patent (other than vague 
generalities and innuendos) fail to identify any workable "adhesive (sticking) hook"? Why do 
countless patents (e.g. Feldi, Urwin, Lamson, Hodges - Des 355,232) all issuing after Musslin 
(i.e. 1987) all conclude that a hooked material as a genus by itself without substantive auxiliary 
support are ineffective? Why in light of this consistent prior art discouragement should it ever be 
possible for the appellant to discover her invention when all others failed? Why do all of the 
patentees within the last decade or so collectively teach that hooked materials (a genus) alone 
will not work to effectively tangentially engage and retrieve a grounded tennis ball and all teach 
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the use of an auxiliary element which overcomes the inherent deficiency of the hooked materials 
by itself? Why is it necessary for the Examiner to rely upon "back door teachings" which require 
intuitive and highly speculative extrapolations of the prior art teachings in order to allegedly 
create an implied basis (e.g. unfounded) for predicting the 3 5USC 103(a) rejections of record 
when in fact the clear teachings of all of the enabling patents explicitly teach that what applicant 
has done cannot be done? Why is an Examiner not accountable under the John Deere standard to 
fairly appraise what the prior art actually teaches instead of relying upon hunches and self- 
serving premises which in fact contradicts the very art relied upon in marking the 35USC103(a) 
rejections? Why does it become necessary to rely upon adhesive backing of VELCRO and 
SCOTCHMATE hook and loop fasteners when in fact the adhesive backing bears no relationship 
to hook efficacy or the interaction efficacy of the claimed invention of tangentially contacting, 
lifting, and retrieving a grounded tennis ball? 

The final rejection reaches the erroneous conclusion that VELCRO and SCOTCHMATE 
are art recognized equivalents and then erroneously concludes that all hooked fasteners are 
equivalent to one another. As the Board of Appeals concluded and as persistently stressed by 
applicant's attorney throughout the prosecution, the VELCRO and SCOTCHMATE as 
referenced by Melbye are disclosed as "widely used as garment fasteners and hook-and-loop 
fasteners" which means a hook and loop combination of paired hook and loop fasteners will 
serve (jointly, not separately) as garment fasteners which merely defines a genus. The Melbye 
garment fastener teachings have nothing to do with a hook fastener by itself but only as the 
paired hook and loop combination which are used as garment fasteners. Melbye clearly 
illustrates the factually fallacy of attempting to group all hoop and loop fasteners together as 
inherently being functionally equivalent to one another except to function as "garment fasteners" 
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when used and fastened together as intended by the manufacture. The assignee of the Melbye 
patent is 3M, the manufacturer of such garment fasteners under the SCOTCHMATE or Tru Lock 
mark. The Melbye patent (assigned to 3M) does not even pertain to the claimed monofilament 
hooked fastener component of applicant's invention but rather relates to a mushroom type hook 
fastener which under the rationale of the Office Action would also be considered to be art 
recognized equivalent even though Melbye teaches directly to the contrary. The reliance upon 
the non-enabling and art acknowledged discredited teachings of Musslin constitutes nothing more 
than hind-sighted reconstruction of the prior art solely because appellant's own invention 
provides the sole enabling reason for doing so. The Office Action admits that none of the cited 
103(a) patents disclose the recited one-of-a-kind monofilaments of the claimed hook material. 
There exists no rationale for selectively picking the good wet and hot adhesive backing qualities 
of Smerdon 

SJ3526 SCHOTCHMATE based upon an erroneous factual assumption (i.e. Wimbledon and 
U.S. Open events played in rain) and use the hook itself as a tennis ball retrieving attachment 
when none of the cited patents have any concern of hook size and character. Does the skilled 
artist engage in pure folly by doing something which in light of the patent teachings 
accomplishes nothing? 

The factual background and legal conclusions of the present final rejection fall within the 
ambit of the In Re Waymouth and Koury 1 82 USPQ 290 (CPPA 1 974) in which the Waymouth 
et al applicants had discovered that a certain specific ratio of halogen atoms to mercury atoms 
broadly disclosed by the prior art, but not specifically disclosed in any of the patents relied upon 
in the final rejection were found by Waymouth et al to yield unexpectedly superior results. 
Similar to the facts herein, none of the patents disclosed the critical aspects of the claimed 
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Waymouth et al invention, and in fact led the art away from the invention as do the combination 
patents as cited by the Examiner herein. With particular relevancy herein, In re Waymouth and 
Koury held that: 

"The Court must not read obviousness into an invention on the basis of appellant's own 
statements." 

In chastising the Examiner and Board for considering appellant's own findings as part of the 
prior art, coupled with prior art teachings leading away from appellant's claimed invention, In re 
Waymouth observed that: 

"Although Reiling's range of possible ratios envelops the range claimed by appellants, we 
believe that the appellants' graph in Figure 2 demonstrates the necessary unexpected 
results. Those results follow from the selection of Appellants' critical range, which is 
narrower than the extremely broad inherently disclosed range of Reiling." 

The Waymouth et al decision illustrates a proper analysis of the claimed invention as a whole, 

including all of the claimed elements of the invention and the unexpected results of the 

invention, and a comparison of all of the claimed limitations of the claimed invention with the 

prior art teachings as a whole, and a weighing of all the evidence of record as a necessary 

prerequisite to a determination of any prima facie case of obviousness. The evidence and legal 

precedence sustaining the patentability of Appellant's claims herein is clear by reason of a lack 

of those facts essential to justify any prima facie case of obviousness and the reliance upon a 

generalization that terms (paired garment fasteners and paired hook and loop fastener systems 

establish an equivalency for all hooked components) In re Freid, 165 USPQ 570(CCPA, 1970) 

correctly observed that: 

"Any determination of obviousness must be based on facts and not on unsupported 
generalities." 

Any unsupported generalization such as the equating of all paired garment fasteners, paired hook 
and loop fastening systems, and mushroom type fasteners together with any and each unpaired 
hook component by itself falls directly within this purview. It is also pointed out by Melbye, et al 
the hook and loop fastener systems are predicated upon chemically processed polymeric 
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materials which by the very nature of their processing and chemical nature can lead to a vast 
array of different products possessing completely different properties and uses. As consistently 
held, chemical compositions are inherently unpredictable and inherency cannot be proven by the 
application of generalities such as the equivalency of all fastening hook and loop fastening 
systems as in the final rejection of record. 

Within the same context of these decisions and their application to the controlling facts 
herein, attention is further directed to In re Westlau, 147USPQ391, (CCPA,1965), which held 
that: 

"...since no one of the references suggests such a substitution, quite apart from the result 
which would be obtained thereby; such piecemeal reconstruction of prior art patents in 
light of applicant's disclosure is contrary to 35 USC 103." "... It is impermissible within 
framework of Section 103 to choose from any one reference only so much of it as will 
support a given position, to exclusion of other parts necessary to full appreciation of what 
reference fairly suggests to one of ordinary skill in the art." 

No reference herein suggests Appellant's claimed tennis ball retrieving attachment or its use; and 

no reference remotely phantoms Appellant's claimed unexpected result. 

In the decision of In re Pye and Peterson 148 USPQ426(CCPA,1966), the Court of 

Customs and Patent Appeals was confronted with a similar problem of ascertaining whether or 

not a combination of references were sufficient to justify a prima facie case of obviousness. 

Similar to Musslin, one of the references relied upon in the Pye et al rejection was noted by the 

C.C.P.A. as being "extremely vague as to the exact structure of the polymers useful in their 

invention." The Court concluded that: 

"...it would be impossible to determine whether the polymers disclosed by Fikentscher 
are the same as those recited in the appeal claims. Moreover, that Fikentscher is 
completely silent as to the molecular weight of the polymers." 

In reversing the Board of Appeals, C.C.P.A. held that: 

"While it might be possible to select certain statements from reference and mechanically 
combine them with other reference to arrive at applicants' claimed combination, there is 
no basis for making such a combination; neither reference is directed to problem solved 
by applicant's invention; only applicants' specification suggests any reason for combining 
teachings of prior art, but use of such suggestion is improper under 35 USC 103." 
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The final rejection alludes speculatively to the combined teachings as inherently 
embodying Appellant's claimed invention. However, inherency cannot be presumed, as the 
decision of ex parte Cyba 155 USPQ 756 clearly held that: 

"a rejection based upon inherency may not be sustained unless inherency is certain." 
There exists no plausible ground for assuming all paired hook and loop fastening systems are 
equivalent, let alone all hooked components. The failure to establish a prima facie case of 
obviousness by randomly selected passages falls within the same pitfalls observed in Ex Parte 
Fleischmann 157 USPQ 155 where the Board of Appeals correctly stated that: 

"While it might be possible to select features from secondary references and mechanically 
combine them with primary reference to arrive at applicant's claimed combination, there 
is no basis for making such combination disclosed or suggested in references; only 
applicant's specification suggests any reasons for combining references; under 
35 USC 103, that does not constitute a bar." 

Appellant has invented a method for producing and using a novel tennis ball retrieving 
attachment (unknown) attached to a shoulder of a tennis racquet in the face of prior art strongly 
suggesting that such a product and method will produce unacceptable results. This is the 
antithesis of obviousness. In re Rosenberger et al, such conclusions was reached in which held: 

"Teachings of reference discourages research in field where applicants made their 
invention; thus, applicants invented a method for producing effective product in face of 
art strongly suggesting that such method would produce unacceptable results; this is 
antithesis of obviousness." 

The M.P.E.P. 2144.05 III (2100-107) guidelines concur. 

The astute decision of Judge Rich in the decision of In re Civitello 140 USP 10 

(CCPA1964) appears also to be most applicable to an understanding of an insufficiency of the 

reference combination in establishing a prima facie case of obviousness herein. Similar to the 

Civitello facts, there existed no facts whatsoever in suggesting that the references used in the 

obviousness combination rejection disclosed a claimed element of appellant's invention. Judge 

Rich correctly noted that: 

"Since first reference fails to disclose feature of claim relied on, it would not suggest 
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modifying second reference to contain that feature; Patent Office finds suggestion only 
after making a modification which is not suggested by anything other than applicant's 
disclosure; this is hindsight reconstruction and does not establish obviousness." 

Similarly, the reliance upon Appellant's disclosure to establish equivalency is flawed for several 

paramount reasons which have long been recognized by courts. Clearly, the equivalency 

argument rests upon matters only known to Appellant. 

Appellant respectfully submits that the 35USC 103(a) rejections of claims 1,4, and 6-15 
fails to establish a prima facie case of obviousness. The obviousness hinges upon untaught 
matters only known to Appellant. The 35 USC 103(a) rejections of record rely upon teachings 
only known to Appellant as a basis for combining isolated and discordant teachings from the 
cited patents to create a combination which contradicts those very patent teachings relied upon in 
making the combination and renders most of the patents unfit or inoperative for their intended 
purpose. 1 In making the combined patent teachings, it is necessary to modify the patent teachings 
of record to exclude elements which are taught as being essential so as to create modified patent 
teachings irreconcilable with what the patentees teach as essential to their respective operability.' 
Lastly, there exists no expectation from the prior art of a unique tennis ball retrieving attachment 
which not only could upon tangential contact repetitively lift not only all major tennis ball 
brands (when all others fail), but also engage a weighted tennis ball of a weight of more than four 
times and up to six times the tennis ball weight. 7 These are truly unexpected results achieved in 
face of art teaching that tangential lifting is not feasible. Such unexpected results refute any 
possible prima facie case of obviousness. 

The final rejections oversimplify the hook and loop fastener art as a genus coupled with a 
failure to recognize the highly specialized and uniquely distinctive claimed attributes of the 
claimed nylon monofilament hook component (a species) rests within a vast and complex 
chemical art field. At no time during the prosecution of this application or the appealed parent 
application has the prior art been carefully analyzed as to what the prior art teaches and what the 
prior art has consistently stated cannot be done. There exists no concern in any of the cited 
patents as to hook size and character except as a genus hook and loop pair and certainly no 



120 



10/635,873 



recognization that a unique hook size and character may have a unique tennis ball pile efficacy. 
The prior art teachings have been read and interpreted in a vacuum. 

A fair appraisal of what the cited patents of record teach to the ordinary artisan leads to an 
inescapable conclusion that hooked materials are unfit for use to tangentially engage and lift all 
grounded major brands of tennis balls from a tennis court. This is self evident by Feldi 
concluding that the hooked material is inherently ineffective and may only be used if the ball nap 
cover is changed to the mating loop material or vice versa, or a ball encompassing hooked 
material cup as taught by U.S. Patent Number 4,993,712 to Urwin, Des. 355, 232 to Hodges 
concave the butt ended receiving chamber suggested by U.S. Patent Number 4,210,327 to 
Schubert, appellant's patent specification, background of the invention, pages 1 to 3 and the 
background of the invention of U.S. Patent Number 6,652,397 Bl (subsequently issued by 
Examiner Chiu) which affirms appellant's position herein, all which clearly inform the art as to 
the futility in attempting to tangentially engage and lift all major brands of grounded tennis balls 
with the hook component of the hook and loop fastener combination. There exists literally 
hundreds of patents directed towards intracies of producing a host of different types of hook and 
loop combinations possessing a host of different properties and functions, all of which forms a 
vast number of potentially different variations in hook and loop fastener combinations. As 
disclosed by Melbye, the thermal processing conditions, the stress or draw placed upon the 
material during its manufacture, whether "the hook strip can be made from special warps, or 
injection molding with or without vacuum, whether extruded or not, or made by weaving 
techniques or fabricated from a fabric having an orderly array of fabric loop followed by insertion 
rods to maintain upstanding position with platen or rollers used to apply heat and pressure under 
a host of potentially different processing and product variables, birefringence values, filament or 
stem characteristics including height, width depth, density of hooks, chemical composition, of 
the hook and loop fastener (e.g. see Melbye Col. 5, lines 1-6 referring to "polyesters such as 
poly(ethylene terephthalate), polyamides such as nylon, poly(styrene-acryloriitrile), 
poly(acrylonitrile-butadiene-styrene), polyolefins such as polypropylene, and plasticized 
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polyvinyl chloride, and a preferred random copolymer of polypropylene and polyethylene 
containing 4% polyethylene with a melt flow index of 7.0", all of which countless variations in 
the manufacture of hook and loop fasteners as taught by Melbye et al. None-the-less, the final 
rejection summarily concludes that "VELCRO and SCHOTCHMATE were art recognized 
equivalent in their use as hook-and-loop fasteners in the racquet art" and "it would be obvious to 
substitute a SCOTCHMATE fastener in either the Feldi or Musslin racquet since Melbye teaches 
the equivalence of VELCRO and SCOTCHMATE fasteners and the selection of these known 
materials to form a fastener would be within the level of ordinary skill in the art". The hook and 
loop fastener art is not a mundane mechanical art in which substitutions may be easily or 
randomly made but rather, the hook and loop fastener art rests upon complex chemicals produced 
under a host of manufacturing variables to produce a host of end products with a wide array of 
different properties and functions as taught by Melbye. 

Appellant takes direct issue with the Examiner's position that Melbye teaches the 
equivalence of all VELCRO & SCHOTCHMATE fasteners and that applicant's claimed hook 
component is equivalent VELCRO, notwithstanding clear affidavit and exemplary proof in 
appellant's specification that there exists no scientific basis to make such an unfounded and 
unsupported factual determination. 

The prior art repeatedly acknowledges the ineffectiveness of hooked fasteners to 
tangentially engage and lift all of the brand name tennis balls. The art of record (including those 
cited in the Final Rejection) clearly reflects the unexpectedness of Appellant's invention, as a 
whole, especially when viewed in light of prior art documents which teach and suggest that what 
the appellant has accomplished herein by her invention was unobtainable under the cited prior art 
teachings. 

Appellant respectfully submits that each one of the patents cited in the 35USC 103(a) 
rejections of record has been randomly gleaned for only those teachings which bear some sort of 
semblance towards appellant's invention and combined with similarly gleaned elements form 
other patents even though the patent teachings, as the whole, teach precisely the opposite 
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conclusion from what the Examiner construes each patent to teach. The dominate Board of 
Appeals and Interferences decision in the parent application (Appeal No. 2004-2020) holding 
that the cited art is devoid "of any teaching or suggestion that hook size and characterization are 
of any concern in order to provide sufficient hook tenacity to deeply penetrate the pile of a tennis 
and consistently hold the ball after hooking and during lifting of the hooked bal from the ground 
and a failure to recognize that a claimed species or subgenus encompassed by broadly disclosed 
prior art genus is not sufficient by itself, to establish a prima facia case of obviousness" have not 
been overcome by the application of the Smerdon patent to the 35USC 103(a) rejections of 
record. 

In view of the aforementioned, the appellant respectfully requests the Board of Appeals 
and Interferences to reverse the final rejections of claims 1, 4, and 6-15 of record. 
Dated this \\«* day of April, 2006. 
Respectfully submitted, 

M. Paul Hendrickson 
Attorney for appellant 
Registration No. 24523 



Post Office Box 508 Phone: 608-526-4422 

Holmen, Wisconsin 54636-0508 Fax: 608-526-2711 
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APPENDIX 
EXHIBIT A 
APPEALED CLAIMS 

What is claimed is: 

1 . A combination of a tennis racquet equipped with a ball retrieving attachment 
attached to a shoulder of the racquet in a ball retrieving position for engaging and lifting a 
grounded tennis ball upon tangential contact with said tennis ball, said attachment consisting 
essentially of a hooked fastener material adhesively attached to a convex outer perimeter portion 
of the shoulder so as to permit the hooked fastener material to make the tangential contact with 
said grounded tennis ball, with said hooked fastener material having a series of pre-shrunken 
nylon monofilament hooks for engaging and lifting the grounded tennis ball upon the tangential 
contact, with said hooks being characterized as having an average hook width of at least 1 .00 
mm, an average hook depth of at least 0.6 mm., an average monofilament diameter greater than 
8.0 mil and an average hook height of at least 1.70 mm. 

2. (cancelled) 

3. (cancelled) 

4. The combination according to claim 1 wherein the average height of the hooks is 
at least 1.85 mm, the average diameter is at least 8.25 mil and the attachment is further 
characterized as containing at least 250 hooks per square inch with the series being an 
arrangement of repetitive rows of the hooks. 

5. (cancelled) 

6. The combination according to claim 4 wherein the attachment comprises the 
hooks mounted to a rubber backing with a pressure sensitive adhesive for detachably mounting 
the attachment to the shoulder of the racquet 

7. The combination according to claim 1 wherein the attachment is applied as a 
continuous strip to the shoulder of the racquet at a tennis ball retrieving position. 
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8. The combination according to claim 7 wherein the attachment is positioned along 
an outer peripheral edge of the shoulder between an eight o'clock and four o'clock position. 

9. The combination according to claim 6 wherein the attachment contains at least 
300 hooks per square inch, the average height of the hooks is greater than about 1 .90 mm, the 
average hook width ranges from about 1.1 mm to about 1.3 mm and the average hook depth, 
ranges from about 0.65 mm to about 0.75 mm. 

1 0. A method for retrieving a grounded tennis ball possessing a standardized felt pile 
nap with a tennis racquet equipped with a ball retrieving attachment attached along an outer 
peripheral edge of a shoulder of the tennis racquet with the hooked material positioned thereupon 
at a retrieving position for engaging and lifting a grounded tennis ball upon tangential contact 
therewith, said method consisting essentially of: 

a) providing a strip of a hooked material having a pressure sensitive adhesive 
applied to a resilient backing member equipped with a plurality of pre-shrunken nylon 
monofilament hooks of an average monofilament diameter of at least 8.0 mil, an average hook 
height of at least 1 .85 mm, an average hook width of at least 1 .0 mm, and an average depth of at 
least 0.6mm, with the hooks being of a spiral configuration arranged in repetitive rows of at least 
250 hooks per square inch; 

b) applying the pressure sensitive strip to the outer peripheral edge of the 
shoulder of the tennis racquet at the retrieving position so as to permit the nylon monofilament 
hooks of the hooked material to make the tangential contact with the grounded tennis ball; 

c) tangentially contacting and intermeshing the felt pile nap of the grounded 
tennis ball with the nylon monofilament hooks of said hooked material so as to engage and hook 
onto the felt pile nap of the grounded tennis ball with said nylon monofilament hooks; 

d) lifting the hooked tennis ball engaged by the nylon monofilament hooks 
with the tennis racquet; and 

e) retrieving the lifted tennis ball from the strip by unhooking said 
monofilament hooks from the felt pile nap. 
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1 1 . The method according to claim 10 wherein the method includes the applying of 
the strip at a contacting position between a nine o'clock to a three o'clock position of the 
shoulder. 

12. The method according to claim 10 wherein the average monofilament diameter is 
at least 8.25 mil, the average height is at least 1.90 mm, the average hook ranges from about 1.1 
mm to about 1 .3 mm, and the average hook depth ranges from about 0.65 mm to about 0.75 mm. 

13. The method according to claim 12 wherein the applying includes the applying of 
at least one strip positioned along the peripheral edge located from a nine o'clock position to 
about a three o'clock position. 

14. The method according to claim 13 wherein the strip covers the nine o'clock 
position and the three o'clock position. 

15. The method according to claim 13 wherein a continuous strip is applied to the 
shoulder. 
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Pages Iil-tELl 



The opinion in support of the decision being entered today was 
not written for publication and is not binding precedent of the 
Board. 
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Before FRANKFORT, STAAB, and McQUADE, Administrative Patent 
Judges . 

FRANKFORT, Administrative Patent Judge . 

DECISION ON APPEAL 



This is a decision on appeal from the examiner's final 
rejection of claims 1 through 15, all of the claims pending in 
this application. 
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Appellant's invention is directed to a tennis racket and 
ball retrieving attachment affixed to a shoulder region 1 of the 
racket for engaging and lifting a grounded tennis ball upon 
tangential contact of the retrieving attachment member with the 
outer surface of the ball, and to a method of using such a 
combination racket and ball retrieving attachment to permit a 
tennis player to merely extend the tennis racket to retrieve 
tennis balls from the court without the need to bend down to 
reach the balls by hand. More particularly, as noted on page 5 of 
the specification, appellant uses an industrial hook fastener 
material sold and distributed by the 3M Company, under their 
Scotchmate® brand of hook-and-loop fasteners, as the ball 
retrieving attachment member placed on a shoulder portion of the 
racket. The paragraph spanning pages 7 and 8 of the specification 
more specifically notes that it is the hook portion' of 
Scotchmate® industrial fastener SJ3526 that is used in the 
present invention. The specification indicates and test results 
therein appear to demonstrate that when attached to a tennis 
racket shoulder portion and used as a ball retriever, the above- 



As indicated on page 7 of appellant's specification, the 
outer perimeter of the head (6) of the tennis racket extending 
clockwise from about the eight o'clock to the four o'clock 
position is defined as the * shoulder region" of the racket 
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noted Scotchmate® hook material exhibits unexpectedly superior 
efficacy in retrieving grounded tennis balls of all major tennis 
ball brands upon tangential ■ contact therewith. Independent claims 
1 and 10 are representative of the subject matter on appeal and a 
copy of those claims can be found in Exhibit A. of appellant's 
brief. 

The prior art references of record relied upon by the 

examiner in rejecting the appealed claims are: 

Feldi 4,834,393 May 30, 1989 

Urwin 4,993,712 • Feb. 19, 1991 

Melbye et al . (Melbye) 5,077, 870 Jan. 7, 1992 

Musslin 2,594,037 Aug. 14, 1987 
(French reference) 

In addition to the above-noted prior art references, the 
examiner also relies upon what has been characterized as 
appellant's admitted prior art (hereinafter AAPA) found on pages 
5-10 of the specification relating to Scotchmate® brand of hook- 
and-loop fasteners and, more specifically, to the hook fastener 
portion of Scotchmate® industrial fastener SJ352 6 and the 
physical hook characteristics thereof. 
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Claims 1 through 7, 9, 10 and 12 stand rejected under 
35 U.S. C. § 103(a) as being unpatentable over Feldi or Musslin 
either one taken in view of Melbye and AAPA. 

Claims 8, 11 and 13 through 15 stand rejected under 
35 U.S.C. § 103(a) as being unpatentable over Feldi, Musslin, 
Melbye and AAPA as applied above and further in view of Urwin. 

Rather than reiterate the conflicting viewpoints advanced by 
the examiner and appellant regarding the above-noted rejections, 
we refer to the Office action mailed June 19, 2001 (Paper No. 3) 
and the examiner's answer (Paper No. 15, mailed December 27, 
2002) for the examiner's reasoning in support of the rejections 
and to appellant's brief (Paper No. 14, filed October 11, 2002) 
and reply brief (Paper No. 17, filed May 5, 2003) for the 
arguments thereagainst . 

OPINION 

Having carefully reviewed the obviousness issues raised in 
this appeal in light of the record before us, we have come to the 
conclusion that the examiner f s rejections under 35 U.S.C. § 103 

4 
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will not be sustained. Our reasons in support of this 
determination follow. 

Concerning the examiner's rejection of claims 1 through 7, 
9, 1.0 and 12 under 35 U.S.C. § 103(a), we note that while it is 
true that both Feldi and Musslin disclose a tennis racket and 
ball retrieving hooked fastener material affixed to a shoulder 
region of a racket for engaging and lifting a grounded tennis 
ball upon tangential contact of the retrieving attachment member 
with the outer surface of the ball, each of these references 
provides no more than a generalized generic teaching that some 
form of hooked fastener material should be used as the retrieving 
attachment to permit retrieval of grounded tennis balls from the 
court without the need to bend down to reach the balls by hand. 
More particularly, Musslin suggests use of a ^mechanical 
adhesive, like a clothe (wrapper) with hooks, including catching 
elements made of smooth layers full of retention and natural, 
artificial, synthetic or even metallic fastening threads' 7 
(translation, page 2) as the ball retrieving member, while Feldi 
expressly teaches using an entire hook and loop fastening system 
(i.e., loop material as the covering on a tennis ball and a 
compatible hook material affixed to a shoulder region of the 

5 
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racket) for engaging and lifting grounded tennis balls upon 
tangential contact of the hooked retrieving attachment member 
with the outer looped surface of the ball. Feldi generally 
suggests use of VELCRO "or any brand hook and loop fastening 
system" (Abstract) . 



Recognizing the shortcomings of the references to Feldi and 
Musslin vis-a-vis the particular type of hooked fastener material 
required in claims 1 and 10 on appeal, the examiner looks to the 
disclosure in the Related Art portion of the Melbye patent (col. 
1, lines 15-18) that 

[w] idely used as garment fasteners are hook-and-loop 
fasteners such as are currently marketed under the trademark 
VELCRO by Velcro USA Inc. and under the trademark SCOTCHMATE 
by 3M Co. 

and asserts that 

, [c]ombining the fact that the Feldi abstract discloses 
that any hook-and-loop fastener system could be used in 
combination with his racquet or that Musslin discloses the 
broad recitation of a hook-and-loop fastener, with the fact 
that Melbye at column 1, lines 15-23 discloses that Velcro™ 
and Scotchmate™ products are functional equivalents as hook- 
and-loop fastener, and the fact that applicant admits in the 
specification that the materials with the physical 
characteristics set forth in the claims are old and well- 
known Scotchmate™ products, the selection of any of these 
known materials to form the hook-and-loop fastener of either 
Feldi of Musslin would be within the level of ordinary skill 
in the art. (Paper No. 3, pages 3-4) . 
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What is lacking in both Feldi and Musslin is any teaching or 
suggestion that hook size (i.e., monofilament diameter, hook 
height, hook width and hook depth) are of any particular concern 
therein. This is especially true in Feldi, which relies upon the 
compatible nature of the selected hook and loop fastening system 
working together to retrieve the grounded tennis balls therein. 
Thus, Feldi has no concern whatsoever for any particular hook 
configuration and size, so long as the hook material on the 
tennis racket is compatible with the loop material on the ball. 
Similarly, Musslin provides no indication that hook size is of 
concern or of importance and merely suggests that any hook 
material which is capable of sticking on the tennis ball cloth 
envelope would be adequate. 

The above-noted shortcomings in both Feldi and Musslin are 
in no way overcome by the teaching in Melbye that garment 
fasteners of hook and loop material are marketed under different 
trademarks by different companies (e.g., VELCRO by Velcro USA, 
Inc. and SCOTCHMATE by 3M) . In that regard, we also note that 
there is no basis we can discern from the prior art relied upon 
for the examiner's apparent determination that any and all hook 
materials sold under the Scotchmate® brand of hook-and-loop 

7 



Appeal No. 2004-2020 
Application 09/655,743 



fasteners by 3M would necessarily (i.e., inherently) have hooks 
meeting the particular size limitations set forth in appellant's 
claims on appeal. In making the present rejection, the examiner 
has apparently failed to recognize that the fact that a claimed 
species or subgenus is encompassed by a broadly disclosed prior 
art genus is not sufficient. by itself to establish a prima facie 
case of obviousness, especially where, as here, the appellant has 
provided evidence indicating that the particular hook size of the 
hook material of the present invention is needed in order to 
provide sufficient hook tenacity, deeply penetrate the pile of a 
tennis ball, and consistently hold the ball after hooking and 
during lifting of the hooked ball from the ground. 

As for the examiner's reliance on appellant's disclosure 
concerning a particular form of industrial grade hook material 
that provides superior ball-retrieving efficacy when used in the 
manner, described in the present specif ication, we agree with 
appellant that in searching for an incentive for modifying the 
tennis racket of Feldi or Musslin the examiner has impermissibly 
drawn from appellant's own teachings regarding the deficiencies 
of the prior art and fallen victim to what our reviewing Court 
has called "the insidious effect of a hindsight syndrome wherein 

8 
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that which only the inventor has taught is used against its 
teacher," W. L. Gore & Associates, Inc. v. Garlock, Inc. , 721 
F.2d 1540, 1554, 220 USPQ 303, 313 (Fed. Cir. 1983). 

Since it is our determination that the teachings and 
suggestions to be fairly derived from the prior art relied upon 
by the examiner would not have made the subject matter as a whole 
of independent claims 1 and 10 on appeal obvious to one of 
ordinary skill in the art at the time of appellant's invention, 
we must refuse to sustain the examiner's rejection of those 
claims under 35 U.S.C. § 103(a). It follows that the examiner's 
rejection of dependent claims 2 through 7, 9 and 12 under 
35 U.S.C. § 103(a) will also not be sustained. 

Regarding the examiner's further rejection of dependent 
claims 8, 11 and 13 through 18 under 35 U.S.C. § 103(a), we have 
reviewed the reference to Urwin, but find nothing therein which 
overcomes or provides for the deficiencies we have identified 
above with regard to the basic combination of prior art applied 
against independent claims 1 and 10. Accordingly, the examiner's 
rejection of dependent claims 8, 11, and 13 through 18 under 
35 U.S.C. § 103(a) will likewise not be sustained. 
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In light of the foregoing, the decision of the examiner to 
reject claims 1 through 15 under 35 U.S.C. § 103(a) is reversed. 

REVERSED 



CHARLES E. FRANKFORT 
Administrative Patent Judge 



tWRENCE J. STJ 
Administrative Patent Judge 







JOHN P. McQUADE 
Administrative Patent Judge 
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